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Summary of Facts and Subm ssi ons

First-instance proceedi ngs

3188.D

The appeal concerns European patent No. 0 291 777. The
patent was granted to the appellant on the basis of
Eur opean patent application No. 88107249.0 and took
effect on 22 March 1995. Priority was clainmed from
Japanese applications, the earliest filed on 9 May
1987. Clains 1 and 2 of the patent as granted read as
fol |l ows:

"1. A conbined copier/facsinmle apparatus which is
selectively operable in a facsimle node or a copy
node, said apparatus conpri sing:

a facsimle function section including a nenory (SAF
unit) for storing inmage data to be transmtted to a
receiving termnal and for storing i mge data received
froma renote transmtting term nal,

a control section (main board) (fig. 6) for controlling
the copy operation and the facsim |l e operation of the
apparatus, said control section being formed to receive
an information signal (PRI NT REQUEST, fig. 18)
indicating a facsimle reception and being adapted to
respond to the receipt of said information signal by
storing the image data received froma renote
transmtting termnal and by causing a transition from
the copy node to the facsimle node in order to print
out the stored inage data if a copy node function has
not been initiated within a predeterm ned period of
time after the | ast copy node operation.”

"2. An apparatus as clainmed in claim1, wherein said
control section is also forned such that a copy node is
automatically set up at the end of print-out of the
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facsimle data, if no manipul ation of the apparatus is
performed during the print out of the facsimle data."”

Agai nst the patent, the respondents filed oppositions
on 20 Decenber 1995 and 22 Decenber 1995, respectively,
requesting revocation of the patent in its entirety. As
grounds of opposition, they invoked |ack of novelty and
inventive step in view of prior art evidenced inter

alia by the follow ng docunents:

Cl: US-A 4 623 244, publ. 18 Novenber 1986

C2: DE-A-35 26 886, publ. 6 February 1986

C6: US-A-4 633 405, publ. 30 Decenber 1986

C7: GB-A-2 166 619, publ. 8 My 1986

C8: JP-A-59 223 463, publ. 15 Decenber 84 (filed as
translation in English)

The opposition division responsible for the exam nation
of the oppositions revoked the patent; the decision was
posted in witing on 5 May 1997. According to the
decision, claiml as granted as well as the clainms as
amended in the course of the first instance proceedings
did not conply with the requirenment of inventive step
in the light of docunments Cl, C6, C7 and C8. The
difference to the closest prior art (alternatively
docunent Cl1 or docunent C7) was seen in features of
controlling the transitions between the different
operating nodes of the apparatus which resulted in an
obvi ous manner fromthe prior art.

pr oceedi ngs
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Agai nst this decision the appellant filed a notice of
appeal on 4 July 1997, requesting conplete reversal of
t he decision. The appeal fee was paid the sanme day; the
grounds of appeal were subsequently filed on

5 Septenber 1997.

Wth letter dated and received on 23 April 1998, the
appellant filed four sets of anended cl ai ns under the
title "auxiliary requests”, clains 1 of the "third
auxiliary request” and "fourth auxiliary request” were
anmended by appending the follow ng text passages at the
end of claim1 as granted:

third auxiliary request (23 April 1998): "and if the
printer is ready and has not been operated for the
predeterm ned period of time, whereas the transition to
the facsimle node is inhibited, when the printer is
not ready”

fourth auxiliary request (23 April 1998): ", wherein a
key counter renovably nounted on said apparatus and a
nmounting section for nmounting said key counter are
provi ded so that, even when said key counter is not
nmounted, facsimle data received by said facsinmle
function are printed out at the end of reception of the
facsimle data"

In public oral proceedings held before the Board of
appeal on 27 January 2000, the matters in issue were
di scussed. The appellant submitted further sets of
amended clains as first, fourth and fifth auxiliary
request, respectively, which resulted in the follow ng
versions of claim1:

According to the first, fourth and fifth auxiliary
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request, the text ", when the apparatus is in the copy
node," was to be inserted into the |ast paragraph of
claiml as granted between the word "and" and the
feature "by causing a transition from...". In addition
followi ng text portions should be appended at the end
of the respective claim1:

first auxiliary request: ", wherein, if the transition
for the print out of the received data has occurred,
the copy node is restored as stand-by node"

fourth auxiliary request: "wherein, if the apparatus is
in the facsimle node and has not been mani pul ated for
a predetermned tinme, the copy node is reset™

fifth auxiliary request: ", wherein said control
section is also fornmed such that if the apparatus was
not initially in the facsimle node and if the
apparatus is not in the facsimle node, the setting of
the copy node is not performed, and such that if the
apparatus was initially in the copy node and is not in
t he copy node, the copy node is automatically reset, if
t he apparatus has not been mani pul ated for nore than a
predeterm ned tine".

Mor eover, the appellant requested referral of the
foll owi ng question to the Enlarged Board of Appeal: "If
the Board should reject the 1. and 2. auxiliary
request, the Enlarged Board of Appeal should be
confronted with the | egal question whether a new claim
is deenmed to be a |late subm ssion, if the new claim
only includes an additional feature which 1. was

al ready part of an auxiliary request filed in tinme and
which 2. was al so part of the granted subcl ai s,
wherein in particular the additional feature clarifies
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the main claint.

At the end of the oral proceedings, the Board decl ared
that the proceedi ngs would be continued in witing on

the basis of the appellant's requests as determned in
t he oral proceedings and that the parties are given an
opportunity to coment in witing within a tine limt

set up by the Board.

In the further course of the appeal proceedings the
parties essentially confirmed their requests and nade
observati ons expressing their views.

The decision of the Board is accordingly based on the
foll owi ng requests and subm ssi ons.

Request s

VII.

3188.D

According to the appellant the decision under appeal be
set aside and the patent be mmintained as granted (main
request), or on the basis of the follow ng auxiliary
requests:

first auxiliary request as subnmitted in the oral
pr oceedi ngs;

second auxiliary request having an independent claim
conprising the conbination of the features of clainms 1
and 2 of the patent as granted;

third auxiliary request: referral to the Enl arged Board
of Appeal of the question submtted in the oral

pr oceedi ngs;

fourth auxiliary request as submtted in the oral
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pr oceedi ngs;

fifth auxiliary request as submtted in the oral
pr oceedi ngs;

sixth auxiliary request corresponding to the third
auxi liary request submtted on 23.4.1998;

seventh auxiliary request corresponding to the fourth
auxi liary request submtted on 23.4.1998.

Oral proceedings are requested, in particular with
regard to "subject-matter of the auxiliary requests not
di scussed in the previous oral proceedi ngs".

VIIl. According to the respondents the appeal be disn ssed
and the revocation of the patent as a whol e be
confirnmed.

Oral proceedings are requested by one of the
respondents in case the Board intends to decide to the

contrary.
Argunent s
I X. The appellant identified various differences involving

an inventive step, between the alleged invention and
the prior art docunments cited.

Docunment Cl considered to formthe cl osest piece of
prior art did not disclose a conbined copier/facsimle
apparatus, although referring to a facsimle node,
since the term"facsimle" as used in 1976, the
publication year of docunment Cl, meant producing

pi ctures by means of a scanner whereas in the present

3188.D Y A
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patent the terminplies conpliance with a facsimle
transm ssion standard set up for facsimle data
transm ssion via nodens and public sw tched networks.

Furt hernore, the node schene in docunment Cl was
conplex, i.e. it included several |evels of foreground
and background nodes, whereas according to present
claiml1 this scheme was a sinple one, which neant that
there was only a transition froman inactive foreground
copy node to an active background facsimle node.

Actual ly, none of the cited prior art docunents

di scl osed a node control schene anticipating such a

si npl e schene as proposed by the present patent.

Moreover, the tinmeout control defined in claim1l was
different fromsimlar control features disclosed in
docunents Cl and C8. In docunment Cl, the tineout did
not protect but, to the contrary, it served to initiate
t he copy node. In docunment C8, the tineout control
switched the apparatus to the low priority copy node so
that the control schene in this docunent |ed away from
the teaching of the present patent; besides, it was

al so not conpatible with the control schene discl osed
in docunent C1.

Finally, in the apparatus as clained the copy node was
t he foreground node which was only left for the purpose
of printing data previously received and stored.
Therefore, the facsimle data are clainmed to be

recei ved during copy node operation, whereas in
docunent Cl the apparatus had to be switched first into
the print node before external text data can be
received, i.e. this prior art apparatus was not
avai | abl e for copying operation during facsimle
reception.
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First, second, fourth and fifth auxiliary requests
enphasi zed these aspects of differences in the node
control schenmes. Regarding the sixth auxiliary request,
docunent Cl1 did not disclose inhibition of node
transition for a situation as presunmed in claiml.
Regarding the auxiliary request 7, the respondents had
not substantiated their allegation that printing out
the facsimle data received at the end of the reception
i ndependent of the presence of a key counter was
obvious; this feature was not disclosed in any of the
prior art docunents cited agai nst the patent under

di sput e.

Regarding prior art documents C2, C7 and C8, the
respondents took the features of node control out of
the technical context in which they were discl osed
therein: the control schenmes proposed in these
docunents were too different fromeach other and from
t he schene proposed in the patent under dispute as to
be obvious to a skilled person to conbi ne them al ong
the |line suggested by the present invention.

The respondents di sagreed already for the reason that
t he appel |l ant had based its argunents on features which
the clains in question did not include.

Docunment Cl was not restricted to a word processing
envi ronment but included the facsimle transm ssion via
comuni cati on networks. The inmage data were received
and stored prior to printing. Furthernore, the print
node was reactivated after a predetermned tinme had

el apsed since the | ast copy was made. Therefore, the
subject-matter of claim1 of the main request |acked
novelty and, according to one of the respondents,

i nventive step.
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In addition, storing and timeout functions were obvious
features and antici pated by docunents C7 and C8,
respectively. The conbi nation of these two docunents

al one woul d render the clainmed subject-matter obvious.

Moreover, lack of inventive step would also result from
t he conbi nati on of docunments C2 and C7: docunment C2

di scl osed a timeout control for a copy node to print
node transition whereas docunent C7 described storage
of faxdata allowing to performdata reception and copy
j obs sinultaneously.

Regarding the first, second, fourth, fifth and sixth
auxiliary requests the additional features in claim1l
of these requests were obvious to the skilled person if
he takes into account document Cl and, for the first
three auxiliary requests, docunent C8. Claim 1l of the
seventh auxiliary request was rendered obvious by the
conbi nation of docunments Cl1 and C6, in particular since
docunent C6 di sclosed a renovabl e key counter for use
with a copyi ng machi ne.

Reasons for the Decision

Adm ssibility of appeal and adm ssion of requests

The appeal conplies with the requirenments of

Articles 106 to 108 and Rules 1(1) and 64 EPC and is

t hus adm ssible. The requests submitted by the

appel  ant have all been admtted by the Board to the
appeal proceedings in exercise of its discretion under
Article 114(2) EPC.

| nventive step

3188.D
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Lack of inventive step (Articles 100(a), 56 EPC) is an
objection raised before the first instance as ground of
opposi ti on agai nst the patent under dispute and

mai ntai ned in the appeal proceedi ngs agai nst the
amended clainms. According to this requirenent the
invention, in the light of the prior art, should not be
obvious to the skilled person.

Docunent Cl was cited as a piece of prior art relevant
for assessing inventive step, a view apparently shared
in the appeal proceedings by the appellant and the
respondents. |ndeed docunment Cl describes a conbi ned
copier/printer having various features in common with
the clained copier/ facsimle apparatus and discl oses a
control schene for governing the transition between

di fferent machi ne nodes which is nore clearly and
closely related to the alleged invention than the other
prior art docunents on file. The Board, therefore,

consi ders document Cl as the closest piece of prior art
and as an appropriate starting point for assessing

i nventive step.

It is beyond dispute that the enbodi ment described in
detail in document Cl1L with reference to the draw ngs
has the following features in common with clainms 1 of

t he appellant's substantive requests: a conbi ned
copier/printer apparatus (see docunent Cl, Figures 1
and 2) which is selectively operable in a print node or
a copy node, said apparatus conprising a print function
section (SCP, 12, 16, 17) including a unit (17; 17M
TP) for receiving data froma renote transmtting
termnal, a control section (15, 60, 61) for
controlling the copy operation and the print operation
of the apparatus, said control section being forned to
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receive an information signal (print request over

line 242, see Figure 14) indicating a print reception
and being adapted to respond to the receipt of said
information signal by causing a transition fromthe
copy node to the print node in order to print out the
data if the copy node is inactive, i.e. when no copies
are actually being produced by the copy production
portion 13 or being transported to output portions 14A,
C (see colum 25, lines 28 ff.).

The further exam nation of the appeal, however,
requires the individual consideration of appellant's
vari ous requests.

Mai n request

3188.D

The subject-matter of claiml (main request) is at best
di stingui shed fromthe closest prior art C by the
following differences cited as features A, B, C, and D

(A) the copier/printer apparatus is a copier/facsimle
apparatus, i.e. the print node includes a
facsimle node in which the i mage data are
facsimle data

(B) a nmenory (SAF unit) is provided for storing inmage
data to be transmtted to a receiving term nal and
for storing inmage data received froma renote
transmtting term nal

(C© the control section is adapted to respond to the
recei pt of the information signal by storing the
i mage data received fromthe renote transmtting
term na
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(D) the transition fromthe copy node to the facsimle
node is caused if a copy node function has not
been initiated wthin a predeterm ned period of
time after the | ast copy node operation.

Regarding feature A it is first to be noted that in
view of the printing function normally available in
facsim | e nmachi nes such a machi ne may i ndeed be
considered as a printer having the additional
functionality of a facsimle system

The print node described in docunment Cl actually
enconpasses a plurality of different operating nodes
corresponding to the different inage sources which are
associated to the copy production nmachi ne CPP and
selectable in the print node for transmtting the image
data to the i mage generator 12C (see for exanple

colum 2, lines 12 ff. and colum 49, lines 39 ff.).
The image data are all processed simlarly so that
docunent Cl1 uses the generic term"print node" for al

t hese operating nodes.

The external image signals are received via a nodem 17M
froma tel ephone line TP (Figure 14). This enbodi nment,
however, is described on the basis of a pure word
processing environnent so that the "inage" signals are
in fact text data as pointed out by the appellant.

Therefore, the technical problemunderlying feature A
is to be seen in an inprovenent of the functionality of
t he apparatus regardi ng the nunber and ki nd of imge
sources which can be connected to the copier/printer
apparatus via nodem 17M and tel ephone line TP, i.e.
essentially via a public tel ecommunication networKk.
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Al t hough the word processing application is described
in detail, the docunent explicitly indicates that the
copier/printer apparatus may al so be used for "inmage
transfer such as facsimle" (colum 52, lines 41 ff.).
Furthernore, "analog (facsimle) signals" nmay be
printed out, dynamcally interleaved with word
processing signals (colum 55, lines 34 ff.).

This information is a clear hint to add a facsimle
function so that the inprovenent of the prior art
copier/printer apparatus according to feature A would
be consi dered obvious by the skilled person.

The appell ant argued that in view of the filing date of
docunent Cl1 the term"facsimle" should have a
different neaning than in the patent under dispute.
However, in 1977 when docunent Cl was filed, the
characteristics of the CCITT operating standards G oup
1 (in 1971) and Goup 2 (by 1976) for facsimle

machi nes had al ready been defined. The follow ng

t echni cal devel opnent including the introduction of
digital techniques and of the store-and-forward concept
for handling facsimle data did not change the general
technical neaning of this term There is also no
indication that in present claim1l or el sewhere in the
pat ent under dispute the term"facsimle" has been
given a special sense distinct fromits norma

t echni cal neani ng.

7. Features B and C (see above) inply a store-and-forward
handl i ng of the facsim|e data which was at the
priority date of the patent already a well known
concept in the field of tel econmunication. Docunment C7,
for exanple, explicitly describes this concept on
page 1, lines 29 ff. as a possibility for increasing

3188.D Y A
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conmuni cati on speed and for coordi nati ng comuni cati on,
decodi ng and recording speeds in facsimle systens.
Referring to a conbi ned copier/facsimle apparatus, the
docunent identifies as an additional problemthat the

i mage data could not be received during copying
operation. Al these problens, however, could be sol ved
by tenporarily storing the i mage data and, on the
reception side, by printing out the stored i mage data
at a proper timng after conpletion of a copying
operation which coincides with the facsimle reception.

Readi ng docunent C7 it becones evident to the skilled
person that such problens are also relevant in the word
processi ng context of the copier/printer apparatus of
docunent Cl1 and that these problenms may be sol ved as
suggested in docunment C7, nanely by tenporarily storing
the image data before receiving or transmtting the
data. In view of this docunment, nodifications of the
prior art apparatus according to features B and C are

t herefore obvious to the skilled person.

The appel l ant di sputed that it would be obvious to
conbi ne the various docunents because of the

di fferences and conplexity characterizing the control
schenmes and operating nodes of the prior art nachines.

The above considerations actually use general technical
concepts only, which are disclosed already in the

i ntroductory part of docunment C7. Such a reasoning is

i ndeed justified and necessary since the skilled person
is capable, in studying a whole docunent, to

di stingui sh general technical concepts and ideas from
technical details given in the docunent for describing
a particular enbodi mrent and to apply such genera
techni cal concepts and ideas in a straightforward



3188.D

- 15 - T 0749/ 97

situation for solving a particular technical problem
wi t hout exercising an inventive step.

In the light of document Cl1 the probl em underlying
feature D (see above) resides in the difficulty to
determ ne when the copy node is "inactive", which is
the explicit condition disclosed in docunent Cl for the
transition fromthe copy node to the print node

(colum 25, lines 24 ff.). Feature D defines in fact a
solution to this problem however, a solution which is
a general ly known concept for ending or interrupting a
machi ne state which has becone inactive. Docunment Cl
itself proposes tineout as a possibility for deciding
when the copi er has becone inactive to interrupt the
copy node job and to return to a waiting print job
(colum 41, lines 54 ff.). It is obvious to the skilled
person to apply the sane solution for the sanme purpose
when the copy node is the initial node, stand-by node
or current node where a print job is not waiting for
conpl etion. Therefore, feature D does not inply any

i nventive contribution to the prior art.

The appel | ant argued that contrary to the all eged

i nvention the apparatus of document Cl did not receive
the external text data when it is in the inactive
foreground copy node but only during the print node
after the node transition. However, docunent Cl does
not indicate what happens with the imge data within

t he nodem 17M Storage of image data for exanple in the
nodem 17M during the copy node is neither explicitly
nor for technical reasons excluded, that neans the
techni cal teaching of docunment Cl is not inconpatible
with the store-and-forward handling of facsimle data.
Docunent Cl1 only excludes that the i mage data received
from nodem 17M and reader/recorder 16M are processed
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si mul t aneousl y.

In addition, neither of the appellant's requests is
directed to a claim1 which defines such a feature. In
fact, a tinmeout according to the clainmed invention
could have occurred | ong before the arrival of a print
request, in which case the transition fromthe then

i nactive copy node to the print node is caused
instantly and the storage of facsimle data nmay have to
happen during the print node (note that according to
claim1l1l, data storage and node transition are effected
in response to the receipt of the print request). Said
argunent submtted by the appellant is thus not
convi nci ng.

Finally, it is noted that the technical problens solved
and the effects achieved by features A, B, C, and D are
in fact technically unrelated with respect to each
other, at least at the |evel of abstraction presented
by the clains, so that the conbination of said features
does not result in any additional conbinatorial effect
nor in any other inventive contribution. Therefore,
even the conbination of these features does not involve
an inventive step.

Since for these reasons the subject-matter of claim1l
| acks inventive step, the main request i s not
al | owabl e.

First auxiliary request

12.

3188.D

The feature "when the apparatus is in the copy node",
which is also in the fourth and fifth auxiliary

requests, is known from said enbodi nent of the prior
art apparatus of document Cl: according to colum 25,
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14.
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lines 24 ff., the copy node, whether active or
i nactive, is the foreground node before a print request
initiates a transition to the print node.

The further feature added to claim1l1 is also

antici pated by docunent Cl: in colum 25, lines 37 f.,
for exanple, the control feature of switching the
apparatus back into the copy node when the print node
beconmes inactive is explicitly disclosed. This concurs
with the hint given in line 25 that the copy node is
"the nost conveni ent node insofar as operators are
concerned” which inplies as an advantage to reset,
whenever possible, the print node to the copy node or
to use the copy node for stand-by.

Since, therefore, the subject-matter of claim1 of the
first auxiliary request does not add anything new to
sai d enbodi nent described in docunent Cl, the claim
does not conformto the requirenent of inventive step.

fourth and fifth auxiliary requests

Clains 1 of the second, fourth and fifth auxiliary
requests define essentially the sane technical features
of the node control. This may be not prim

facie evident for the fifth auxiliary request since the
first half of the appended text seens to define an
additional control feature. However considering that
copy node and facsim |l e node are the only nodes defi ned
inthe claim it is clear that this feature is
equivalent to the statenent "if the apparatus was
initially in the copy node and if the apparatus is in
the copy node, the setting of the copy node is not

performed”. It goes wi thout further reasoning that such
a feature - if technically neaningful at all - does not
.
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i nvoke an inventive step.

Claims 1 of these requests include the further feature
that the "copy node is automatically set up ... , if no
mani pul ati on of the apparatus is performed during the
print out of the facsimle data" (second auxiliary
request, and simlar formulations in the other clains),
however, w thout defining what the apparatus does and
what not when it has been mani pul ated during the print
out. Therefore, any control schene which sets up the
copy node automatically after the print node has becone
i nactive (see for exanple docunent Cl1, colum 25,

lines 24 ff.) could formally be considered to satisfy
this inplication and thus to anticipate said feature.

Mor eover, docunent Cl di scloses that the operator, by
activating read switch 155 on control panel 52 or by
inserting magnetic record cards, can go froma copy
node to a word processing input node or even to a
dedi cated print node (see for exanple colum 52,
lines 63 ff.), thereby inhibiting autonmatic reset to
copy node by such mani pul ati ons of the copier/printer
appar at us.

Apparently, clainms 1 of the second, fourth and fifth
auxi liary request do not inply any technical neasure
whi ch goes beyond the features of the control schene
di scl osed in docunment Cl. These clains do thus not
provide an inventive contribution to the prior art so
that said auxiliary requests are not allowable either.

Si xth auxiliary request

15. | nhi biting copying or printing operations when the
printer is not ready is certainly an obvi ous concept

3188.D Y A
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for printing and copying machi nes. Recovery from such a
fail condition, produced for exanple by an enpty paper
supply, normally restores the former operating node,
since otherwi se the print or copy job could not be
conpleted. Inhibiting the transition to a different
node other than for recovery purposes is thus a | ogical
and obvi ous consequence.

Docunent Cl1, for exanple, explains in colum 46,

lines 35 ff. that "jamcircuits 200 supply a 'paper
path clear' signal over line 204 to both Al and A2

i nput portions of AO 185 for inhibiting the interrupt
until the paper path ... is clear", whereby the Al and
A2 portions serve to switch fromthe print node to the
copy node. In colum 54, lines 61 ff. the docunent
indicates that "the interruption of the print node by

t he copy node and vice versa illustrates dynam c

interl eaving of image sources for producing diverse
copies of the copy and print type with a single CPP 13"
and continues in colum 55, lines 22 ff. by indicating
that "of course, in all these dynam c interleaving

desi gn deci sions, jamrecovery aspects nust be fully
consi dered". The Board considers this an explicit hint
to have jam detection and recovery provided also in the
copy node. Using a 'paper path clear' signal also in
the copy node for inhibiting node transition, like in
the print node, is then an obvious detail for achieving
conplete job recovery. Docunent Cl thus confirns the
above result.

It follows that for lack of inventive step in claiml
the sixth auxiliary request is not allowable.
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Sevent h auxiliary request

16.

3188.D

The seventh auxiliary request introduces features of a
renovabl e key counter which according to the
specification of the patent under dispute belongs to

t he copier and has nothing to do with the transm ssion
of facsimle data (colum 16, second paragraph). A
renmovabl e key counter in this sense is known from
docunent C6 according to which the key counter serves
to permt operation of the copying machi ne. Wen the
user withdraws the key device the "operating conditions
change to the standard conditions" of the copying
machi ne (see docunment C6, abstract).

Wth the conbi ned copier/printer apparatus of docunent
Cl it is obvious to provide a simlar key counter
systemfor restricting the access of users to the
machi ne and for billing purposes, in particular since
docunent Cl1 already provides an inmage counter for
billing purposes (colum 5, lines 68 ff.) which however
is not capable to restrict the access to the machine.

I n providing such a key counter, inevitably the problem
ari ses which type of print and copy jobs need

perm ssion and which do not. This problem however, is
a purely adm nistrative one which does not necessarily
i nvol ve any technical considerations and which has to
be solved on a purely admnistrative non-techni cal

| evel. Such a purely adm nistrative problem and
solution is not capable to provide an inventive and

t hus technical contribution to the prior art. G ven
that the adm nistrative solution is only to restrict

t he copyi ng operations by neans of a key counter, the
skill ed person would consider it an obvious technical
feature to allow the print out of facsimle data
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recei ved even when said key counter is not nounted.
Therefore, the seventh auxiliary request does not add
any non-obvi ous, technical feature; claim1l of this
request does thus not conply with the requirenent of

i nventive step.

I n summary, none of the substantive requests submtted
by the appellant is allowable.

Third auxiliary request

18.

The third auxiliary request asks for referral of a

| egal question to the Enlarged Board of Appeal under
the condition that the Board rejects the first and
second auxiliary request in the context of the late
subm ssion of these requests. Since the Board admitted
all the requests submtted in the oral proceedi ngs of
27 January 2000 to the appeal proceedings, this request
has becone irrel evant.

Requests for further oral proceedings

19.

3188.D

The appel l ant, and one of the respondents, submtted
requests for further oral proceedings as a subsidiary
nmeasure if the Board intends to decide against them
The appellant w shed to be heard with regard to "the
subject-matter of the auxiliary requests not discussed
in the previous oral proceedi ngs".

According to Article 116(1), second sentence EPC, such
a request may be rejected where the parties and the
subj ect of proceedings are the sanme. In the present
case neither the parties, nor the substantive requests
nor the substantive issues which forned the subject-
matter of the oral proceedings of 27 January 2000 have
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changed since then so that the parties had been fully
heard with their case before the Board. Mreover, the
parti es have nmade anple use of the additiona
opportunity to submt further comrents and observations
inwiting wwthin the time limt as set up by the Board
in the oral proceedings.

There is also no substantive issue |left which would
make a further hearing necessary for deciding the
present case. For these reasons, the parties' requests
for oral proceedings are rejected.

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl P. K J. van den Berg
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