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Summary of Facts and Submn ssions

0540.D

The present appeal is fromthe decision of the
Qpposition Division to reject the oppositions against
Eur opean patent No. 0 524 220 relating to a pul ping
process.

Two notices of opposition were filed against the
patent, wherein Cpponent 01 and the Appellant (Opponent
02) sought revocation of the patent on the grounds of
Article 100(a) EPC, in particul ar because of an alleged
| ack of inventive step of the clainmed subject-nmatter,
and of Article 100(b) EPC

The oppositions were based inter alia upon the
foll ow ng docunents:

(1): JP-A-58231379 (English translation)

(2): EP-A-0262040

(4): Tappi Journal, June 1989, pages 187 to 191;
Pommier et al. "Using enzynes to inprove the
process and the product quality in the recycl ed
paper industry"”

In its decision, the Opposition D vision found that

- t he open-ended range of pulp consistencies in
Caim1l was inplicitly limted by the stiffness of
the pulp and therefore the clained invention was
real i zabl e throughout the clai ned range of pulp
consi stenci es;

- the clained subject-matter was novel over docunent
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(1) since this prior art, relating to the addition
of a cellulase to a pulp of high consistency,
taught only the use of the enzyne for saving
energy in a follow ng beating step and not for

i nprovi ng the drainage properties of the pulp;

- docunents (2) and (4) taught the addition of
cellulase to a | ow consistency diluted cellul ose
pulp in order to inprove its drainability and did
not suggest its addition to a high consistency
pul p in a pul per;

- a pul per was primarily constructed for slushing
the pulp and not for mxing additives into it;

- therefore the clainmed invention and the patent in
suit fulfilled the patentability requirenments of
t he EPC.

| V. An appeal was filed against this decision.

Opponent 01 did not | odge an appeal and is thus a party
as of right to the proceedings in accordance with
Article 107 EPC, second sentence.

However, as communi cated by letter, neither the
Appel I ant nor Qpponent 01 attended the oral proceedi ngs
whi ch took place before the Board on 13 Decenber 2001.

V. At the oral proceedings the Respondent (Patent
Proprietor) filed a new nmain request.

The version of daim1l of this request for the

foll ow ng designated Contracting States AT, BE, CH, DK,
ES, FR, GR IT, LU NL and SE reads as foll ows:
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"1l. Use of a cellulase in a pul ping process for
I nproving the drai nage properties of the pulp,
characterized by a pulp consistency above 8% "

The version for the designated Contracting States DE
and GB further specifies in Caiml that the used
cellulase is derived froma strain of Aspergillus,
Tri choderma, Hum cola or Bacill us.

The respective Clains 1 of these two versions are
acconpani ed by dependent Clains 2 to 6 (version for DE
and GB) and 2 to 7 (version for the other designated
Contracting States), relating to particul ar enbodi nents
of the use of Caiml.

The Respondent al so agreed during oral proceedings to
di scuss novelty of the clained subject-matter in the
| ight of the teaching of docunent (1).

The Appellant's argunents submtted in witing can be
sunmmari zed as foll ows:

- the teaching of the patent in suit would not allow
the reader to produce the indicated effect, i.e.
i nproved drainability, throughout the clained
range of pul p consistency |evels;

- docunents (2) and (4) already suggested the
addi tion of cellulase to a cellulose pulp

suspension for inproving its drainability;

- the clains did not require the addition of the
enzyme to a pul per;

- since the enzyne had necessarily to be in contact
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with a pulp for a certain period of tine in order
to bring about its action, it was obvious for a
skilled person to add the enzyne at any suitable
early point during the stock preparation, e.g. in
the pul per, and there did not exist any prejudice
in the prior art against the addition of a
cellulase to a pulp having a consi stency of above
8%

- consequently, the clained subject-matter did not
I nvol ve an inventive step.

VII. The Respondent's counter-argunments presented in witing
and orally can be summarized as fol |l ows:

- the clained use related to the inprovenent of the
dr ai nage properties of the treated pulp in
conparison to a pulp not treated enzymatically;

- no evi dence was brought by the Appellant that the
cl ai med use was not realisable throughout the
entire range of pulp consistenci es enconpassed by
Caiml1l and, on the contrary, the indications
contained in the patent in suit were sufficient
for carrying out the invention successfully;

- docunent (1) disclosed the addition of cellul ase
to a high consistency pulp in order to save energy
in the follow ng beating step and not for
I nproving the drai nage properties of the pulp;
therefore, this docunent did not disclose the
cl ai med use;

- the general teaching of the prior art led to the
addition of cellulase to a diluted pulp; in
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particul ar docunment (4) contained a pointer inits
Figure 4 for adding cellulase to a pulp

consi stency near 3% and suggested that no

advant age had to be expected by addi ng the enzyne
to a pul p having nore than 8% consi st ency;

- therefore followi ng the teaching of the prior art
the skilled person would not have tried to add the
enzyne to a pul p having a consistency of above 8%
Wi th a reasonabl e expectation of inproving the
dr ai nage properties of the pulp.

The Appel |l ant requested that the decision be set aside
and the patent be revoked.

The Respondent requested that the patent be maintained
on the basis of the clains of the request filed during
oral proceedings.

At the end of the oral proceedings, the chairmn
announced the decision of the Board.

Reasons for the Deci sion

0540.D

Procedur al issues

The only request, filed at the oral proceedings by the
Respondent, was admtted to the proceedi ngs by the
Boar d.

This request was filed subsequently to a discussion
upon the interpretation of Claiml1l as a precaution

agai nst a possible finding of lack of novelty in the
light of docunment (1), which the Respondent accepted to
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di scuss at the oral proceedings (see point 4.1 bel ow).

In the Board's view the anmended cl ains consisted in the
rewordi ng of the granted process clains into use clains
and anounted to a limtation to enbodi nents al ready
contained in the original clains.

Theref ore none of these anendnents led to a substantia
change in the subject-matter of the proceedi ngs, which
woul d have needed anpl e reconsideration by the Board or
by the Appell ant.

Since the Appellant that chose not to appear at the
oral proceedi ngs shoul d have expected this kind of
request, its consideration by the Board was noreover
not prejudicial to its right to be heard.

Therefore, the Board finds that this request anounted
to a fair attenpt by the Respondent to defend its
patent and did not delay the proceedings.

Article 123 EPC

The Board is satisfied that the clains of the request
conply with the requirenents of Article 123 EPC, since
this request fails for other reasons, it is not
necessary to give herein further details

Interpretation of Claim1l and sufficiency of disclosure

The Respondent admtted at the oral proceedings that
the wordi ng "pul ping process” in CCaim1l has to be
construed as a "pul p manufacturing process” and that
thus Caim1l1 does not require the cellul ase to be added
to a specific point before or during the stock
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preparation, e.g. in a pul per, but enconpasses its
addition at any suitable place during the pulp
manuf acture where the pul p consistency is above 8%

The Board finds this interpretation of the claimto be

in agreenent with the description of the patent wherein
the high consistency pul per is considered as a non-

excl usive possibility for the addition of the

cellul ase: "the cellul ase can be added...using any type
of known hi gh-consi stency pul per" (page 3, lines 3 and

4) .

The Board al so finds that the range of pulp
consistencies of Cdaim1lis in fact not open ended but
bears an inplicit upper Iimt which is coincidental
with the operability of the pulp, e.g. alimt of 20%
as suggested in the patent in suit (page 2, line 25).

The patent in suit describes how the clained invention
can be performed and suggests neans for allow ng a
sufficient contact tinme between the enzyne and the pul p
(see page 3, lines 3 to 17). Mrreover Exanple 1 shows
that the treatnment of a pulp having a consistency of
above 8% | eads to an inprovenent of its drainage
properties.

The Board has al so no reason to doubt that an

i nprovenent in drainability can be achi eved by the
addi tion of cellulase under appropriate conditions
whi ch coul d be easily selected by the skilled person
maki ng use of his technical know edge of enzynes and
paper stock processing.

The Respondent has furthernore not brought any evidence
that the clained use woul d not bring about the desired
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ef fect throughout the clainmed range of operable pulp
consi st enci es.

Therefore the clainmed invention is sufficiently
di sclosed in the patent in suit.

Novel ty

Novelty of the clainmed subject-matter was not contested
by the Appellant and was not a ground for opposition.

As stated in G 10/91 (QJ EPO 1993, 420, point 1 of the
opi nion) a Board of appeal is not obliged to consider
all the grounds of opposition referred to in

Article 100 EPC, going beyond the grounds covered by
the statenent under Rule 55(c) EPC. Moreover new
grounds can only be introduced into opposition appea
proceedings with the consent of the Patent Proprietor
(point 3 of the opinion).

At the oral proceedings the Respondent accepted to
di scuss docunent (1) with regard to novelty.

Docunent (1) discloses a pul ping process wherein
cellulase is added to a pul p of consistency greater
than 8% for permtting an energy saving in the
subsequent beating step (passage bridgi ng pages 2 and 3
and Exanple 1). Since this step is identical with that
carried out in the patent in suit it could inplicitly
bri ng about an inprovenent of the drai nage properties
of the pulp, which properties are neasured under

di luted conditions and represent the drainability of
the pul p upon the wire of the papernaki ng machi ne. Such
drai nage properties are comonly estinmated, e.g., by
means of the standardi zed Schopper-Riegler test (SR
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val ues) or Canadi an Freeness test (CSF val ues) wherein

hi gh val ues of SR and | ow val ues of CSF indicate a poor
drai nage (see page 2, lines 5 to 17 and 25 to 27 of the
patent in suit).

However, as the Respondent pointed out, docunent (1) is
silent about the further process steps which nust stil
be carried out before draining on the wire of the

paper maki ng machi ne; noreover other conventional steps
carried out during the stock preparation such as
nmechani cal refining could negatively influence the

dr ai nage properties of the pulp as shown in docunent
(4) (Figure 7) and explained in docunment (2) (page 2,
lines 9 to 10 and 17 to 19).

Therefore, an inprovenent of the drai nage properties of
the pulp woul d depend on all the steps carried out

bef ore draining, which steps are, however, not

di scl osed i n docunent (1).

Therefore, the Board finds that docunent (1) does not
inplicitly disclose an i nprovenent of the drai nage
properties of the pulp and the subject-natter of
Caim1l is thus novel over this docunent.

I nventive step

Most suitable starting point and Technical problem

The patent in suit, and in particular the subject-
matter of claiml, relates to the use of a cellulase in
a high consistency pul p manufacturing process for

i nproving the drainage properties of the cellulosic
pul p, i.e. the capability of draining water fromthe
pul p on the wire section of the papernmaking machine. A
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good drainability of the pulp is essential in a
paper maki ng process for allowi ng a high capacity of the
paper line (page 2, lines 12 and 13).

As admitted by all parties, docunents (2) and (4),

t hough dealing with the technical problem of inproving
the drai nage properties of a cellulosic pulp, are
explicitly concerned with a | ow consi stency pul pi ng
process and thus do not require, in contrast to a high
consi stency pul ping process, the use in the pulp

manuf acture of a high consistency pul per (see page 3,
lines 3 and 4 of the patent in suit). These docunents
thus do not qualify as the nobst suitable starting point
for the assessnent of inventive step.

Mor eover, docunment (1), though dealing with the
treatment of a pul p having a consistency greater than
8% copes wth the different technical problem of
saving energy in the beating step (page 2, lines 20 and
21), which has nothing in common with an inprovenent of
t he drai nage properties of the pulp and which is a step
not required in Cam1l1l of the patent in suit.

Therefore, the Board finds that this docunent is also
not a suitable starting point for assessing inventive
st ep.

Since a process of pul ping at high consistency of above
8% e.g. of up to 20% was conmon in the prior art, as
al so acknow edged in the patent in suit (page 2,

line 25), and this prior art differs fromthe process
of the clainmed subject-matter only insofar as no

cellul ase is added for inproving the drai nage
properties of the pulp, such a process is found by the
Board to represent the nost technically realistic and

| ogi cal starting point for assessing inventive step
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(see T 1105/92, point 4.2 of the reasons for the
deci sion, not published in the QJ EPO).

The patent in suit suggested the inprovenent of the
drainability of the pulp in a high consistency pul ping
process as the underlying technical problem (page 2,
lines 25 to 27 and 33 to 34).

In the light of the illustrative exanples of the patent
in suit, especially Exanple 1, the Board has no reason
to doubt that this existing technical problem was
effectively solved by the addition of a cellul ase.

Eval uati on of inventive step

The cl ai med subject-matter differs fromthe known high
consi stency pul pi ng process insofar as a cellulase is
added during the pul p manufacturing at a consi stency of
above 8% for inproving the drainage properties of the

pul p.

Docunent (2) generally describes the use of a cellul ase
for inproving the drainage properties of a cellulosic
pul p. Requirenent for this inprovenent is the addition
of the cellulase to a pulp having a freeness greater
than 25 SR (page 2, lines 32 to 35 and 57 to 61 and
claim1l) and a control of the contact tine of the
enzyme with the pulp (page 3, lines 14 to 16).

Even though according to the illustrative exanpl es of
this docunent the cellulase is added only to dil uted
pul ps of up to 5% consistency, the technical teaching
of document (2) is not limted to particular pulp
consi stencies. This docunent is instead silent about
the influence of the pulp consistency on the



0540.D

- 12 - T 0761/ 97

achi evenent of the described effect.

Considering that the disclosure of a docunent is not
limted to the illustrative exanples but includes the
description and the clains, the Board finds therefore
that it was obvious for the skilled person, follow ng
the teaching of this docunent, to try to add the enzyne
to the commonly used high consistency pulp

manuf acturing process, e.g. at an early stage of or
before the stock preparation when the pulp is still at
a consi stency of above 8% provided that the treated
pul p had an SR val ue above 25 and that the contact tine
of the enzynme was controlled as suggested i n docunent
(2), the skilled person would have al so expected
therewith an i nprovenent of the drainability of the

pul p.

In this respect the Respondent did not submt that
there existed any prejudice against the addition of an
enzyne to a pulp of higher consistency (see the
deci si on under appeal, point 6.2).

Mor eover as expl ai ned herei nabove under point 3.1,
Claim1 does not require the addition of the cellul ase
to a high consistency pul per but just requires that it

I s added at any possible point during the preparation
of the pulp provided the consistency is greater than
8% Therefore, the finding of the first instance that a
skill ed person would not have added the cellulase to a
hi gh consi stency pul per which is a machine for
separating the fibres and not for addi ng other
chemcals is not relevant for the assessnment of

i nventive step and does not need to be eval uated by the
Boar d.
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The Respondent has argued that docunent (4), reporting
the effect of cellulase on pul p processing for

i nmproving the drainability of the cellulosic pulp and
referring to docunent (2) (page 187, abstract and

page 190, first six |lines bel ow the heading

"Di scussion") suggested an opti num action of the
cellulase for a pulp having 3% consi stency (see

page 189, m ddle columm, paragraphs bel ow t he headi ng
"Pul p consistency” and Figure 4 as well as page 191,

| eft column, second full paragraph bel ow t he headi ng
"Concl usions"). The experinment show ng the dependency
of the freeness gain, i.e. of the inproved drai nage
properties, on pulp consistencies within the range of 1
to 5% consi stency (Figure 4) shows a peak around 3%
consi stency and a decreasing slope up to 5% which, if
extrapol ated, would lead to 0% i ncrease at about 8%
consi stency. Therefore, the skilled person woul d have
expected the freeness gain to decrease further above 5%
consi stency and to di sappear around and above 8%

consi stency. For these reasons he woul d have not been
notivated to apply the teaching of docunent (2) to a
hi gh consi stency pul pi ng process for inproving the
drai nage properties of the pulp with a reasonabl e
expectati on of success.

The Board finds, however, that the experinental results
of this Figure 4 are limted to certain specific
process conditions and concern only the tested range of
1 to 5% consistency. Mrreover, these results should not
be interpreted i ndependently fromthe ot her

experinmental data furnished in docunent (4). For
exanpl e, Figure 2 shows that the initial freeness of
the pul p has also a strong inpact upon the freeness
gain, a greater gain being achieved by using a pul p of

| ower CSF initial freeness (see page 189, |eft col um,

0540.D Y A
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par agr aphs bel ow t he heading "Influence of initia
freeness"). Therefore, taking these results into
account, a repetition of the experinent of Figure 4
with a pulp having a lower CSF initial freeness would
shift the curve of Figure 4 towards greater freeness
gains; in this case, even accepting that the optinum
I nprovenent woul d be achi eved at 3% pul p consi stency
and that the freeness gain would decrease towards 5%

an increase would still have to be reasonably expected
at hi gher consistencies of above 8% since a sinple
extrapol ation would still lead to a positive freeness
gai n.

Therefore, in the Board' s view, even when taking into
account the teaching of docunent (4) the skilled person
woul d have applied the teaching of docunent (2) to a
pul p of high SRinitial freeness (corresponding to a
low CSF initial freeness as expl ai ned under point 4.2
above) as suggested in this docunent independently of
its consistency and woul d have expected an i nprovenent
of the pulp drainability also with a pul p of above 8%
consi st ency.

Therefore it was obvious for the skilled person to add
a cellulase to a high consistency pulp for solving the
exi sting technical problemas defined in point 5.1
above.

The cl ai ned subject-matter is found thus to |ack
I nventive step

The argunents put forward herei nabove apply also to the
clainms for GB and DE, since sone of the particul ar
enzynes of this Caim1l had already been used accordi ng
to docunment (2) to inprove the drai nage properties of
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cellulosic pulps, e.g. a cellulase derived froma
strain of Trichoderma (Exanple 1) or Aspergillus
(Exanple 6), and the other selected enzyne species do
not bring about any unexpected advantage w th respect
to those already known and used accordi ng to docunent

(2).

Therefore al so the subject-matter of this Caim1l | acks
an inventive step.

O der

For these reasons it is decided that:

1. The decision is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
G Rauh P. Krasa
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