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Summary of Facts and Subm ssi ons

1710.D

In the oral proceedings of 15 April 1997 the opposition
di vi si on mai ntai ned European patent No. 0 335 930 in
anmended form the witten decision was posted on 14 My
1997. In the decision the opposition division inter
alia dealt with the requirenents of Article 123(2) EPC
and also with the question whether docunments not
submtted in due tinme had to be taken into

consi deration under Article 114 EPC

Agai nst the above decision of the opposition division
opponents | and Il - Mnnesota M ning and Manufacturing
Conmpany and Noritake Conpany Limted - appellants | and
Il - and the proprietor of the patent Norton Conpany -
appellant 1l - | odged appeals on 23 July 1997, 14 July
1997 and 17 July 1997, respectively, paying the appeal
fees on those days and each filing their statenent of
grounds of appeal on 24 Septenber 1997.

Fol | owi ng the board's conmuni cati on pursuant to
Article 11(2) RPBA from 14 February 2000 in which the
board gave its provisional opinion of the case oral
proceedi ngs were held on 16 June 2000 in which the
parties brought forward the foll ow ng requests:

(a) proprietor:

- to set aside the decision under appeal, and

- to maintain the patent on the basis of the main
request or on one of the two auxiliary requests
filed on 19 May 2000 or on the basis of the new
third auxiliary request filed in the oral
pr oceedi ngs.
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(b) opponents | and I1I:

- to set aside the decision under appeal,

- to revoke European patent No. 0 335 930,

- and rei nbursenent of the appeal fee (opponent I
only).

| V. The i ndependent cl ains of the above requests of the
proprietor read as foll ows:

(a) main request:

"1. Avitrified bonded abrasive wheel conprising
abrasive grits held in a matrix of a bond materi al
that is chemcally distinct fromthe abrasive
grits, wherein the abrasive grits conprise a
m xture of superabrasive grits, which are CBN
grits, and alum nous abrasive grits, characterized
in that said alum nous abrasive grits are
m crocrystalline al pha alumna grits, the
predom nant crystallites having maxi num di mensi ons
of no nore than about 0.3 pum produced by a seeded
sol -gel process, the volune ratio of CBN to
al um nous abrasive being in the range from3:45 to
9: 39.

2. A bonded abrasive tool conprising abrasive grits
held in a matrix of a bond material that is
chemcally distinct fromthe abrasive grits,
wherein the abrasive grits conprise a mxture of a
super abrasi ve, which is dianond or CBN, and an
al um nous abrasive characterized in that said
al um nous abrasive is mcrocrystalline al pha
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(b)

(c)

(d)
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al um na produced by a sol-gel process, and wherein

grindi ng wheels conprising vitrified bonds,
containing at |east 40%of frit, by weight, as
said bond material are excluded; and wherein

grindi ng wheel s contai ning 9% by vol une of CBN as
sai d superabrasi ve and 39% by vol une of

m crocrystal line alum na obtained by a seeded sol -
gel process as said alum nous abrasive and a
vitrified bond as said bond material are

excl uded. "

first auxiliary request:

claim1 thereof corresponds to claim1 of the main
request .

second auxiliary request:

claim1 thereof corresponds to claim2 of the main
request .

third auxiliary request:

" 1. A bonded abrasive tool conprising abrasive
grits held in a matrix of a phenolic
resinoid bond material that is chemcally
distinct fromthe abrasive grits, wherein
the abrasive grits consist of a mxture of a
super abrasi ve, which is CBN, and an
al um nous abrasive which is mcrocrystalline
al pha al um na produced by a sol-gel process,
and wherein the alum nous abrasive grits and
the CBN grits are nickel coated before
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formati on of the tool and in which the

m crocrystalline sol-gel alumna is a seeded
sol-gel alumna with a crystallite size of
no nore than one mcroneter."

I n support of their above requests the parties

essentially argued as foll ows:

(a)

opponent |:
mai n request

the range of 3:45 to 9:39 with respect to the

vol une ratio of CBN to al um nous abrasive of
claiml is not originally disclosed since only two
specific exanples are disclosed; the clainmed range
is seen as the result of an unall owabl e
general i sation;

in claim2 the essential feature of originally
filed claim1l and page 5 second paragraph that the
al um nous abrasive grits have an average crystal
size of less than 0,3 mcrons has been omtted so
that again the requirenents of Article 123(2) EPC
are not net and the main request is not allowable;

auxiliary requests

since the first and second auxiliary request
conprise the non-allowable clains 1 and 2 of the
mai n request these requests fall |ikew se;

claiml1 of the third auxiliary request clains that
t he al um nous abrasive grits and the CBN grits are
ni ckel coated; these features are, however, not
unamnbi guously derivable fromoriginally filed
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(b)
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Exanpl e 9 which is unclear and contradictory in
itself, see "CBN' and "CB" and the disclosure of
constituents of over 100% by vol une;

as a consequence claim1l of the third auxiliary
request has no reliable basis in the docunents
originally filed so that this request is also not
to be allowed under Article 123(2) EPC.

opponent 11:
mai n request

apart fromthe unall owabl e om ssion of "size-
gradi ng" and "equi axed" it is observed that the
specific Exanples 1 and 3 of the patent
specification do not support a range, nanely from
3:45 to0 9:39 with respect to the volune ratio of
CBN to al um nous abrasive so that claim 1 does not
nmeet the requirenents of Article 123(2) EPC

this is also true for claim2 since the
restriction of the crystallites to an average size
of less than 0,3 mcrons originally disclosed has
been omtted fromclaim2

auxiliary requests

the first and second auxiliary request are each
based on unal |l owabl e clainms of the main request so
that they fall |ikew se;

the third auxiliary request is based on uncl ear
Exanpl e 9 which cannot serve as a reliable basis
for the features of claim1;
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(c)
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request for reinbursenent of the appeal fee

in the opposition proceedings the opposition

di vision did not allow evidence not filed in due
time but of relevance so that the parties were not
equal ly treated;

t hi s behavi our of the opposition division
constituted a substantial procedural violation so
that the appeal fee of opponent Il should be

rei mbur sed.

proprietor:
mai n request

claiml is based on originally filed claim1 and
the Exanples 4 and 6 and Table |I of the originally
filed docunents fromwhich inter alia ratios of
3:45 and 9:39 are derivable with respect to CBN
and al um nous abr asi ve;

since "equi axed" is inherent to the production
process of mcrocrystalline alpha alumna it could
be omtted fromclaim1 in the same way as the
known feature size grading of the abrasives

wi t hout violating the requirenents of

Article 123(2) EPC

inclaim2 the particle size of the

m crocrystalline alumna could be omtted since
the prior art documents cited in the opening of

t he patent specification disclosed a wi de range of
particle sizes fromO0,3 to 10 m crons;

third auxiliary request
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- claiml1 of this auxiliary request is based on
Exanpl e 9 of EP-B1-0 335 930 whereby the feature
"equi axed" could again be omtted since inherent
to the sol -gel-process for producing
m crocrystal line al um na;

- apart fromtyping errors in Exanple 9 of the
patent specification this exanple can serve as a
basis for reworded claiml.

Reasons for the Decision

1

The appeal s of the proprietor and opponents | and |
are each adm ssi bl e.

Mai n request

2.2

1710.D

Articles 123(2) and 100(c) EPC

Wth respect to claiml it has to be observed that the
cl ai med volune ratios of CBN to al um nous abrasive are
not in granted claim1 or in any other granted
(dependent) claim

It was argued by the proprietor that Exanples 4 and 6
of Table | of the originally filed docunents
corresponding to Exanples 1 and 3 of EP-B1-0 335 930
can serve as a basis for claimng a range of vol une
rati os of the above abrasives. For the follow ng
reasons the board cannot share these finding (reference
is made to the patent specification in this context).

Exanples 1 and 3 are specific exanples w thout teaching
a skilled person that there is a common |ink between
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t hese exanples for instance by nodifying only one
paranet er and mai ntai ni ng ot her paraneters unchanged.

Exanples 1 to 5 of EP-B1-0 335 930, see Table 2, are
based on specific values for CBN, nanely from3 to 37,5
vol ume percents, and for MCA, nanely from9,5 to 45

vol ume percents. As can be seen fromthese exanples two
paraneters have been nodified at a tine, nanely CBN and
MCA vol unme percents. |If one al so considers the further
paraneter "porosity" it is clear that in Exanples 1 to
5 even a further paranmeter has been sinultaneously
nodi fi ed, see values 25 and 38 thereof.

Sunmmari zing, there is no clear basis under these

ci rcunstances to claima range of volunme ratios of CBN
and MCA so that claim1l is not supported by the

di scl osure of the originally filed docunents,

Articles 123(2) and 100(c) EPC.

Wth respect to claim2 it has to be observed that in

this independent claimany restriction to the size of

the crystallites is missing. Inclaiml as originally

filed it is clearly set out that the maxi mnum di nension
thereof is "no nore than about one mcron".

The board cannot share the findings of the proprietor
that the sol-gel process known from US-A-4 314 827 and
4 623 364 - (D1) and (D3) of the proceedings - leads to
particle sizes of 1 or 10 mcron(s) so that a skilled
person woul d have been aware that the particle size is
not an essential feature of the alleged invention.
Claim1 teaches that the maxi num di nension is no nore

t han about one mcron, and the references to (D1) and
(D3) nerely teach how the man skilled in the art can
make crystallites up to this dinension. Wether or not
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a feature of an independent claimhas to be seen as
"essential" can, however, not be a question of the
prior art disclosure. Rather, it has to be deci ded what
a skilled person is taught by the originally filed
docunents.

Considering the originally filed docunents a skilled
person is aware that the particle size is part of the
al l eged invention so that this feature cannot be
omtted in a |ater stage from an i ndependent claim

wi t hout contravening the requirenments of

Articles 123(2) and 100(c) EPC.

Since clains 1 and 2 of the main request are not
al l owabl e the main request has to be rejected.

First and second auxiliary request

The first auxiliary request is based on the unall owabl e
claiml1l of the main request and the second auxiliary
request is based on the unallowable claim2 of the main
request. Under these circunstances both auxiliary
requests have also to be rejected for reasons of
Articles 123(2) and 100(c) EPC.

Third auxiliary request

1710.D

Claim1l thereof is based on nickel coated al um nous
grits and CBN grits. The proprietor argued that

Exanple 9 of EP-B1-0 335 930 is a reliable basis of the
above teaching of claim1 and admtted in this respect
that typing errors in this exanple have occurred

wi t hout, however, making Exanple 9 so unclear that new
claim11l could not be based thereon.
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The board is in agreenent with the argunents brought
forward by the opponents with respect to | ack of
clarity of Exanple 9. As can imedi ately be seen from
EP-B1-0 335 930 and page 9, Exanple 9, there is a

di fference between "CBN' and "CB" in that nickel coated
"CBN' is defined as "CB". As can be seen fromthe table
of Exanple 9 four constituents are indicated by their
vol une percents whereby the total anount equals 100

vol ume percent. In contrast to this piece of
information of the contested patent specification it is
t herefore not possible to further add to the four
constituents of the above table 4,75 vol une percents of
CBN wi t hout violating normal technical know edge. The
second source of ambiguity in Exanple 9 is the
confusion with respect to the use of "CBN' and "CB"

whi ch contributes to lack of clarity.

The only source for nickel coated abrasive, namely
"sone or all of the abrasive grits are nickel coated",
is granted claim6. No exanmple of EP-B1-0 335 930

di scl oses, however, in a clear and unanbi guous way

ni ckel coating of CBN and MCA, since Example 9 is
contradictory in itself and unclear and since

Exanpl e 13 only addresses nickel coated CBN and since
Exanpl es 14/ 15 only address nickel coated MCA

Sunmmari zing, claim1 | acks support fromthe description
with respect to the feature that CBN and MCA are ni ckel
coated so that the requirenments of Articles 123(2) and
100(c) EPC are again not nmet. Under these circunstances
it is not necessary to deal with possibly further
deficiencies of claim1 such as the om ssion of

"equi axed" particles or the issue of bonding them

Since all requests have to be rejected for reasons of
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Articles 123(2) and 100(c) EPC it is not necessary to
deal with the nerits of further requirenents such as
the right of priority and the requirenments of
Articles 100(b) and 100(a) EPC.

Rei mbur senent of the appeal fee

1710.D

The request for reinbursement of the appeal fee to
opponent Il is not to be allowed for the follow ng
reasons:

A ni ckel coated abrasive was not clained in the granted
i ndependent claimbut in dependent claim6. It was then
clainmed in an independent claimfiled wwth a letter
dated 14 March 1997. The Opposition Division could

t herefore have allowed (D19) and (D20) into the
proceedi ngs as being filed in response to this new

i ndependent clains or consider themas late-filed in
respect of subject-matter clainmed in the granted clains
and refuse to allow theminto the procedure as being
prima facie irrelevant as they chose to do. The
opposition division is free to deci de whet her or not
evidence not filed in due tinme is admtted to the
proceedi ngs; this decision has not even to be reasoned
since it underlies the discretion of the opposition
division. The fact that the Board woul d not necessarily
agree with this approach to dealing with the docunents
does not nean that a procedural error occurred. Rather,
t he Board woul d have assessed their rel evance
differently. Under these circunstances the board cannot
see a substantial procedural violation or an unequal
treatment of the parties to the proceedings so that the
request from opponent Il has to be refused.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The patent is revoked.
3. The request of opponent |1 for reinbursement of the

appeal fee is refused.

The Regi strar: The Chai r man:

A. Counillon C T. WIson
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