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Summary of Facts and Subm ssi ons

The European patent No. 399 604 resulted fromthe

Eur opean patent application No. 90 201 272.3. Two
oppositions were filed agai nst this European patent.
The first opposition was based upon Articles 100(a) and
(b) EPC, the second only upon Article 100(a) EPC

By an interlocutory decision dispatched on 24 June
1997, the opposition division nmaintained the patent in
anmended form according to the request submtted by the
proprietor of the patent (hereinafter referred to as
the respondent). This request was based upon the

i ndependent Claim1l filed during the oral proceedi ngs
on 13 May 1997.

This claimreads as foll ows:

"1. A systemfor discharging mlk fromtwo or nore

mlking sets (19, 19') of mlking cups (18) to a

storage tank (30) conprising

- an internedi ate reservoir (6) arranged between the
m | king cups (18) and the storage tank (30) for
storing mlk during a predeterm ned tinme period
and/ or a nunber of m |l king sessions;

- a cleaning unit (36)

- two or nore mlking circuits each including
- amlking set (19, 19') of mlking cups (18)

- afirst conduit (14, 16, 17) leading fromthe
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m | king set (19, 19') via the internedi ate
reservoir (6) to the storage tank (30)

characterised in that the systemincludes a washi ng
unit (9) with a tank (31), and for each m|king set a
washing circuit conprising

- swi tching neans (24) between the m | king set (19,
19') and the first conduit (16, 17)

- a second conduit (32) leading fromsaid sw tching
means (24) to the tank (31)

- washi ng el enents (35) connectable to the teat cups
(18)

- a third conduit (33) |eading fromthe washing
el ements (35) via a switch (34) to the cleaning
unit (36)

and in that the switching nmeans (24) and sw tches (34)
are switchable for separately washing of one of the

m | king sets by passing liquid through one of the
washing circuits, which is fillable fromthe cleaning
unit (36) with for instance cold or |ukewarm water via
the second conduit (32) the switching neans (24), the
ml king set (19, 19') the washing elenents (35), the
switch (34) and the third conduit (33)."

In its decision the opposition division not only dealt
with the grounds for opposition according to

Article 100(a) and (b) EPC but also with the ground
according to Article 100(c) EPC
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On 8 July 1997 the second opponent, Masland N. V.
(hereinafter referred to as the appellant), |odged an
appeal against this decision and simnmultaneously paid
the appeal fee. A statenent setting out the grounds of
appeal was received on 20 Cctober 1997.

Wth the statenent setting out the grounds of appea
the appellant filed the foll ow ng new docunents:

D18: Original leaflet of the firmWstfalia Separator
with the title "Europa 1200 - Konfortabel voor de
nmel ker en de koeien", 20 pages, 9997-6753-020/0187
holl. E. H.;

D19: Copy of the page 346 of the handbook L. van
W nger den, Landbouwwer kt ui gen, 1982.

The appeal |odged on 7 August 1997 by the first
opponent, Alfa Laval Agri AB, was withdrawn in a letter
dated 30 July 1998.

Oral proceedings were held on 23 Novenber 1999.

During the oral proceedings the respondent based its
mai n request upon Claim1 filed during the oral
proceedi ngs on 13 May 1997 (see above section |) and
submtted two further amended i ndependent cl ai ns upon
which two auxiliary requests were based.

Caiml according to the first auxiliary request reads
as foll ows:

"1. A systemfor discharging mlk fromtwo or nore
mlking sets (19, 19') of mlking cups (18) to a
storage tank (30) conprising
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- an internedi ate reservoir (6) arranged between the
m | king cups (18) and the storage tank (30) for
storing mlk during a predeterm ned tinme period
and/ or a nunber of m |l Kking sessions;

- a cleaning unit (36)
- two or nore mlking circuits each including
- amlking set (19, 19') of mlking cups (18)
- afirst conduit (14, 16, 17) leading fromthe
m | king set (19, 19') via the internedi ate
reservoir (6) to the storage tank (30)
characterised in that the systemincludes a washing
unit (9) with a tank (31), and for each m|lking set a

washing circuit conprising

- swi tching neans (24) between the m | king set
(19, 19') and the first conduit (16, 17)

- a second conduit (32) leading fromsaid sw tching
means (24) to the tank (31)

- washi ng el enments (35) connectable to the teat cups
(18)

- a third conduit (33) leading fromthe washing
el ements (35) via a switch (34) to the cleaning
unit (36)

and in that the switching nmeans (24) and sw tches (34)
are switchable for separately washing of one of the
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m | king sets by passing liquid through one of the
washing circuits, whereas said tank (31) is fillable
fromthe cleaning unit (36) with for instance cold or
| ukewar mwater via the second conduit (32) the
switching neans (24), the mlking set (19, 19') the
washi ng el enents (35), the swtch (34) and the third
conduit (33)."

Claim1 according to the second auxiliary request reads
as follows:

"1l. A systemfor discharging mlk fromtwo or nore
m | king sets (19, 19') of mlking cups (18) to a
storage tank (30) conpri sing

- an internedi ate reservoir (6) arranged between the
m | ki ng cups (18) and the storage tank (30) for
storing mlk during a predeterm ned tine period
and/ or a nunber of mlking sessions;

- a cleaning unit (36)

- two or nore mlking circuits each including
- amlking set (19, 19') of mlking cups (18)
- afirst conduit (14, 16, 17) leading fromthe

m |l king set (19, 19') via the internedi ate
reservoir (6) to the storage tank (30)
characterised in that the systemincludes a washing

unit (9) with a tank (31), and for each mlking set a
washi ng circuit conprising
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- swi tching neans (24) between the mlking set
(19, 19') and the first conduit (16, 17)

- a second conduit (32) leading fromsaid swtching
means (24) to the tank (31) which is coupled to a
vacuum system (3) when washi ng

- washi ng el enments (35) connectable to the teat cups
(18)

- a third conduit (33) leading fromthe washing
el ements (35) via a switch (34) to the cleaning
unit (36)

and in that the switching nmeans (24) and sw tches (34)
are switchable for separately washing of one of the

m | king sets by passing liquid through one of the
washing circuits, wherein said tank (31) is fillable
fromthe cleaning unit (36) with for instance cold or
| ukewar mwater via the second conduit (32) the
switching neans (24), the mlking set (19, 19') the
washi ng el enents (35), the swtch (34) and the third
conduit (33)."

The appel |l ant requested that the decision under appea
be set aside and the case be remtted to the first

i nstance for further prosecution, alternatively that
t he patent be revoked.

The respondent requested that the appeal be dism ssed
(main request), alternatively that the decision under
appeal be set aside and the patent be maintained on the
basis of the first or the second auxiliary requests, as
submtted in the oral proceedi ngs on 23 Novenber 1999.
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The second auxiliary request of the respondent is based
upon Clains 1 to 6 as submtted during the ora
proceedi ngs on 23 Novenber 1999, on columm 1 and 2 of
the description, as submtted during the ora
proceedi ngs on 23 Novenber 1999, on colum 3 of the
description as granted and on the sole drawi ng as

gr ant ed.

The argunents of the appellant can be sunmari zed as
fol | ows:

(1) Wth regard to the request for remttal:

Al t hough the description of the patent clearly
relates to a "forward-flush systenf, i.e. to a
systemin which the flow direction of washing
liquid is the sane as the flow direction of the
mlk, the wording of the |ast characterising
feature of the claimas granted allows the claim
to be interpreted as relating to a "back-flush
system. In the decision under appeal Caim1l of
the main request has been interpreted as
defining a "forward-flush systenm', the new
docunents D18 and D19, relating to forward-fl ush
systens, were filed for the first tine in the
course of the appeal proceedings in response to
this interpretation. Thus, if the case were not
to be remtted to the opposition division for
further exam nation on the basis of the new
docunents, the |oosing party woul d be deprived
of the opportunity to have the issues concerning
t he new docunents exam ned at two instances.

(1) On the subject of the admssibility of the
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i ndependent claim1 of the main request and of
the first auxiliary request with respect to
Articles 100(c) and 123(2) EPC.

The feature "[the washing circuit] is fillable
fromthe cleaning unit..." has no basis in the
application as filed according to which the tank
(31)- when coupled to vacuum system- is
fillable fromthe cleaning unit.

On the subject of the admssibility of the
i ndependent claim 1l of the second auxiliary
request with respect to Article 123(3) EPC

The amendnent consisting in the replacenent of
terms "[the washing circuit] is fillable..." by
the terns "said tank is fillable..." extends the
protection conferred by the patent in so far as
it defines a washing circuit which is not
"fillable" by the washing |iquid.

Wth regard to inventive step:

The systemdefined in Caiml relates to a
system for discharging mlk defining a "mlKing
cycle" and a "washing cycle". Since there is no
interaction between m | king and washi ng cycl es,
the portion of the claimrelating to the washing
cycle can be considered - for the exam nation of
whet her the clainmed subject-matter involves an
inventive step - separately fromthe portion
relating to the mlking cycle which is well
known, e.g. fromthe docunent US-A-4 095 920
(D12) referred to in the description of the
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patent. The idea of separately washing one of
the mlking circuits of a mlking system
conprising two or nore mlking circuits is known
ei ther from docunent D19 or fromthe article of
Carel de Vries "De robot nelkt", in Boerderij

73, No. 15 (12 January 1988), pages 16 to 19
(docunent D15), for which an English translation
(docunent D 15) has been submtted. Moreover, as
far as the washing process of a mlking circuit
is concerned, it is clear for any skilled person
that those parts of the mlking circuit which
come in contact with the mlk have to be

cl eaned. The arrangenent of the conduits and the
switches of the washing circuit, as defined in

t he i ndependent Claim1 of each of the
respondent's requests, would be arrived at by
the skilled person w thout exercising any

i nventive skill. Thus, the subject-matter of the
i ndependent clains of each of the respondent's
requests does not involve an inventive step.

(iv.2) The subject-matter of Caiml1l according to the
mai n request does not involve an inventive step
having regard to the conbi nati on of the teaching
of documents D18, D19 and of the Service Mnual
SNF- 7458-S 5/ 85, SC3-185 to SC3-198 of the firm
Al fa-Laval, INC., Agri-Goup having the title
"Aut of l ush, individual stall backflush systent
(docunent D2).

VIIl. The respondent contests the argunents of the appellant.

Wth regard to the appellant's request for remttal,
the respondent sees no reasons to remt the case to the

3140.D N
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first instance.

On the subject of the adm ssibility with respect to
Articles 100(c) and 123(2) EPC of the independent
claim1 of the main request and of the first auxiliary
request, the respondent argues that the feature that
"[the washing circuit] is fillable fromthe cl eaning
unit..." could be derived froma passage on page 1,
lines 13 to 17 of the application as filed which reads
as follows:

"The di scharge system according to the present
invention is preferably used with an automatic m | ki ng
system as described in EP-A-86.201.338.0 ... , the
content of which should be deened as interpol ated
herei n".

Reasons for the Deci sion

1. The appeal is adm ssible.

2. Rem tt al

According to Article 111(1) EPC, the board may either
deci de on the appeal or remt the case to the instance
whi ch was responsi ble for the decision under appeal.
Thus, it is at the discretion of the board whether it
exam nes and decides the case or remt it to the
opposition division to allow the new docunents D18 and
D19 to be exam ned at two | evels of jurisdiction.

In the present case, which concerns a patent resulting
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froma patent application filed in 1990, the appell ant

I ntroduced docunents D18 and D19 into the appea
proceedi ngs. Since these docunents were introduced with
the statenent setting out the grounds of appeal, the
parties and the board had sufficient tinme to anal yse

t hem

It has to be considered that the remttal of the case
to the opposition division would not only prolong the
proceedi ngs against the interest of the public but also
agai nst the interest of the respondent, unless the new
docunents woul d put the mai ntenance of the patent at
risk. In accordance with decision T 416/87, QJ EPO
1990, 415, section 9 the Board has consi dered docunents
D18 and 19 (see below, sections 6.3 and 6.4).

The main request and the first auxiliary request

Caim1l according to the main request and Caiml
according to the first auxiliary request of the
respondent both contain the follow ng feature which
represents an amendnent to Claim1l as granted (the
parts in bold characters indicate the extent of the
amendment ) :

"...the switching neans (24) and switches (34) are
switchabl e for separately washing one of the m|lKking
sets by passing liquid through one of the washing
circuits, which is fillable fromthe cleaning unit (36)
with for instance cold or |ukewarmwater via the second
conduit (32), the switching neans (24), the mlKking set
(19, 19'), the washing elenents (35), the switch (34)
and the third conduit (33)" and also refer in the pre-
characterising portion to "a washing unit (9) with a
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tank (31)".

The description of the application as filed on page 3,
lines 8 to 13 contains the foll ow ng statenent:

"When washi ng using a washing unit 9 the vacuum system
3 is coupled to the tank 30, for instance with a
capacity of 20 litres, and this is filled froma
cleaning unit 36 with for instance cold or | ukewarm
water via conduit 32, switches 24, via washing el enents
35, mlking cups 18, switches 34 and conduit 33."

It can be unequivocal ly understood fromthe context of
the description of the application as filed that this
statenent refers erroneously to the tank 30 but what is
meant is the tank 31.

Thus, it is clear fromthis statenent that the flow of
the washing liquid through the washing circuit for
washi ng the respective mlking set is due to the fact
that a washing tank, i.e. the tank 31, is connected to

a vacuum source.

Mor eover, the description of the application as filed
does not refer to neans for ensuring circul ation of
washing |iquid through the washing circuit other than
t he vacuum

Therefore, the above nmentioned feature in the

I ndependent clains of the main and the first auxiliary
requests represents a generalisation of this statenent
in the application as filed in so far as these clains
do not refer to the vacuum system as a neans for
ensuring the flow of the washing liquid through the
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m | king cups. In other words, these clains also define
washing circuits in which the flow of washing liquid is
not due to the vacuum

According to the respondent the passage on page 1,
lines 13 to 17 of the application as filed (see section
VII1 above) provides a basis for this generalisation in
so far as it refers to the European patent application
No. 86 201 338 (published under the nunber

EP- A- 213 660) which di scl oses an apparatus for cl eaning
the m I king cups provided with cleaning sprayers, which
are normally not associated with a vacuum source but
with a pressure source.

The board cannot find the nere reference to the

Eur opean patent application No. 86 201 338 as providing
a basis for this generalisation because the passage on
page 1, line 13 to 17 does not in any way indicate that
further details of the washing circuits can be found in
the referred docunent. This passage could only provide
support for the information that the clained discharge
system can be used with an automatic m | king system
(see for instance the content of Claim6 of the patent
in suit) but does not identify any features relating to
the nmeans for ensuring the flow of washing liquid in
the washing circuit. Thus, the specific features
relating to these neans for ensuring the flow of the
washing liquid in the washing circuit as disclosed in
the docunent referred to in general terns in the
passage on page 1, lines 13 to 17 of the application as
filed cannot be considered as being within the content
of the application as filed, as required by

Article 123(2) EPC
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Therefore, the amendnents concerning the above
nmentioned feature in Caiml1l of the nain request as
well as of the first auxiliary request are such that
these clains contain subject-nmatter extending beyond
the content of the application as filed (Article 123(2)
EPC) .

Thus, the main request and the first auxiliary request
of the respondent are refused.

The cl ai ned subject-matter and the anmendnents
(concerning the second auxiliary request of the

respondent)

Caim1l according to the second auxiliary request as
well as Claim1l as granted are directed to a systemfor
di scharging mlk conprising inter alia two or nore
mlking sets (19, 19') of mlking cups (18), a storage
tank (30) and an internediate reservoir (6). The claim
makes it clear that each mlking set is associated with
a mlking circuit and a washing circuit. It is also
clear fromthe wording of the claimand fromthe
description of the patent that the storage tank and the
i nternmedi ate reservoir are common to all mlking sets,
that there is a switching neans (24) associated with
each mlking circuit and that this swtching neans (24)
I's arranged between the mlking set and the first
condui t.

Caiml according to the second auxiliary request as
well as Claiml as granted specify the features that
the internediate reservoir is suitable "for storing

m |k during a predetermned tine period and/or a nunber
of m 1l king sessions"” and that for each mlking circuit
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there is "a first conduit (14, 16, 17) |leading fromthe
mlking set (19, 19') via the internediate reservoir to
the storage tank (30)". This latter feature, read in
the light of the description and the draw ngs of the
patent, means not only that the first conduit of each
mlking circuit includes a first conduit portion (16,
17) starting fromthe respective mlking set (19, 19')
and |eading to a further conduit portion (14) but also
that this further conduit portion (14) is comon to al
mlking circuits and | eads via the internedi ate
reservoir (6) to the storage tank (30).

Moreover, this feature read in conjunction with the
feature that the switching neans (24) is arranged
between the mlking set and the first conduit indicates
that each switching neans (24) is |located between the
first conduit portion and the mlking set, i.e. so near
as possible to the mlking set. This finding is
consistent wwth the drawi ng of the patent according to
whi ch the switching neans 24 are |ocated i medi ately
downstream of the mlking cups 18 and with a statenent
in description (colum 1, lines 17 to 21) according to
whi ch an object of the invention is to avoid cl eaning
of the conduits of one circuit.

Caim1l according to the second auxiliary request of
the appellant differs fromCaim21 of the patent as
granted in that

(a) the term"mlKking" has been added before the term

"circuits" in the preanble of the claim
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the ternms "in that each circuit further conprises”
have been replaced by the terns "for each m | king

set a washing circuit conprising"

the ternms "which is coupled to a vacuum system (3)
when washi ng" have been added after the term
"tank (31)";

the terns "...the switching neans (24) and
swtches (34) are switchable for separately
washi ng of one of the circuits, which is fillable

fromthe cleaning unit (36)..." have been replaced
by the terms "...the swtching neans (24) and
swtches (34) are switchable for separately
washi ng one of the mlking sets by passing liquid
t hrough one of the washing circuits, wherein said
tank (31) is fillable fromthe cleaning unit

(36)...".

No objections under Article 123(2) EPC were raised in
respect of these anendnents.

The anendnents according to itens (a) and (b) only

represent a clarification of the terns of Claim1l as

granted. The anendnents according to itens (c) and (d)

can be derived froma passage on page 3, lines 8 to 13

of the description of the application as filed.

These anmendnents therefore do not contravene
Article 123(2) EPC

As far as the anendnent according to item(d) is

concerned, the followi ng has to be noted:
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The ternms "... one of the circuits, which is fillable
fromthe cleaning unit with for instance cold or

| ukewarmwater” in the last characterising feature of
Caiml as granted define a circuit, which conprises
the switching nmeans (24), the mlking set (19, 19'),
the washing elenents (35), the switch (34) and the
third conduit (33), through which the washing liquid
comng fromthe cleaning unit (36) can flowin order to
wash the mlking set. In other word, the term
“fillable" when relating to the term"circuit" does not
nmeans that the circuit is a close systemwhich can be
conpletely filled by the liquid but indicates that the
circuit to be cleaned cones in contact wth the washi ng
l'i quid.

The anmendnent according to item(d) not only clarifies
this circunstance in so far as it clearly states that
washi ng of one of the m|king sets occurs "by passing
liquid through one of the washing circuits" but also -
when considered with the anendnent according to item
(c) - adds the information that the liquid flows from
the cleaning unit (36) through the washing circuit to
the tank 31 due to the fact that this tank is coupl ed
to the vacuum system

Therefore, this anmendnent further limts the scope of
protection w thout infringing the requirenent of
Article 123(3) EPC

4.4 The further anmendnents to the patent concern the
adaptation of daim4 and of the description to the
amended Cl aim 1. These amendnents do not contravene
Article 123 EPC

3140.D N
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Novel ty (second auxiliary request)

Novel ty was not disputed. The Board also finds that the
subject-matter of Caim1 according to the second
auxi liary request of the respondent is novel.

I nventive step (second auxiliary request)

According to the description of the patent, the problem
to be solved relates to known systens for discharging

m |l k which conprise two or nore mlking circuits, each
including a mlking set and conduits |eading fromthe
mlking set to a storage tank through an internedi ate
reservoir and consists in "avoiding cleaning of the
conpl ete conduit system and val ves, internedi ate
reservoir and/or conduits of one circuit" (see

colum 1, lines 17 to 21).

According to Caim1l of the second auxiliary request,
for each mlking set there is a washing circuit, each
washing circuit conprising swtching neans (24)
arranged between the mlking set and the first conduit
of the respective mlking circuit, and a swtch (34)
arranged in a third conduit (33) through which the
washing liquid flows froma cleaning unit (36) to the
washi ng el enents associated with the m | king cups of
the m 1l king set.

It can be understood fromthis Caim1l, when read in
the light of the description of the patent (see

section 4.1 above), that during the m|Kking process the
mlk of a mlking circuit flows fromthe respective

m | king set through the switching neans (24), a first
portion (16, 17) of the first conduit (14, 16, 17), a
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further portion (14) of the first conduit (which is
comon to all mlking circuits) to the internediate
reservoir (6), whereafter the mlk can be transferred
fromthis internediate reservoir to the storage

tank (30).

It is also to be understood fromthis Caim1l1 that the
washing |iquid, due to the vacuum applied in the tank
(31) of a washing unit (9), flows fromthe cleaning
unit (38), in which the washing liquid can be prepared,
through the third conduit (33), the switch (34), the
washi ng el enents (35), the mlking set (i.e. the

m | ki ng cups), the switching neans (24) and a second
conduit (32) to the tank (31).

Thus, it is clear that the systemdefined in Caiml
avoi ds cleaning of all conduits and parts of a m |l king
circuit through which the mlk flow during the m|lKking
process. In particular, the systemaccording to Claim1l
not only allows the separate washing of one of the
mlking circuits but also [imts - due to the fact that
the switching neans (24) are arranged between the

m | king set and the first conduit, i.e. close to the
mlking set - the cleaning to the mlking set, i.e. to
those parts of the mlking circuit which cane into
contact with the teats of the aninmal's udder.

In these respects, it has to be noted that the prior
art referred by the appellant relates either to mlKk

di scharging systens in which all mlking circuits are
washed at the sanme tinme (see for instance docunment D18)
or systens provided with nore i ndependent washi ng
circuits (each associated to a mlKking set) which can
be separately washed (see for instance docunent D15).
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In any case, the available prior art does not suggest
the idea upon which the clained solution is based, i.e.
the idea of arranging the conduits and val ves of an

I ndependent washing circuit so as to limt the washing
to the parts of the mlking circuit which cane into
contact with the teats of the aninmal's udder.

Wth respect to the appellant's argunents referred to
in section VIl above, item(iv.1l), the follow ng has be
not ed:

(1) The appel |l ant based its argunents on the figure
on the left-hand | ower side on page 346 of
docunent D19.

It has to be considered that page 346 of
docunent D19 only shows diagrammatic figures
concerni ng washi ng devices for m | king nmachi nes.
Because of the absence of a description |et

al one of a clarifying description of the devices
shown in the figures, this docunent does not
permt a clear and unequivocal teaching to be
derived fromthe figures. Therefore, the skilled
person woul d not consider this docunent as a
source of information when trying to develop a
washi ng systemin which each m|king set can be
washed separately from each ot her.

Moreover, it has to considered that docunent D19
cannot suggest the idea upon which the clained
solution is based, i.e. the idea of arranging
the conduits and val ves of an i ndependent
washing circuit so as to limt the washing to
the parts of the mlking circuit which cone into
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contact with the teats of the animal's udder. In
this context, the follow ng has to be noted:

Sone of the elenents represented in the figure
referred to by the appellant (on | eft-hand | ower
side of page 346) are provided with hand-written
reference nunbers (1 to 8) probably added by the
appellant and with printed inscriptions in Dutch
| anguage (e.g. nelkstel, nelkfilter, vierweg
kraan, onderdrukketel, etc.). This figure shows
a mlking set 4 ("nelkstel") conprising teat
cups inserted in a container 1 which according
to the appellant is a cleaning unit containing a
washing liquid. A mlk conduit |eads fromthe
mlking set 4 through a mlk filter

("mel kfilter") to an el enent 8 which according
to the appellant is a mlk nmeter. A second
conduit 7 leads fromthe elenent 8 (on the
right-hand side) to the elenment 3
("onderdrukketel "), defined by the appellant as
a tank. On the left-hand side of the figure, a
line is connected via a first branch and a

valve 6 ("vierwegkraan") to the elenent 8 and
via a second branch to the mlking set. Docunent
D19 does not indicate howthe mlking set is

cl eaned. However, it can be assuned that the

m | ki ng set could be washed by applyi ng vacuum
either in the element 3 or in the line
represented on the left-hand side of the figure.
If the teat cups of the mlking set - after
mlking - were to be washed by appl yi ng vacuum
in the elenent 3 ("ondedrukketel"), the washing
liquid would flow fromthe container 1 through
the teat cups via the mlk filter, the mlk
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neter 8, the conduit 7 to the element 3. If the
teat cups were to be washed by applying vacuum
in the above nentioned |line, the valve 6
("vierwegkraan") should be opened and the
washing liquid would flow fromthe container 1
through the teat cups via the mlk filter to the
mlk meter 8. Thus, the washing liquid would in
any case flow through the mlk neter, i.e.

t hrough parts of the mlking circuit which did
not conme in contact with the ani nmal

The appellant also referred to docunent D15 as
di scl osing a systemin which each m | king set
can be separately washed and referred
particularly to the paragraph under the picture
L on page 19.

A translation of this passage (see D 15, page 6,
itemL)) reads as follows: "Wen a ml|k stand
has not been used for ten mnutes, the entire
circuit until the air separator is cleaned
automatically. For that purpose the mlKking
cluster is automatically connected to a set of
rinsing jet elenments. Twice a day the entire
systemis cleaned thoroughly".

According to the appellant, the mlk neter of
the system described in docunent D15 can be
positioned near the mlking cluster and
therefore the cleaning would only concern the
parts of the mlking circuit which are near the
m | king cluster. This argunent cannot be
accept ed because docunment D15 does not clearly
indicate where the air separator is positioned.
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(ii1) Therefore these argunents are not convincing.

Wth regard to the appellant's argunents referred to in
section VIl above, item (iv.2), it has to be noted that
t hese argunents which were put forward during the
witten phase of the proceedings (see the letter dated
20 Cctober 1997) were no |longer referred to by the
appel l ant during the oral proceedings.

The appel |l ant essentially argued that the skilled
person starting froma system as described in docunent
D18 (i.e. a systemin which all mlking circuits are
washed at the sanme tine) would apply to this systemthe
teachi ng of docunent D19 and arrive in an obvi ous way
at a systemwhich would still have differences with
respect to the clained subject-matter, that these

di fferences were known from docunent D2 and that it
woul d be obvious for the skilled person to apply the
teachi ng of docunent D2 to the conbinati on of docunents
D18 and D19.

It has to be noted that this way of arguing

acknowl edges that the skilled person needs two steps to
arrive at the clained subject-matter, the second step
bei ng possible only when the first step has been

per f or med.

Mor eover, docunent D2 concerns "back-flush systens”
whi | e docunents D18 and D19 (as well as the clained
subject-matter) concern "forward-flush systens". This
i nconpatibility between the docunents renders unlikely
their conbi nati on.

I n any case, having regard to the observations
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concerni ng docunent D19 in section 6.3 above (see
item(i)), the conbination of docunents D18, D19 and D2
cannot |lead to the clained subject-matter.

Therefore, also these argunents do not convince the
Board that D18 and/or D19 in any conbination with D2
woul d | ead the skilled person to the invention.

Havi ng regard to the observations above, the Board
finds that the solution according to Claim1 of the
second auxiliary request of the respondent involves an
I nventive step

G ven the above outcone of the exam nation of docunents
D18 and D19, the request of the appellant to have the
case remtted to the first instance is refused (cf.
section 2 above), the Board having exercised its powers
under Article 111(1) EPC, to decide itself the

rel evance of these docunents.

The patent can therefore be maintained on the basis of
the second auxiliary request of the respondent.
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For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The request of the appellant for remttal of the case
to the first instance for further prosecution is
ref used.

3. The case is remtted to the first instance with the
order to maintain the patent on the basis of clains 1
to 6 of the second auxiliary request submtted in the
oral proceedings, as to the description: colums 1 and
2 as submtted in the oral proceedi ngs and colum 3 as
granted, and the sole drawi ng as granted.

The Regi strar: The Chai r man:

N. Magouliotis C. Andries
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