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Summary of Facts and Submn ssions

1848.D

The nention of the grant of European patent 0 472 630,
in respect of European patent application 90 908 693.6
filed on 16 May 1990 and claimng a priority in the

Net herl ands of 19 May 1989 (NL 8901253), was published
on 30 Novenber 1994. The patent as granted conprised 14
clai ms and i ndependent claim 1l read as foll ows:

"El ongat ed obj ect nmade of an orientated carbon
nonoxi de- et hyl ene copol yner, characterized in that the
nodul us of elasticity is at |east 30 GPa and the
tensile strength is at least 1.2 GPa.”

Two notices of opposition were received on 17 August
1995 (opponent 1) and on 30 August 1995 (opponent 11),
respectively.

Opponent | requested revocation of the patent inits
entirety on the grounds of Article 100(a) EPC, that the
cl ai med subject-matter |acked novelty and inventive
step, and of Article 100(b) EPC, that the invention was
not sufficiently disclosed.

Opponent 11 requested revocation of the patent to the
extent of clains 1 to 6 and 9 to 14 on the grounds of
Article 100(a) EPC, that the clained subject-matter

| acked novelty and inventive step.

The oppositions are supported, inter alia, by the
fol |l ow ng docunents:

D1: EP-A-0 360 358

D6: EP-A-0 456 306
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In an interlocutory decision announced at the end of
oral proceedings, the Qpposition Division found that
anended clains 1 to 9, received on 18 April 1996 and
formng the sole request, fulfilled the requirenments of
the EPC. Cdaim1l as granted had not been anended.
According to that decision, inter alia:

(a) The amendnents to the clains and the description
fulfilled the requirenents of Article 123 EPC
par agraphs 2 and 3.

(b) The invention in the patent in suit was
sufficiently disclosed and net the requirenents of
Article 83 EPC

(c) The patent in suit validly clainmed the priority
right, in accordance with T 73/88 (QJ EPO 1992,
557).

(d) As a consequence of the validity of the priority
claim the date of priority counted as the filing
date for the patent in suit, so that D6 did not
belong to the prior art, whereas D1 was prior art
pursuant to Article 54(3) EPC

(e) The subject-matter of claiml1l was novel, in
particul ar over DI1.

(f) As to inventive step, the clainmed subject-matter
was not obvious over the cited prior art.

Two notices of appeal against that decision were

recei ved on 22 August 1997 by opponent Il (appellant 1)
and on 26 August 1997 by opponent | (appellant 11),
respectively. The prescribed appeal fee was paid on the
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sanme days. The statenments of the grounds of appeal were
recei ved on 3 Novenber 1997 (appellant Il) and on

4 Novenber 1997 (appellant 1), respectively.

Appellant Il filed inter alia the original version of
Eur opean patent application 90 201 177 (D14), the first
priority docunent of De6.

By letter dated 15 May 1998, the proprietor
(respondent) filed an anended set of clains 1 to 8 as
the sol e request, which replaced the previous request
on file. Armended claim 1l read as foll ows:

"Fibres, tapes and filns nade of an orientated carbon
nonoxi de- et hyl ene copol yner, characterized in that the
nodul us of elasticity is at |east 30 GPa and the
tensile strength is at least 1.2 GPa."

Furt hernore, ASTM D790-86, cited on page 5, line 47 of
the patent in suit, was submtted as docunent DI15.

By a commruni cation in preparation for the schedul ed
oral proceedings, the Board detailed inter alia the
followi ng points to be discussed:

(a) The interpretation of the term "nodul us of
el asticity” in anended claim1;

(b) The validity of the priority right of the patent
in suit. In particular, attention was drawn to
G 2/98 (QJ EPO 2001, 413);

(c) The assessnent of novelty over any of D1 and De6.

In response, by letter received on 4 April 2002, the
respondent withdrew the request for oral proceedi ngs
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and announced that they woul d not attend.

By letters received on 2 May 2002 (appellant 1) and on
22 May 2002 (appellant 11), respectively, the
appel | ants announced that they would not attend the
oral proceedings and requested a decision on the basis
of the witten subm ssions nmade during the opposition
and appeal proceedings.

Oral proceedings were held on 13 June 2002 in the
absence of the parties, in conpliance with Rule 71(2)
EPC.

As to novelty, the argunents of the appellants can be
summari sed as foll ows:

(a) The subject-matter of the clains of the patent in
suit, in particular that of claiml1, was not
entitled to the priority date as cl ai ned.

According to the patent in suit, the nodul us of
elasticity referred to was the tangent nodul us of
elasticity determ ned at 80% of the el ongation at
break (E-nodulus (80%), whereas the priority
docunent referred only to the general term

"nmodul us".

Since the nodified nodulus of elasticity of
claiml1 in suit could not be directly and

unanbi guously derived fromthe priority
application, and since the general term "nodul us”
of the priority docunent and the E-nodul us (80%
of claim1l of the patent in suit were not the
sanme, as shown for instance in table 1 of the
patent in suit, the subject-matter of claim1 of
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the patent in suit and that of the priority
application had not the sane content.

Therefore, claim1l of the patent in suit did not
enjoy the priority date of 19 May 1989.
Consequently, the subject-matter of claim1l was
only entitled to the filing date of the patent in
suit.

As a further consequence thereof, D6 was an
earlier European application pursuant to

Article 54(3) EPC, as far as it was entitled to
the priority right of European patent application
90 201 177 of 9 May 1990.

(b) The subject-matter of claiml of the patent in
suit | acked novelty.

D6 di sclosed fibres nmade of CO et hyl ene copol yner,
whi ch, according to any of Exanples 1k, 1p and 1q,
had an initial nodulus of elasticity higher than
30 GPa and a tenacity (tensile strength) greater
than 1.2 GPa. This also applied to the fibres of
Exanpl es 2a-2e, 3c, 6b-d and 7a of D6. All these
fibres had been nmentioned in the first priority
docunent of D6.

Since the E-nodulus (80% as defined and
exenplified in the patent in suit was al ways
greater than the initial nodulus also exenplified
therein for conparison, these fibres of D6
consequently anticipated the subject-matter of
claim1 in suit.

Xl . The counter-argunents of the respondent can be

1848.D Y A
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sunmari sed as foll ows:

(a) The term "elongated objects"” in claim1l as
granted, objected to as enconpassi ng nore subject-
matter than that of the priority docunent, had
been replaced by the term"fibres, tapes and
films", in conpliance with the priority docunent.

(b) The features of the clained subject-matter which
were not present in the priority docunent were
neither related to the effect nor to the character
and nature of the invention.

(c) In particular, the nodulus in the priority
docunment had been neasured in accordance with ASTM
D- 790-86 as wel | .

Consequently, the priority right could be validly
cl ai med.

(d) Therefore, D6 did not belong to the prior art at
al | .

The appel | ants (opponents) requested that the decision
under appeal be set aside and that the patent be
r evoked.

The respondent (patentee) requested that the appeal be
di sm ssed and that the patent be nmintained on the
basis of the set of clains filed by letter dated 15 My
1998.

Reasons for the Decision

1848.D
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The appeal s are adm ssi bl e.

The appel |l ants have argued that the subject-matter of
claim1 in suit |acks novelty, inter alia over specific
enbodi nents of D6. Since D6 was filed after the
priority date of the patent in suit, the assessnent of
novelty requires an exam nation of the entitlenent to
the clainmed priority date for the subject-matter of
amended claim 1l in the light of the description.

The terns of claim1l

2.1

1848.D

Caim1l concerns fibres, tapes and filns made of an
ori entated carbon nonoxi de-et hyl ene copol yner, which
are defined by a specified nodulus of elasticity and a
specified tensile strength.

According to page 5, lines 43 to 54, of the patent in
suit, the following itens of information concerning the
nodul us of elasticity can be gathered:

(a) The tensile strength and the nodulus of elasticity
are determ ned using a Zw ck 1435 tensile strength
tester on test pieces having a clanped | ength of
150 mmusing a pulling speed of 15 mimn (ie 10%
of the clanped Iength/mn) in an environnent with
a tenperature of 21°C and a relative humdity of
65%

(b) The stress-strain curves of the oriented CO
copol yner fibres show a shape anal ogous to that in
Figure X1.1 in Appendix 1 of ASTM standard D790-
86, so that, anal ogous to the determ nation of the
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fl ex nmodul us according to this standard, the
tangent nodul us al so gives a nore representative
value than the initial nobdulus in interpretation
of these curves.

(c) The "nodulus of elasticity" is the tangent nodul us
of elasticity determned in the point where the
el ongation is 80% of the elongation at break. In
the exanples it is referred to as
" E- nodul us(80% ".

(d) For conparison the - |ess representative - initia
nodulus is also given in the neasurenent results,
derived fromthe stress-strain curve in the range
of 0 to 0.4% strain.

From t he appendi x to standard net hod ASTM D-790-86, in
particular fromFigure X1.1 and its explanation given
therein, it can be gathered that the values of the
tangent nodul us are always determ ned by conpensating
for the presence of a toe region at the beginning of
the stress-strain curve, ie by determ ning the nodul us
inalinear region after the initial toe region by
constructing a tangent to the maxi mum sl ope of the
stress-strain curve.

The presence of a toe region and of a linear region in
the stress-strain curves of the clained fibres was
confirmed by the letter of the respondent dated 15 May
1998 (point 1.4).

These facts are reflected in the values for the tangent
nodul us of elasticity (E-nodulus (80%) in comparison
with the values for the initial nodulus, both
exenplified in the patent in suit for the sane fibres.
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According to tables 1 to 8 of the patent in suit, the
values for the initial nodulus of elasticity of al
tested fibres are always | ower than their correspondi ng
val ues for the tangent nodul us of elasticity (E-nodulus

(809) .

Consequently, for the sane fibres, the tangent nodul us
of elasticity as specifically defined in the patent in
suit can only be greater than the corresponding initia
nmodul us of elasticity.

From the above reasons it follows that, for the sane
fibre of CO ethyl ene copolyner, any initial nodulus of
el asticity of at |least 30 GPa would inevitably
correspond to a higher value for the tangent nodul us of
el asticity (E-nodulus (80%) and would thus fall within
t he range defined in anended claim21 under appeal.

Entitlenent to priority date of the patent in suit

2.2

2.2.1

1848.D

The appel |l ants have argued that the subject-matter of
claiml1l is not entitled to the priority date as cl ai ned
in the patent in suit.

According to decision G 2/98 (see point VI-b supra) of
the Enl arged Board of Appeal, the requirenent for
claimng priority of the "sane invention", referred to
in Article 87(1) EPC, neans that priority of a previous
application in respect of a claimin a European patent
application in accordance with Article 88 EPC is to be
acknowl edged only if the skilled person can derive the
subject-matter of the claimdirectly and unanbi guously,
usi ng common general know edge, fromthe previous
application as a whole. By that decision, forner
decision T 73/88 (see point Ill-c supra), nentioned in
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t he deci sion under appeal and dealt with in G 2/98, had
been overrul ed.

Priority application NL 8901253 of 19 May 1989, inits
English version as filed pursuant to Rule 38(5) EPC,
concerns polyner filanments, tapes and filnms with a high
nmodul us and a high strength, which consist of an
oriented carbon nonoxi de-et hyl ene copol ymer (claim1l).

The filanents, tapes or filnms of the priority docunent
have a high strength and a hi gh nodul us, after uniaxia
stretching (enphasis added), of nore than 1.2 GPa
(enphasi s added) and nore than 30 GPa (enphasis added),
respectively, or, after biaxial stretching (enphasis
added), of nore than 0.5 GPa and nore than 5 GPa,
respectively, and a high nelting point conpared wth,
for instance, polyethylene, of up to about 257°C at a
CO content of 50% (see page 2, lines 16 to 22).

This passage is the only general disclosure in the
priority docunent which refers to the ranges of val ues
for strength and nodul us, which values are in line with
those as shown in Exanples | to Ill.

Consequently, the values of the nodulus of "nore than
30 GPa" only apply to CO ethyl ene copol yners after
uni axi ally stretching (enphasi s added), whereas in
anended claim1 of the patent in suit the clai ned
nodul us relates to any oriented CO et hyl ene copol yners.

Furthernore, whilst in the priority docunent the
nodul us refers to "nore than 30 GPa" and the strength
to "nore than 1.2 GPa", whereby these open ranges do
not include the lower Iimting values of 30 GPa and 1.2
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GPa, respectively, the presently clainmed ranges of "at
|l east 1.2 GPa" and of "at |east 30 GPa", respectively,
do cover the lower |imting values of 30 GPa and 1.2
GPa.

According to Exanple 1 in the priority docunent, the
stretched filanent has a strength of 1.9 GPa and a
nodul us of 50 GPa, neasured at roomtenperature with
the aid of an Instron tensile strength tester at a
draw ng speed of 10% per m nute (page 4, lines 22 to
25). However, there is no nention in the priority
docunent whet her such a nodulus is the tangent nodul us
according to ASTM D-790-86 and whether it is determ ned
in a point where the elongation is 80% of the

el ongati on at break.

From the above, it follows that the values of the
nodul us of elasticity defined in anended claim 1l and
interpreted in |ight of the description do not result
directly and unanbi guously fromthe priority docunent
as a whole. Hence, the priority application does not
di scl ose the subject-matter of anended claim 1.

Consequently, the date of priority cannot count as the
date of filing for the subject-matter of claim1l of the
patent in suit (Article 89 EPC). Therefore, the

rel evant date for determning the prior art which may
be cited against the subject-matter of anended claim1l
is the date of filing of the European patent in suit,
nanely 16 May 1990.

Priority right of D6

2.

1848.D

3

Eur opean patent application 91 201 040.2 was filed on
2 May 1991, claimng a first priority date of 9 May
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1990, which lies before the relevant filing date of the
patent in suit, and was published as D6 on 13 Novenber
1991, ie after the filing date of the patent in suit.

Since the relevant date for determning the prior art
is the filing date of the patent in suit (see

point 2.2.6 above), D6 will becone prior art pursuant
to Article 54(3)(4) EPC, if the first priority date is
validly clained.

Exanpl es 2k, 2p and 2q, respectively, of the first
priority docunent of D6, nanely D14, correspond
identically to Exanples 1k, 1p and 1g of D6 as filed
and published, so that for the subject-matter of these
exanples the first priority date is valid.

Consequently, the subject-matter of any of Exanples 1Kk,
1p and 1g of D6 is prior art pursuant to Article 54(3)
EPC.

The patent in suit has been granted for the Contracting
States: AT, BE, CH DE, DK, ES, FR, GB, IT, LI, NL and
SE.

Fromthe file of European patent application 91 201
040.2, it results that designations fees were validly
paid for the follow ng Contracting States: AT, CH DE
FR, GB, IT, LI and NL

Consequently, in accordance with Article 54 EPC
paragraphs 3 and 4, in conjunction with Rule 23a EPC
D6 is conprised in the state of the art in respect of
t he overl apping Contracting States.

Assessment of novelty over D6

1848.D
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According to table 1 of D6, Exanples 1k, 1p and 1q

di scl ose the preparation of fibres by spinning a
solution of an alternating copol ynmer of carbon nonoxide
and et hyl ene, wherein the spinning dope contains 1.02
parts of polynmer having an intrinsic viscosity of 6.1
(determned in neta-cresol at 25°C), 12.45 parts of
phenols and 1.25 parts of acetone. The spinning bath
conpri ses acetone at a tenperature of -5°C

The fibre of Exanple 1k is drawn in a one-step node at
a tenperature of 225°C and a draw ratio of 12.8. The
fibres of Exanples 1p and 1g are drawn in a two-step
node at tenperatures of 225°C (1lst step)/250°C (2nd
step) and draw ratios of 18 and 20, respectively.

Fil ament properties are neasured on fibres that have
been conditioned at 20°C and 65% rel ative humdity for
at least 24 hours. Tenacity (breaking tenacity),

el ongati on (breaking el ongation) and initial nodul us
are obtained by breaking a single filanment or a nulti
filament yarn on an Instron tester. The gauge | ength
for single broken filanments is 10 cm All sanples are
el ongated at a constant rate of extension of 10 mmi m n
(page 6, lines 38 to 42). The results for 3 filanents
are aver aged.

Therefore, the paranetric properties in table 2 of D6
have been obtai ned under conditions corresponding to
those in the patent in suit, in particular for
conditioned fibres elongated at the sane relative rate
of 10% of the gauge |length per mnute.

Table 2 summari zes inter alia the tenacity and initia
nodul us of the fibres of Exanples 1k, 1p and 1q.
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According to the said table, the fibre of Exanple 1k
has a tenacity (GPa) of 1.63 and an initial nodul us
(GPa) of 30.7, whilst the fibres of Exanples 1lp and 1q
(obtai ned by two-step drawi ng and hi gher draw rati os)
have a tenacity (GPa) of 1.9 and 2.1, and an initia
nmodul us (GPa) of 51.2 and 55.0, respectively.

Furthernore, the elongations at break (% of the fibres
of Exanples 1k, 1p and 1qg, ie 6.2, 5.0 and 3.6,
respectively, are at the sane |evel as those of the
fibres of the patent in suit (exanples, eg table 1).

For the reasons given under point 2.1 supra, it is
apparent that the values of the exenplified initia
nodul us of the fibres of Exanples 1k, 1p and 1q of D6,
in particular those of the fibres of Exanple 1q, are
greater than the values for the initial nodulus given
intable 1 of the patent in suit for the fibres whose
tangent nodulus (E-nodulus (80%) is of at |east 30 GPa
as defined in anmended claim1. Hence, the exenplified
val ues of tenacity (strength) and nodul us of elasticity
in these exanples of D6 do fall wthin the definition
of anended claim 1.

Therefore, the fibres resulting fromthe preparations
in Exanples 1k, 1p and 1q of D6 take away the novelty
of the fibres defined in amended claim1 of the patent
in suit. Thus, the subject-matter of claim1l1 is not
novel pursuant to Article 54 EPC, paragraphs 3 and 4,
as far as the overlapping Contracting States are
concerned (point 2.3.3 supra).

Consequently, the ground of opposition under
Article 100(a) EPC prejudices the maintenance of the
patent in anended form according to the sole request.
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3. The respondent has not filed any further requests, and
in particular no request under Rule 87 EPC taking into
account the different state of the art for different
Contracting States, nor has he nade any attenpt to
comment on the substantive points under Articles 54
(novelty over D1 and D6), 56, 83 and 123(3) EPC
addressed in the Board's conmuni cati on.

Therefore, there is no basis on which the further
poi nts addressed in the Board's comruni cati on may be

di scussed.

4. For the above reasons, the patent in suit nust be
revoked under Articles 111(1) and 102(1) EPC

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked

The Regi strar: The Chai r man:
C. Eickhoff R. Teschemacher

1848.D



