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Summary of Facts and Subm ssi ons

2078.D

The appellant filed an opposition agai nst European

patent No. 0 356 228 and now contests the decision of

t he opposition division posted on 25 July 1997

rejecting the opposition. The opposition ground invoked

was that the subject-matter of clains 1 to 11 did not

i nvol ve an inventive step (Article 100(a) EPC in
conjunction with Articles 52(1) and 56 EPC) having
regard to docunents:

D1:

D6:

US-A-4 136 780,
US-A-4 516 264,
Panphl et " NORMALI SATI ON DES OBJETS DE

CORRESPONDANCE" edited by "Dl RECTI ON GENERALE DES
POSTES" in France in January 1978, pages 23 to 27

Docurment "Norme internationale | SO 1831";

"Spécifications d'inpression des caracteres pour
reconnai ssance optique"; first edition, 15 Cctober
1980; pages i toiv and 1 to 42,

US-A-4 167 476,

FR-A-2 596 551.

The patent has not been anended. It has two i ndependent

claims 1 and 9.
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Caim1l reads as foll ows:

"Apparatus for categorising and certifying a batch of

mai |,

(A)

(B)

(O

(D)

(B)

the mail having an address, conprising:

means (18, 26, 28) for scanning the mail pieces of
said batch (14) of nmail to produce data
representative of the follow ng paraneters of each
mai | piece of the batch

(a) readability of the address on the mai
pi ece,
(b) deliverability of the mail piece,
(c) wei ght of the mail piece,
(d) di rensions of the mail piece,
(e) t he postage franking anount placed on the

mai | pi ece;

means (20) for storing said data;

means (21) for storing Post Ofice Regul ations
relating to acceptabl e val ues for address
readability, deliverability, weight, dinensions of
the mail pieces in said batch

means for conparing said stored data with said
Post O fice Regul ations data; and

means (24) for printing out a report which

i ncl udes postage information for the batch of nai
based upon information obtained fromsaid nai

pi eces including size, weight, class and postage
required for said mail pieces, said report serving
to provide certification of the mail."
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Claim9 reads as foll ows:

"A net hod of categorising and certifying mail having an
address, conprising the steps of:

(A) electronically scanning the mail pieces of said
batch to produce data representative of the
foll ow ng paraneters of each nail piece of the

bat ch:
(a) readability of the address on the mai
pi ece,
(b) deliverability of the mail piece,
(c) wei ght of the mail piece,
(d) di rensions of the mail piece,
(e) t he postage franking anount placed on the

mai | pi ece;

(B) storing the data generated by said scanni ng;

(C storing data enbodied in Post O fice Regul ations
relating to acceptabl e val ues for address
readability, deliverability, weight, and
di nensi ons of the mail pieces in said batch;

(D) conparing the stored data obtained in step (B)
with said Post Ofice Regul ations data; and

(E) printing out a report which includes postage
information for the batch of mail based upon
i nformati on obtained fromsaid mail pieces
i ncludi ng size, weight, class and postage required
for said mail pieces, said report serving to
provide certification of the mail."

2078.D Y A
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The notice of appeal against the decision referred to
above was received on 8 Septenber 1997, i.e. within two
nont hs after notification of the decision under appea
and the appeal fee was paid on the sane day. However,
it was not until 10 February 1998 that the statenent of
grounds arrived at the EPO At the sane tine the

appel lant filed an application for restitutio in

i ntegrum pursuant to Article 122 EPC with respect to
the 4 nonths tine limt for filing the statenent of
grounds (Article 108 EPC, |ast sentence) and paid the
correspondi ng fee.

According to the subm ssions of the appellant's

prof essional representative the failure to neet the
time limt referred to above was due to a coi nci dence
of his handling the nonitoring systemduring the
absence of the senior secretary normally responsible
for this task and a later error on her part. The
representative had entered only the tine limt for
filing the notice of appeal into the system assum ng
that, according to the normal practice, the secretary
woul d enter the tine limt for filing the statenent of
grounds into the system when sending out the letter
informng the client of that second tine limt.
Unfortunately, she failed to do so. Thus, the non-
observance of the tinme limt was due to an isol ated
error commtted by an experienced secretary within a
normal |y satisfactory system Thus, the requirenents of
Article 122 EPC for granting restitutio were net and

t he appeal was adm ssi bl e.

The appel lant's (opponent's) argunents as to the
substance of the appeal may be summari sed as foll ows:
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Cat egorising and certifying operations were not
perfornmed by the mailer to serve his own interest but
for enabling the Post Ofice to handle the mail with
greater efficiency in its scheduling, equipnent and
manpower . Categorising and certifying of the mail were
suggested by the Post Ofice adm nistration and could
not be regarded as features of a technical invention.
Criteria of analysis as defined in part (A) of claiml
were well known from docunment D3 and were also clearly
i nposed on the nmailer by the Post O fice adm nistration
because they depended on the availability of sorting
machi nes in the Post Ofice. The argunents of the
respondent that, if the invention was obvious, one
woul d have expected apparatus for categorising and
certifying to devel op sinmultaneously with automatic
sorting equi pnent, did not hold water because it was
necessary for the Post Ofice to have automatic nui
treatnment machines at its disposal before it could
invite large nmailers to adapt their mail to the
perfornmances of these machi nes and propose categorising
and certifying for a better use of sorting devices.

I nventive activity cannot be proved by arguing that the
i nvention should al ready have been disclosed in the
past if it had been self-evident. The opposition

di vi si on shoul d have exam ned whether the clains of the
contested patent involved a technical teaching which
resulted in an obvious way fromthe suggestions of the
Post O fice. Technical neans for satisfying the needs
of large nmailers were already available in the prior
art as disclosed in D1 (sorting according to size), D2
(readability of the address) and D5 (analysing the zip
code). The fact that no sorting was perforned at a

| ocation close to the mailer could not justify an

i nventive step, even though the cited docunents
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concerned sorting machines. If a certain pre-processing
W t hout sorting was requested fromthe mailer, the
machi nes used for performng it had to be nodified, so
that they would differ from conventional postal

machi nes by the absence of sorting neans and the

provi sion of neans for storing information and
establishing a report upon the characteristics of the
treated nail (see D6). However, to perform such a

nodi fication of existing machines was within the
ability of the technician skilled in the art of sorting
machi nes. Thus the subject-matter of the independent
clains of the contested patent was obvious to the
skilled person when |arge mailers were asked to do part
of the work which would ot herwi se have to be done by
the postal adm nistration.

The respondent argued that the invention was based on

t he concept of pre-processing a batch of mail and
preparing a report which summari sed the nature of the
mai | pieces in the batch on the basis of which report
the Post O fice could determ ne the extent to which the
batch woul d be capabl e of being processed by automated
equi pnent. The appellant’'s argunent that the present
invention followed fromthe nature of the problemcould
not be accepted because prior to the invention efforts
were concentrated on devel opi ng postal sorting

equi pnent and diverting fromthe nmail flow those pieces
which failed to pass through the sorting equi pnent
satisfactorily.

D1 described a systemfor separating, only on the basis
of their sizes, mxed nmail pieces into discrete
categories. Printing out a report including postage
information for a batch of these nail pieces was not
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suggested in DL.

D2 disclosed a systemfor sorting nmail pieces into two
categories, printed or typed addresses on the one hand
and hand-written addresses on the other. Since the
systemof D1 diverted nail pieces on the basis of their
sizes, conbining D2 with D1 would not lead to the

I nvention because it was only possible to subject each
pi ece of a batch to both sizing and address readability
checks if no sorting was perforned.

The appel |l ant had not provi ded evi dence that D3 was
avai l able to the public before the priority date of the
patent. Therefore, D3 shoul d be disregarded.

Sections 5.4.6.2 to 5.4.6.8 of Standard | SO 1831
provi ded as docunent D4 defined nothing nore than
various paraneters relating to printed characters.

D5 related to a systemfor sorting of nmail according to
zip code and since such a sorting was not perfornmed by
the invention, D5 should be left out of account. D6
cont ai ned no suggestion of scanning all the mail pieces
of a batch to determ ne the paraneters set out in
claims 1 and 9 in order to prepare a report serving to
provide certification.

The appel |l ant had not shown that the subject-matter of
the contested patent was obvious with regard to the
cited prior art.

The appel | ant requested that the decision under appea
be set aside and that European Patent No. 0 356 228 be
revoked.
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The respondent requested that the appeal be dism ssed.

Reasons for the Deci sion

1

1.1

1.2

2078.D

Adm ssibility of the appea

An appeal that does not conply with Article 106 to 108
and with Rules 1(1) and 64(b) EPC nust be rejected as

I nadm ssi bl e unl ess the deficiencies have been renedi ed
intime (Rule 65(1) EPC). It is undisputed that, in the
present case, the tinme limt for filing the statenent
of grounds (Article 108 EPC, third sentence) was not
conplied with, so that the admssibility of the appea
depends on the issue of whether or not the appellant's
application for restitutio in integrum pursuant to
Article 122 EPC can be granted.

According to the decision G 1/86 (QJ EPO 1987, 447)
Article 122 EPC is to be interpreted as being
appl i cable to an opponent who filed a notice of appea
but did not conply with the tinme [imt for filing the
statenment of grounds, which is presently the case.
Hence, the appellant could validly file an application
for restitutio with respect to the tine limt referred
to above.

The cause of non-conpliance with this tinme [imt was
renoved by the EPO communi cation pursuant to

Article 108 and Rule 65(1) EPC posted on 29 January
1998 and received by the appellant on 30 January 1998.
The application for restitutio was filed on 10 February
1998, i.e. within two nonths fromthe date of renoving
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the cause of non-conpliance with the tine limt, and is
adm ssi bl e pursuant to Article 122(2) and (3) EPC

However, restitutio in integrumcan only be granted if
t he responsi bl e person, in spite of all due care

requi red by the circunstances having been taken, was
unabl e to observe the tinme limt in question

(Article 122(1) EPC). According to the established
jurisprudence of the Boards of Appeal, where an

assi stant has been entrusted with carrying out routine
tasks such as noting tinme limts, the same strict
standard of care is not expected as is demanded of the
representative hinmself. (J 16/82, QJ EPO 1983, 262).
However, it is incunbent on the representative to chose
for the work a suitable person, properly instructed,
and to exercise reasonabl e supervision over this
person's work (J 5/80, QJ EPO 1981, 343).

Considering first the representative's conduct, he had
entered only the first of the two tinme limts pursuant
to Article 108 EPC into the nonitoring system when
processing the incomng nail in the absence of the
senior secretary, (see point IIl., supra). This fact
may have contributed to the failure referred to above.
However, as follows fromhis credible explanation of
the normal operation of the nonitoring system it was
sufficient for him at that time, to do so, since he
coul d expect that the senior secretary would in any
case enter the second tinme limt into the system when
it was conmuni cated to the client. Had she handl ed the
system accordingly, the failure to neet the second tine
limt would not have occurred. Thus, the representative
has denonstrated to the satisfaction of the Board that
he had taken all due care required by the
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ci rcunst ances.

1.5 As concerns the secretary, it was credibly submtted
that it was one of her jobs for nore than 20 years to
note the tine limts apparent fromthe incom ng and the
outgoing nmail and that she had not conmtted any error
of particular note during this period. Thus, she was
obviously sufficiently experienced and famliar wth
the tasks she was entrusted with. The isolated error on
her part which she commtted shortly after her return
fromleave cannot therefore be inputed to the
representative.

1.6 For these reasons the Board is satisfied that the
requirenments of Article 122 EPC for granting an
application for restitutio in integrum (see point 1.3,
supra) are nmet in the present circunstances.

Therefore, the appellant's request for restitutio in

i ntegrum can be granted. Accordingly, the appellant is
re-established in his rights in respect of the tine
limt for filing the statenent setting out the grounds
of appeal. Since the appeal conplies with all the
provi sions of Articles 106 to 108 EPC and with

Rule 1(1) and Rule 64(b) EPC, it is adm ssible.

2078.D Y A
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Novel ty

The appel l ant did not dispute novelty of the subject-
matter of clains 1 and 9. Therefore, the remaining

i ssue to be considered is the appellant's contention
that this subject-matter does not involve an inventive
step within the nmeaning of Article 56 EPC with regard
to the prior art disclosed in docunents D1 to D6.

I nventive step

The board does not share the appellant's view that
categorising and certifying of the mail in the manner
defined in clains 1 and 9 could not be regarded as
features of a technical invention because they were
suggested by the Post O fice adm nistration.

When the patentability of the subject-matter of a claim
i s being assessed under the EPC, all the features
recited in the claimhave to be exam ned objectively,
having regard to the prior art actually shown to have
been made available to the public. As far as clains 1
and 9 of the contested patent are concerned, the neans
for, or the steps of, categorising and certifying a
batch of mail by scanning the nail pieces to produce
data representative of the paraneters (a) to (e) of
each mai| piece, storing the data generated by said
scanning as well as storing data enbodi ed i n post
office regulations relating to acceptabl e val ues for
address readability, deliverability, weight and

di mensi ons of each nmail piece in the batch, conparing
the stored paraneter data with said post office

regul ations data and printing out a report which

i ncl udes postage information for the batch of mail in
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order to provide its certification, are of technica
character and, as such, are capable of contributing to
an inventive step. The fact that post office

regul ations are stored does not detract fromthe
techni cal character of the apparatus clained in claiml
or the nethod clainmed in claim9 (which specifies

el ectronically scanning the mail pieces).

Docunent D1 describes an apparatus for categorising a
batch of mail by neasuring the dinensions (thickness,
| ength and width) of the mail pieces. Based upon the
nmeasurenents obtai ned for each mail piece, gates are
controlled to divert fromthe mail stream nmachi nabl e

flat mail, machinable letter size mail and undersize
letter mail. It is inplied that the remaining nai

pi eces are non-nachi nable (see D1, columm 2, lines 11
to 26).

Starting from Dl as the docunent representing the prior
art closest to the clained subject-matter, the problem
addressed by the patent in suit is the provision of an
apparatus and a nethod able to handle mail pieces in a
batch in order to allow the Post Ofice to reduce its
manual acceptance procedure and pronote greater
efficiencies in its scheduling and choice of both the
nost appropriate manpower and suitabl e equi pnent for
further processing.

The cl ai ned apparatus essentially differs fromthat
di sclosed in D1 by the follow ng features:

(1) it conprises neans for producing and storing data
representative of the follow ng paraneters of each
mai | piece of a batch: (a) readability of the



3.2.3

3.2. 4

3.3

2078.D

- 13 - T 0943/ 97

address, (b) deliverability, (c) weight, (e)
post age franki ng anount,

(2) it conprises neans for printing out a report which
i ncl udes postage information for the batch of mai
based upon information obtained fromthe above-
nmenti oned stored dat a.

The apparatus known fromD1l is not of the kind clained
because it is strictly limted to the detection of

di mensi ons of pieces of nmail and does not envisage
certifying a batch of mail. Furthernore, the way of
handling mail in this known apparatus conceptually
teaches away fromthat of the clainmed invention because
a mail piece is diverted out of the batch - that is,
separated fromthe other nmail pieces of the sane batch
- as soon as its dinmensions have been detected as

bel onging to a particul ar category, whereas neither the
cl ai med apparatus nor the claimed nethod envi sages
separating the mail pieces into discrete categories. On
the contrary, the entire batch is kept together.

In the board's judgenent, there is nothing in D1 that
woul d suggest to the notional non-inventive skilled
person that he could nodify the apparatus disclosed in
this docunent in order to solve the problem addressed
in the contested patent.

D2 di scl oses an apparatus and a process for anal ysing
desti nation addresses. An optical scan systemis used
for sorting mail pieces into two categories according
to whether the address on a mail piece is machine

inmprinted or handwitten. As already enphasi zed above
i n the discussion concerning the prior art taught by
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D1, no sorting is perforned in the clainmed apparatus,
nor in the clainmed method.

The board agrees with the respondent and the opposition
division that, if the teachings of D2 and D1 were

conbi ned, this would result in an apparatus in which it
woul d not be possible for each mail piece to be scanned
for sizing (according to D1) and address readability
(according to D2), since the sorting perfornmed in D1
and D2 woul d preclude this.

Docunent D3 nerely denonstrates that it was known to
the French Post O fice before the priority date of the
contested patent to check the readability of an
address. This docunent cannot pose any threat to the
patent in suit because it nowhere discloses an
apparatus for, or a nethod of, categorising or
certifying a batch of pieces of mail. Since this
docunent is not relevant to the clained subject-matter,
it I's not necessary to ascertain whether it was
avai l able to the public before the priority date of the
patent in suit.

D4 di scloses international specifications concerning
vari ous paraneters relating to printed characters to be
read by an optical recognition system Paragraphs
5.4.6.2 t0 5.4.6.8 of D4, referred to by the appellant
in the grounds of appeal, concern acceptance conditions
for paraneters, such as internal contrast factor,
concerning the readability of characters, but this
docunent does not disclose, or suggest, an apparatus or
a nethod having the features specified in claiml1 or 9
of the patent in suit.
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Docunent D5 relates to a systemfor stacking articles
to be mailed under bulk mail rates which have the sane
zip code. This systemalso identifies stacks of
articles wth consecutive zip codes in which each stack
I's under the postal mninmumfor a stack and bundl es
themtogether if this wll produce a conbined stack
over the mninmum There is no suggestion in D5 to
provide certification of the mail. Since no such
sorting and handling according to zip code are
perfornmed by the apparatus according to claiml1, or in
the nethod according to claim9, this docunent is of
little relevance for the assessnent of inventive step
of the subject-matter of clains 1 and 9 of the patent
in suit.

D6 is the sol e docunent describing a nethod of pre-
handling a batch of nail pieces by the nmailer and

ai mng at reducing the burden of work to be perforned
by the Post Ofice. This nmethod consists in checking

t he postage paid for every batch of mail and appendi ng
to this batch a printed report containing certification
of the postage paid ("L affranchi ssenent d' un | ot de
courrier", see page 3, lines 19 to 22, and page 4,
lines 22 to 25). However, docunent D6 contains no
suggestion of scanning all the nmail pieces in a batch
to determne all the paraneters (a) to (e) specified in
claims 1 and 9 in order to prepare a report serving to
provide certification of the batch, as set out in these
cl ai ns.

Since the sorting systemaccording to D1 only detects
the di nensions of a nmail piece and the system accordi ng
to D6 only checks the postage paid, a conbination of
the teachings of D1 and D6 would not lead to the
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cl ai med subject-matter

The appell ant's subm ssions, that the subject-matter of
the i ndependent clains of the contested patent was
obviously wthin the reach of the skilled person when

| arge nailers were asked to do part of the work

ot herwi se done by the postal adm nistration, anount
only to nere allegations not supported by any cogent
reasoni ng show ng whi ch of the docunents D1 to D6 woul d
have been conbi ned, | et al one how they woul d have been
conbi ned by the notional person skilled in the art, to
arrive at the apparatus and nethod as defined in
respective clains 1 and 9 of the contested patent.

Havi ng revi ewed the evidence and argunents adduced by
the parties during the first instance proceedi ngs and
in the appeal proceedi ngs, the board concl udes that no
conbi nation of features nmentioned in the cited
docunents D1 to D6 woul d have resulted in an apparatus
or a nethod according to claiml1l or 9. In particular,
the idea of scanning an entire batch of mail to
determi ne the set of paraneters (a) to (e) for each
piece of mail in the batch in order to prepare a
printed report to provide certification of the mai
does not follow in an obvious manner fromthese
docunents. Neither the cited prior art nor the
argunents brought forward by the appell ant support the
view that the notional know edgeabl e but relatively
uni magi native person skilled in the art woul d have

t hought of the above-nentioned idea. This person cannot
be expected to envisage all this by hinself w thout at
| east sonme hint to point himin the direction of the
apparatus and net hod as cl ai ned.
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5. For these reasons, the appeal has to be dism ssed.

O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl W J. L. Weeler
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