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Summary of Facts and Subm ssi ons

0505. D

Eur opean patent application No. 92 912 232.3 is based
on the International patent application

No. PCT/ DK92/00 177 (International publication

No. WD 92/21 949), for which an Internationa

Prelim nary Exam nation Report under Chapter Il of the
PCT, stating that the clained subject-matter net the
requi renments of novelty, inventive step and industri al
applicability, had been established by the European
Patent Ofice, acting as the International Prelimnary
Exam ning Authority under Chapter |l of the PCT.

Upon entry of the application in the regional phase
before the EPO, the Exam ning Division on 11 April 1995
directly issued a communi cation under Rule 51(4) EPC
informng the applicant of its intent to grant a

Eur opean patent.

In his reply dated 16 January 1996 the appli cant
approved the text indicated in the above communi cati on
with the exception of several anendnents and
corrections to be entered into the clainms and the

descri ption.

I n support of the proposed anendnents, the applicant
submtted that he had becone aware of the foll ow ng new
prior art docunments not cited in the International

Search Report:

D5: US-A-4 428 017,
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D6: US-A-4 998 063; and

D7: DE-A-2 017 863.

He al so expl ai ned why the subject-matter of the anended
clainms in his view was patentable over these new

citations.

In a comuni cation pursuant to Article 96(2) and

Rul e 51(2) EPC dated 3 May 1996, the Exam ning Division
objected to the clarity of the clainms in the sense of
Article 84 EPC since they were not consistent with the
description, and it further submtted that the subject-
matter of the independent claimeither |acked novelty
in view of docunent D7, or did not involve an inventive
step since it was distinguished fromthe prior art

di scl osed in docunent D5 only by features described in
ei ther of documents D6 and Dv.

Wth his response dated 10 February 1997 to the above
communi cation, the applicant filed an anended set of

cl ai ne and new pages 24 and 33 of the description and
set out why, in his view, these docunents overcane the

Exam ni ng Division's objections.

He al so requested an interview, in the event the

Exam ning Division intended to refuse the application.

In a decision dated 21 March 1997, supplenented with a
further decision under Rule 89 EPC, dated 16 April 1997
and correcting the earlier decision by including a copy
of the clainms on which it was based, the Exam ning

Di vision refused the application.
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In a part of the decision entitled "Allowability of the
Amendnent s", inserted between a first part entitled
"Summary of Facts and Subm ssions” and a third part
entitled "Reasons for the Decision", the Exam ning
Division stated that several amendnents brought to the
clainms and description filed by the applicant on 10
February 1997 of fended agai nst the provisions of
Article 123(2) EPC

In the third part of the decision entitled "Reasons for
t he Decision", the Exam ning Division then submtted

t hat the independent clainms on the file lacked clarity
in the sense of Article 84 EPC, since they were not
consistent with the description as originally filed (as
enphasi sed twice in the decision), and that their

subj ect-matter was not novel in the sense of Article 54
EPC.

The appel lant (applicant) filed an appeal against the

deci si on.

As his main request, he requested that the appeal ed
deci sion be set aside and that the application be sent
back to the Exam ning Division for further prosecution
on the basis of the application docunents proposed with
his letter dated 10 February 1997.

As an auxiliary request, the appellant requested that
the application be sent back to the Exam ning D vision
for further prosecution on the basis of an anended set

of clains as attached to his statenent of the grounds
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of appeal dated 25 August 1997.

The appel |l ant further requested reinbursenent of the
appeal fee.

The set of clains in accordance with appellant's main
request conprises 10 clainms, of which clains 1 and 3,

the only independent clains, read as foll ows:

"1l. A nethod of determ ning induced change of
pol ari zation state of light in a polarization el enent
conpri si ng:

a) transmtting unpolarized Iight froma |ight source
at the one end of an optical transmtter wavegui de
means (21) to polarizer neans (31) at the other
end;

b) pol ari zi ng the unpol arized |light by the polarizer
means (31);

c) transmtting the polarized light through the
pol ari zation el enent (41, 41A, 41B) using at | east

one reflective optical elenent (51, 51A, 51B, 61);

d) analyzing the transmtted polarized light fromthe
pol ari zation el enent by an anal yzer neans (32);

and
e) transmtting the anal yzed polarized light fromthe

one end of an optical receiver wavegui de neans
(22) to a light detector at the other end;

0505. D Y A
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said optical transmtter wavegui de neans (21) and
sai d optical receiver wavegui de neans (22) being
substantially parallel;

wher ei n

f) t he unpol ari zed Iight while being polarized by the
pol ari zer nmeans (31), the polarized |ight while
bei ng anal yzed by the anal yser neans (32), or
both, are non-colli mat ed;

9) the Iight fromsaid other end of the optical

transmtter wavegui de neans (21) is reflected in
the light path between the polarizer neans (31)
and the anal yzer neans (32) by the at |east one
reflective optical elenent (51, 51A, 51B, 61) so
as to focus the reflected polarized |ight onto
said one end of the optical receiver wavegui de
means (22);

h) the anal yzed light exits the anal yzer neans (32)
fromthe sane side or parallel sides of the
pol ari zation elenent (41, 41A) as the polarized

light enters the polarizer nmeans (31); and

i) the polarizer neans (31) is located directly
adj acent to the optical transmtter wavegui de
means (21) and the anal yzer neans (32) is |ocated
directly adjacent to the optical receiver

wavegui de neans (22)."

0505. D Y A
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"3. A sensor device for determ ning induced change of
pol ari zation state of light in a polarization el enent

conpri si ng:

a) a polarizer neans (31) for polarizing unpol arized
light emtted fromthe one end of an opti cal
transmtter wavegui de neans (21) transmtting
unpol ari zed light froma |light source to the

pol ari zer neans (31);

b) a polarization elenment (41) conprising a suitable
pol ari zation active material in which an induced
ani sotropy in its index of refraction changes the
pol ari zation state of said polarized |ight
pol ari zed by the polarizer neans (31);

c) at | east one reflective optical elenment (51, 51A,
51B, 61) for reflecting said polarized |ight
transmtted through the polarization elenment (41);

and

d) an anal yzer neans (32)for anal yzing said polarized
light reflected by the at |east one reflective
optical elenent; said anal yzer neans positioned at
one end of an optical receiver wavegui de neans
(22) transmtting the analyzed |ight fromthe
anal yzer neans (32)to detection neans; said
optical transmtter wavegui de neans (21) and said
optical receiver wavegui de neans (22) being

substantially parallel;

wher ei n

0505. D Y A
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e) the at | east one reflective optical elenent (51,
51A, 51B, 61) is arranged to focus |ight
transmtted through the polarizer nmeans (31) from
said one end of the optical transm ssion wavegui de
means (21) through the anal yzer neans (32) onto
said one end of the optical receiver wavegui de
means (22);

f) t he anal yzed light exits the anal yzer neans ( 32)
fromthe sanme side or parallel sides of the
pol ari zation el enent (41, 41A) as the polarized
light enters the polarizer neans (31); and

g) the pol arizer means (31) is located directly
adj acent to the optical transmtter wavegui de
means (21) and the analyzer neans (32) is |ocated
directly adjacent to the optical receiver
wavegui de nmeans (22)."

VIIl. In support of his requests, the appellant provided
detailed argunents in favour of the allowability of the
clains in accordance with his main and auxiliary

requests.

Wth respect of his request for reinbursenent of the
appeal fee he also submtted that his filing of anmended
application docunents with his letter dated 10 February
1997 and his discussion of the nerits of the clainmed
subject-matter in view of the prior art docunents D5,
D6 and D7 anounted to a bona fide attenpt to deal with

t he Exami ning Division' s objections. Accordingly, he

0505. D Y A
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could legitimtely have expected to be warned e.g. by a
t el ephone conversation or a conmuni cation of the
Examining Division's intent to refuse the application,
in conformty with the instructions set down in the

Qui delines for Exam nation in the EPO (see

GQuidelines C VI, 4.3).

The Exam ning Division in the appellant's view al so

of fended agai nst the requirement of Article 113(1) EPC
t hat deci sions of the EPO be based only on grounds or
evi dence on which the parties concerned have had an
opportunity to present their comments. The appellant in
particul ar shoul d have been given the opportunity to
present his comments on the Exam ning Division's
refusal to consider that the features added to the

i ndependent cl ains as anmended with appellant's response
dated 10 February 1997 actually provided novelty of the
cl ai med subject-matter

The appel lant al so submtted that he tel ephoned the
primary exam ner of the Exam ning Division two or three
weeks after dispatch of his letter dated 10 February
1997, to ask if further anmendnents were consi dered
necessary. The primary exam ner indicated that he had
al ready decided to recommend refusal of the application
and that the interview requested by the appellant in
the above letter was not granted. Had the appell ant
wanted an interview, he should have requested oral

pr oceedi ngs.

Reasons for the Decision

0505. D Y A
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The appeal is adm ssible.

Refusal of the application after one communication
pursuant to Article 96(2) and Rule 51(2) EPC only

According to Article 96(2) EPC the Exam ning Division
shall invite the applicant as often as necessary to
file his observations. Wen applying this provision to
determne in a specific case whether an applicant
shoul d be given a further opportunity to present
comments or anendnents before refusing an application
after a single official comunication, the established
practice of the Exam ning Divisions as set out in
particular in the Guidelines for Exam nation in the

Eur opean Patent Ofice is to warn the applicant who had
made a bona fide attenpt to deal with the Exam ni ng
Division's objections, e.g. by a tel ephone conversation
or by a short further witten action, that the
application will be refused unless he can produce
further nore convincing argunents or nmakes appropriate
amendnents within a specified tine limt. Only when the
appl i cant has not nmade any real effort to deal with the
objections raised in the first communication, should
the Exam ning Division consider immediate refusal of
the application, this however being an exceptional case
(see Guidelines CGVI, 4.3). The Board sees no reason to

gquestion this established practice.

0505. D Y A
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In the present case, it is noticed that the Exam ning
Division in its only substantive conmuni cati on pursuant
to Article 96(2) and Rule 51(2) EPC dated 3 May 1996,
on the one hand objected to the clarity of the clains
in the sense of Article 84 EPC, on the ground that the
feature of independent clains 1 and 3, according to
which the reflected |light was focussed onto the fibre,
conflicted with a nunber of enbodi nents of the
description. Incidentally the Board in this respect
notices that the objected feature of the independent
clainms was already included in the i ndependent cl ains
on the basis of which the Examning Division initially
intended to grant a patent, before the exam nation was
resuned, following the appellant's filing of new prior
art docunents and anended clainms on 16 January 1996
(see the comrunication under Rule 51(4) EPC dated

11 April 1995).

On the other hand, the Examning Division in its only
substantive conmuni cati on contested the novelty and
inventive step of the subject-matter of independent

clains 1 and 3.

The appellant in his response dated 10 February 1997
filed an anended set of clains, together with anended

pages 24 and 33 of the description.

He al so explained in detail, over eight densely typed
pages of comrents, why the anendnents brought to the
description and cl ai ns overcane the Exam ning

Division's earlier objections.

0505. D Y A
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This reply must in the Board' s view, be considered to
constitute a bona fide attenpt to deal with these
obj ect i ons.

The Examning Division in its decision stated that "in
view of the fact that the matters at issue are of a
principal nature, and al so considering the course of
the procedure to date, an interview is not considered
appropriate", wthout further explanations (see point 7
of the decision). In the Board' s view, however, the

est abl i shed practice of warning the applicant before
refusing an application after a first substantive
communi cation is certainly not limted to case in which
the matters at issue are only of secondary inportance.
Nei t her coul d the Board recogni se any excepti onal
circunstances in the present case, which would have
justified departing fromthe above established
practice.

Quite on the contrary, the fact that the Internationa
Search Report, although not established by the EPO had
failed to cite the apparently highly rel evant

docunents D5, D6 and D7, which the appellant drew to
the Examning Division's attention of its own notion,
and the Exam ning Division' s apparent change of m nd as
to the question of the clarity of the clainms under
Article 84 EPC, in the Board' s opinion could have
justified particular attentions towards the appel |l ant

in the further handling of the application.

The appellant in his statenent of the grounds of appeal

i ndi cated that he actually phoned the primary exam ner

0505. D Y A
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of the Exam ning Division two or three weeks after his
filing of the response of 10 February 1997, to ask for
the status of the case and whether further amendnents
wer e consi dered necessary. The exam ner informed him
that he had al ready decided to recomrend refusal of the
application and that an interview was not granted. Had
t he appel l ant wanted an interview he should have

requested oral proceedings.

The Board has no reason to question the truth of the
appellant's statenent and there are no mnutes of the
conversation which could provide evidence that the
appel lant actually msinterpreted the information given
to himby the primary exam ner.

The primary exam ner's answer in the Board' s opinion
cannot be equated to a |ast warning to the appell ant
before the actual refusal of the application, since the
exam ner clearly expressed that the decision at that
stage was already final, and that it was too |ate, even
for oral proceedings. Incidentally, the information
given by the primary exam ner - apparently as early as
three to four weeks before the decision dated 21 March
1987 and six to seven weeks before the corrective
decision of 16 April 1987 - was clearly wong. The

deci si on-maki ng process following witten proceedi ngs
is indeed only conpleted on the date when the decision
to be notified is handed over to the EPO postal service
by the decision-taking departnent's formalities
section, not on the date the primry exam ner decides
to recormmend refusal of an application to the Exam ning

Di vision (see decision of the Enlarged Board of Appeal

0505. D Y A
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G 12/91, Q) EPO, 1994, 285).

Accordingly, the imediate refusal of the application
wi thout any prior warning to the appellant in the
Board's opinion constituted a substantial procedural
violation within the neaning of Rule 67 EPC in view of
Article 96(2) EPC

Basis of the decision

Deci sions of the European Patent O fice may only be
based on grounds or evidence on which the parties
concerned have had an opportunity to present their
comments (see Article 113(1) EPC).

In addition to the grounds of lack of clarity and
novelty already evoked in its only substantive

communi cation, the Exam ning Division in the inpugned
decision also for the first tine objected to the
conpliance of the anmendnents, brought to the clains and
description in response to the latter conmunication,
with the requirenments of Article 123(2) EPC. The

obj ections under Article 123(2) EPC were set out in a
portion of the decision entitled "Allowability of the
Amendnent s” inserted between the "Summary of Facts and
Subm ssions"” and the "Reasons for the Decision”
probably to suggest that the new objections against the
allowability of the anmendnents were not actually to be
consi dered as grounds on which the decision was based
in the sense of Article 113(1) EPC

In the Board's opinion, if a decision of the EPO

0505. D
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i ncl udes several grounds supported by respective
argunents and evidence, it is of fundanental inportance
that the decision as a whole neets the mandatory
requirenments of Article 113(1) EPC. Leaving it up to

t he deci ding body to suggest which of the grounds were
to be considered as the basis of the decision and which
were not - and did not therefore need to conply with
the requirements of Article 113(1) EPC - can only | ead
to |l egal uncertainty and confusion of the parties, for
instance with respect of the question of which

obj ections the appellant should actually overcone with
his appeal to benefit froman interlocutory revision in
the sense of Article 109 EPC (see al so the decision

T 802/ 97, not published in the QJ EPO).

Not inform ng an applicant before the refusal of his
application of a major non-conformty with the

requi renments of the Convention also deprives himof an
opportunity, in case he could have agreed to the

obj ection, of anmending his application in a way which
possi bly m ght al so have overcone the remaining

obj ections, thus avoiding both the refusal and a |l ater

appeal .

Mor eover, the question of the allowability under
Article 123(2) EPC of the anendnents brought to the
clains and the description actually was a central issue
of the decision, which also influenced - and tainted -
the Exam ning Division's handling of the remaining

obj ections against the clarity of the clains and the

novelty of their subject-matter.

0505. D Y A
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Concerning clarity, the anendnents brought by the
appellant to the description precisely ainmed at
overcom ng the Exam ning Division's objection in the
only substantive comunication that the description was
not consistent with the clains then on file.

The appeal ed deci si on however does not deal with the
qguestion of whether the so amended description is
consistent wwth the clains, but it sinply reiterates

t he objections already nmade in the comrunication on the
basis of a not yet anmended version of the description,
to conclude that lack of clarity results from an

al | eged i nconsi stency between the clains and "t he
description as originally filed" (enphasised twice in
t he deci sion, see paragraph 11). Cbviously, the
guestion of the clarity of the clainms and of their
support by the description should be decided on the
basis of the docunents of the application in the
version in which grant is requested, not by conparing
the valid clainms with any earlier version of the

descri ption.

0505. D Y A



- 16 - T 0984/ 97

Wth respect to the objection of |ack of novelty raised
in the decision under appeal against independent

claims 1 and 3, it is noticed that the added feature,
according to which the pol arizer means and anal yzer
means are located "directly"” adjacent the transmtter
and the receiver wavegui de neans, is first considered
in the decision to of fend agai nst the provisions of
Article 123(2) EPC as neaning that no air gap exists
bet ween the respective conponents (see paragraph 9.2 of
the decision). Turning then to the question of the
novelty of the subject-matter of the clains in view of
t he contents of docunent D7, the Exam ning Division on
the contrary ignores the allegedly inadm ssible
[imtation, to reiterate its reasoning in the earlier
communi cation, to the effect that the feature is

antici pated by the known presence of an air gap between
t he conponents (see point 12.2.2 of the decision).

Thus, in the Board's opinion, the questions of the
proper interpretation, and of the admssibility, of the
amendnent s brought by the appellant to the clains and
description in response to the Examning Division's
only substantive conmmunication are central issues of

t he deci si on under appeal. That the appellant had no
oportunity to comment on them constitutes a further
substantial procedural violation within the neaning of
Rule 67 EPC, in view of Article 113(1) EPC

Further prosecution

I n accordance with Article 10 of the Rules of Procedure

of the Boards of Appeal, a Board shall remt a case to

0505. D Y A
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the departnent of first instance if fundanental
deficiencies are apparent in the first instance
proceedi ngs, unless special reasons present thenselves
for doing otherw se.

Several fundanental deficiencies are indeed apparent in
the present case (see points 2 and 3 above).

The appellant as his main request hinself requested
that the application be sent back to the Exam ning
Division for further prosecution, which the Board al so

deens appropriate in the present circunstances.

The appeal thus being deened al |l owabl e, and

rei mbursenent of the appeal fee being further

consi dered equitable by reason of substanti al
procedural violations, such reinbursenment as requested

further by the appellant, shall be ordered in
accordance with Rule 67 EPC

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The case is remtted to the Exam ning D vision for
further prosecution on the basis of the application

docunents filed with letter dated 10 February 1997.

3. Rei mbur senent of the appeal fee is ordered.

0505. D Y A
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The Regi strar: The Chair man:

P. Martorana E. Turrini
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