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Summary of Facts and Subm ssi ons

2624.D

Thi s appeal is against the decision of the exam ning
division to refuse the application on the ground that
the subject-matter of claiml did not neet the
requi renments of Article 84 EPC. Inter alia the
foll ow ng docunents were cited in the deci sion:

Dl1: EP-A-0 248 711

D2: Electronic Letters, vol. 26, No. 5, 1 March 1990,
pages 276 to 277; HSIEH et al.: 'Motion estimtion
al gorithmusing interbl ock correl ation’

The appel |l ant (applicant) | odged an appeal against the
deci sion and paid the prescribed fee. The subsequently
filed statenent of grounds of appeal contained a new
set of clains 1 to 21. A request for reinbursenent of
the appeal fee was filed as well as an auxiliary
request for oral proceedings.

Foll owi ng a comuni cation fromthe Board pursuant to
Article 11(2) of the RPBA, the appellant filed new
clains 1 to 12 and description pages 1 to 45 of a main
request and new clains 1 to 9 and new description pages
of an auxiliary request. The oral proceedi ngs were
cancel l ed in accordance with appellant's letter, filed
on 18 August 1999. The appellant stated therein (cf.
under paragraph IV at the end of the letter) that ora
proceedi ngs m ght becone superfluous, if the Board
consi dered that no (or only mnor) anendnents were
necessary to bring the application "into a

consi deration for allowance". The appellant requested
that the decision under appeal be set aside and a
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patent granted on the basis of the follow ng docunents:

Mai n request:

d ai ns: 1 to 12, received on 16 August 1999;

Descri pti on: pages 1 to 45, received on 16 August
1999;

Dr awi ngs: sheets 1 to 19, as originally fil ed.

First auxiliary request:

d ai ns: 1to9, received on 16 August 1999;

Descri ption: pages 1 to 45, received on 16 August
1999;

Dr awi ngs: sheets 1 to 19, as originally fil ed.

In a second auxiliary request the appellant decl ared
hi nsel f ready to revise the description and the

drawi ngs such that the parts relating to what is
referred to in the description as the "first

enbodi nent"” and the "third enbodi nent" were cancell ed.

Caiml of the main request reads as foll ows:

"“A picture signal encoding apparatus for encodi ng a

pi cture signal on a bl ock-by-bl ock basis conprising
ort hogonal transform neans (22), neans (23) for

quanti zing the transfornmed data and neans (24) for
encodi ng the quantized data, the apparatus furthernore
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conpri si ng:

a local decoding neans (27,28) for locally decoding

sai d quanti zed dat a,

a notion detecting neans (30, 31),

a notion conpensating nmeans (32) for producing a

predictive picture by notion conpensating on the basis

of output information fromsaid neans for orthogona

transform ng and said notion detecting neans (31), and

a difference data neans (21) for conputing difference

data between said predictive picture produced by said

notion conpensating neans (32) and an original picture

signal corresponding to said predictive picture,

wherein said notion detecting neans conprises neans for

di viding a bl ock under consideration for notion

conpensation into at |east four subblocks (A B, C D)

and for calculating notion vectors (VA VB, VC, VD) of

sai d subbl ocks (A, B, C, D),

characterized in that

said notion detection neans further conprises

nmeans for calculating difference vector data (VAB, VAC
., VCD) fromsaid notion vectors,

nmeans for classifying said difference vector data (VAB,

VAC, ..., VCD) and neans for generating based on the

result of the classification a representative vector to

be used when noti on conpensati ng and when encodi ng the

guanti zed data."

In independent claim5 of the main request, the feature
in the pre-characterising portion of dividing a block
into at | east four subblocks is mssing and the
characterising portion is replaced by:

"said notion detecting neans further conprises
a difference data extracting neans (51) extracting a
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di fference notion vector information by conparing the
noti on vector of a target block (X) under consideration
with the respective notion vectors of at |east

nei ghbouri ng bl ocks preceding said target bl ock and

a processing neans (52, 53) classifying said notion
vector data and/or said further difference vector
information as to equality and code | ength, selecting
the notion vector data of a neighbouring block if there
is equality, at least within prescribed |imts, and if
not the difference vector information having the
shortest code | ength, and

nmeans for generating a representative information based
on the selection result to be used when notion
conpensati ng and when encodi ng the quanti zed data."

| ndependent nethod claim 11 corresponds essentially to
apparatus claim 1.

Claim12 reads as foll ows:

"A recording nedium being recorded with an encoded
pi cture signal encoded according to the nethod of
claim 1l or encoded by an encodi ng apparatus as set
forth in anyone of clains 1 to 6."

The clains of the auxiliary request correspond to those
of the main request with the exception that clains 5
and 6 of the nmain request have been del et ed.

The appel | ant argued as fol | ows:
The i nvention concerned a notion detecting neans for a

pi cture encodi ng apparatus such as that disclosed in
D1. The central aspect of the invention was the
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cal cul ati on and judgenent of the difference vector data
fromthe notion vectors of the subblocks. Even if it
were obvious fromD2 to cal culate difference vector
data and to choose the nost appropriate difference
vector, the claimed processi ng was not described or
render ed obvi ous.

The rei nbursenent of the appeal fee was justified for
three main reasons.

Firstly, the refusal was conpletely surprising, because
in the single communication the exam ner stated that in
view of the formal objections no conplete exam nation
could be carried out. This could al so be deduced from
the fact that the exam ner only gave a tentative

opi nion on inventive step, using the word "appears".
The applicant therefore had no opportunity or reason to
present argunents on inventive step

Secondly, the statenent at page 7, lines 2 to 9 of the
decision that the feature of "generating information
representing a representative notion vector" was not in
an i ndependent claim was wong, since that feature was
present in claiml. As a result, the applicant's
argunments about this feature were not conmented on in
the decision, so that the decision was not sufficiently
reasoned.

Thirdly, the ground for refusal under Article 84 EPC
nmentioned in paragraph 11 of the decision was a further
ground of refusal, since paragraph 2 of the decision
stated that the clarity objection had been net.
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Reasons for the Deci sion

1

2.1

2.2

2624.D

The appeal is adm ssible.

The application

The application relates to the well known techni que of
noti on conpensated predictive coding. In predictive
coding the picture to be coded is predicted on the
basis of the previous (reference) picture and only the
difference is coded. Mdition conpensation conprises two
steps. Firstly, notion estinmation determ nes how nuch
the picture to be encoded has noved relative to the
reference picture. A notion vector for a pixel block is
cal cul ated which represents the notion for the bl ock.
Secondly, the notion conpensation adjusts the block in
the reference picture according to this cal cul ated
noti on vector so that the difference between the
picture to be coded and the reference picture will be
smal l er, which results in |less data to be coded. The
coding step uses a discrete cosine transform zig-zag
scanning of the coefficients and variable | ength

codi ng.

The application contains various aspects and

enbodi nents of which the fourth aspect or second

enbodi nent, described in the published application at
page 3, lines 4 to 11, page 7, line 46 to page 10,

line 22 and Figure 13, is clainmed in claiml. In this
enbodi nent, the 8 by 8 (pixel) block is divided into
four 4 by 4 (pixel) subblocks (see Figure 14). A notion
vector is calculated for each subbl ock (Vs Vg Vo, Vo). The
four differences are forned between each conbi nati on of
the four notion vectors. Each difference is conpared
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with a threshold which effectively determ nes which
notion vectors are simlar to each other. If all the
differences are |ower than the threshold, this neans
that the notion vectors of the subblocks are simlar
and can be represented by a single vector, called the
representative vector. This is pattern PT1 in

Figure 15. If the notion vectors of the blocks A and B
are simlar to each other and so are those of C and D
the pairs being different, the block is classified as
pattern PT2. This requires two representative notion
vectors. Various other classification patterns are
possi bl e. The seven classifications are given in

Table 1 in Figure 16 which give rise to the seven codes
given in Table 2 in Figure 17. The appropriate code is
added to the encoded picture data in a nultiplexer.

The technique of the third enbodi nent (see page 10,
line 23 onwards in the published application) reduces

t he anmpbunt of notion vector information which is
transmtted by relating a current notion vector to a
previous notion vector in what is essentially a

predi ction encodi ng of notion vectors. One notion is
cal cul ated for each block (see Figure 21). If the
notion vector of the current block is simlar to a

noti on vector of a previous block (X, Xg or Xo, this
Is indicated by a particular code (see Figure 22). Only
this code is transmtted and not the notion vector (see
page 10, lines 52 to 56). If the current vector is not
simlar to any of the chosen reference vectors, the
smal | est of the vector itself and any of the difference
vectors with respect to the reference vectors is
transmtted with an appropriate identification code.

The first enbodi nent (see page 5 to page 7, |line 45 and
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Figure 1) in the published application is conpletely
different and has nothing to do with notion
conpensation (conpare Figures 1 and 13). Here the idea
Is to reduce the quantity of encoded data by increasing
t he nunber of coefficients that are zero after the zig-
zag scanning step (see page 5, |line 53). This is done
by dividing the bl ocks into 4 subbl ocks (see Figure 2A)
and determ ni ng whi ch subbl ocks are flat, ie. have no
significant variation in pixel data within the

subbl ocks. The pi xel data of subbl ocks which are not
flat are symmetrically reflected into the flat ones
(see Figures 2, 3, 5, 7 and 8). A property of the
transformation is that the transform of such
symmetrical bl ocks contains colums or rows of zeros
(see Figures 4, 6 and 9). A nodified zig-zag scanning
(see Figure 10B) results in a greater run of zero
coefficients and hence nore efficient coding. An

i ndication of the flatness of the subblocks is

mul ti pl exed with the inage data and is used by the
decoder to work out which data has been reflected so
that the block can be restored to its original content.

The deci si on under appea

The refused claiml related to the above-nenti oned
second enbodi nent .

The | ast paragraph of the decision under appeal gives
the reason for the refusal as "the absence of an

al l owabl e set of clains (Articles 84 and 52)", thereby
giving the inpression that the application was refused
separately under Article 84 EPC and Article 52 EPC
However, in the Board's judgenent, it is apparent from
the various partially overl apping objections in the
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deci sion, nentioning result to be obtained

(paragraph 3), unclear terns (paragraph 4), vague and
general expression (paragraph 5), and functional terns
(paragraph 8) that claim 1 according to the exam ni ng
division's opinion did not neet the requirenents of
Article 84 EPC. In particular, the feature of the
"pattern form ng neans”, which was used to claimthe
processing of the difference vectors described above,
represented a result to be achieved and, therefore, did
not properly define the matter for which protection was
sought as required by Article 84 EPC.

In the Board's opinion, the reasoning in the decision
concerning inventive step was nerely an indication that
t he exam ni ng division saw no i mredi ate prospect of
granting a patent. This was given to indicate that even
if the objection under Article 84 EPC were overcone by
anmendnent, it would not necessarily lead to an
allowable claim It is, therefore, clear that the
deci si on does not consider |ack of inventive step as a
ground for refusal.

Rei mbur senent of appeal fee

The above-nentioned slightly confusing nature of the
deci sion appears to result fromthe exam ni ng
division's apparent difficulty in articulating the
obj ection under Article 84 EPC. This however is a
substantive and not a procedural matter.

The fact remains that an objection under Article 84 EPC
had been communi cated to the applicant, albeit in a
rather brief form in the conmunication fromthe
exam ni ng divi sion. Mreover, the applicant had taken
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the opportunity to conment on the objection. It is

cl ear however fromthe end of paragraph 8 of the
deci si on under appeal that the exam ning division had
consi dered the applicant's argunents but was not

convi nced by them

It is true that the application was refused after only
a single communication and that the applicant had made
a nunber of anmendnents to the clainms. However the only
anmendnent that was nade in response to the objection
under Article 84 EPC to the feature of the "pattern
form ng neans"” was to change the words "for generating
information on a pattern of" to "for generating pattern
i nformati on representing”. This was acconpani ed by the
argunment that, in the applicant's opinion, this
functional formulation should have been allowable. In
the Board' s judgenent, it is apparent that this
response has not overcone the exam ning division's

obj ecti on.

In the Board's judgenent, no procedural violation
occurred in this sequence of events that could lead to
a rei nbursenment of the appeal fee under Rule 67 EPC.

Anmendnent s

Duri ng the appeal proceedings, the appellant has nade
several anmendnents to claiml1l. Firstly, the claimnow
explicitly states that the notion detection neans
cal cul ates notion vectors for the subbl ocks and

cal cul ates difference vector data fromthese notion
vectors. Secondly, the feature of the "pattern formng
means"” has been replaced by the features of classifying
the difference data and generating a representative
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vector for notion conpensati on based on the result of
the classification.

The Board finds that these anendnents are supported by
originally filed claim2, which deals wth the

di fference vectors and the representative vector, and
the originally filed description. Although the word
"classifying"” is not explicitly nentioned, the Board
judges that it is derivable fromthe "judgi ng" of the
pattern of the difference vectors disclosed at page 8,
line 37 in the originally filed description. Moreover,
the description, at page 10, lines 14 to 19 states that
the selection of the block pattern is not limted by
the details of the enbodi nent.

Clarity of claim1l

Caiml of both main and auxiliary requests now
contains the features "neans for classifying said

di fference vector data" and "neans for generating based
on the result of the classification a representative
vector to be used when notion conpensating and when
encodi ng the quantized data".

The Board has considered these features in the |ight of
the exam ning division's various objections under
Article 84 EPC. Froma linguistic point of viewthe
features are clear. The features do not claima result
to be achi eved because no result, such as reducing the
guantity of notion vectors, is actually nentioned in
the claim The features are not vague, but are
certainly general, since classifying could be achieved
in a nunber of ways. However, broadness of a claimin
itself is not prohibited under Article 84 EPC, provided
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the claimis supported by the description. In the
Board's judgenent, the general idea of calculating and
classifying the difference vectors in subblocks is
supported by the discussion of the enbodinent in the
description, essentially for the same reasons given
above in connection with the allowability of the
amendnments. It is true that the features are
functional, since the actual details of how the
classification and generating is perfornmed, eg. by the
use of the tables in Figures 16 and 17, are not given.
However, functional features are also not in thenselves
obj ectionable if the skilled person could inplenent
them The Board again judges that, in the present case,
the skilled person would be able to inplenent neans to
classify the difference vectors and generate a vector
whi ch represents them

It nust be renenbered, of course, that for the purposes
of evaluating novelty and inventive step, the clains
must be interpreted in their broadest sense.

In the Board's judgenent therefore claiml1, and the
correspondi ng net hod clai ns, of both requests neet the
requi renments of Article 84 EPC

Furt her exam nati on

It follows fromthe above that, in the Board's

j udgenent, the examining division did not fully

consi der the issue of inventive step. Mreover, the set
of clains of the main request has now been anended and

i ncl udes addi tional independent clains and al so anended
and new dependent clains (cf. appellant's letter, filed
on 16 August 1999, page 2). The Board therefore judges
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that it is appropriate to remt the case to the
exam ning division for further prosecution.

In particular, the clains should be exam ned to see if
their general subject-matter involves an inventive step
over the prior art. The Board notes that the appell ant
states at page 4, paragraph 2 of the last letter of
reply that "it seens not necessary to include further
features into the independent clains such as those of
clains 2 and/or 3 or of clains 6 or even Figure 22,
respectively". The correctness of this statenent shoul d
be exam ned.

As a result of an objection fromthe Board agai nst the
conbi nation of the subject-matter of the second and
third enbodi nents, the nmain request now has two

I ndependent apparatus clains; claim1l directed to the
second enbodi nent and claim5 directed to the third
enbodi nent .

It appears to the Board that claim5 of the main
request is prima facie clear and supported by the
description. However, the claimis not the sane as the
originally filed independent claim8 which was directed
to the third enbodi nent. This new claim5 nust
therefore also be exam ned in respect of al
requirenents of the EPC, in particular for unity with
claim1l. Since according to Article 82 EPC, unity
relies on an inventive el enent between the clains, the
Board judges that this exam nation should be carried
out by the exam ning division which has anyway to
exam ne the clains for inventive step

The Board notes that both requests contain a new cl aim
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to a recording nedium The patentability of this claim
shoul d be exam ned.

7.6 The anendnents to the description should al so be
exam ned. In particular, whether the description of the

first and/or third enbodi nent should be del eted as
suggested in the appellant's second auxiliary request.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

3. The request for rei nbursenent of the appeal fee is
refused.

The Regi strar: The Chai r man:

M Ki ehl P. K J. van den Berg

2624.D



