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Summary of Facts and Subm ssi ons

2375.D

Eur opean patent application No. 93 914 069.5, filed on
24 May 1993 as the International patent application

No. PCT/ US93/04865, claimng priority froman earlier
application in the USA (887643 of 29 May 1992) and
publ i shed on 9 Decenber 1993 under No. WO 93/ 24543, was
refused by a decision of the Exam ning Division of the
Eur opean Patent O fice dated 30 May 1997. That deci sion
was based on a set of twenty clains filed on 7 Novenber
1995, daim1l reading:

"An aircraft anti-icing fluid conprising, in adm xture,
a glycol, water, and a hydrophobe-bearing, alkali -
swel | abl e, polyneric thickener which thickens
principally by an internol ecul ar associ ati on anong

hydr ophobe groups, said fluid being sufficiently
viscous to adhere to the airfoil surfaces of an
aircraft at rest, but becomng sufficiently fluid under
the influence if wind shear forces to flow off the
airfoil surfaces when they are at or near take-off
speed. "

Dependent Clains 2 to 9 referred to preferred
enbodi nents of the fluid according to Caim 1.

Claim 10 read:

"A conposition conprising an anti-icing fluid suitable
for ground treatnment of aircraft which conprises a

gl ycol - based aqueous sol uti on contai ni ng macr ononomner -
cont ai ni ng pol ynmer thickener in an anmount sufficient to
thicken the fluid to pronote its adherence to aircraft
surfaces when applied to a stationary aircraft but al so
allow for its wind shear-induced renoval during the
takeoff run prior to rotation, wherein the
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macr onononer - cont ai ni ng pol ymer conpri ses:

(A about 1-99.9 weight percent of one or nore
al pha, bet a- nonoet hyl eni cal | y unsat ur at ed
car boxylic acids;

(B) about 0-98.9 wei ght percent of one or nore
nonoet hyl eni cal | y unsat urat ed nononers;

(O about 0.1-99 wei ght percent of one or nore
nonoet hyl eni cal | y unsat urat ed nmacr onononers

(D) about 0-20 wei ght percent or greater of one
or nore polyethylenically unsaturated
nononer s;

and the glycol is present in an anount of at |east

about 40 wei ght percent, based on the total

conposition.”

Dependent Clains 11 to 20 were directed to preferred
enbodi ments of the conposition of C aim 10.

The Exam ning Division held that the clained subject-
matter did not satisfy the requirenents of Articles 84
and 83 EPC. In particular, it was found that the term
"pol ynmeric thickener" was obscure and that "which

t hi ckens principally by an internol ecul ar associ ati on
anong hydrophobe groups” was a paraphrase of what was
assuned to be the predom nant nechani smrather than a
paranmeter. It was not possible to read the claimwth
an attenpt to make technical sense out of it and the

i nvention could have been defined nore precisely

wi thout unduly restricting the scope of the claim To
all ow such clainms would result in an unjustified
nonopoly with respect to the disclosure of the
application and the unclarities therein. Mreover, the
functional definitions used in the clains conprised a
host of possible alternatives inposing an undue burden
on the skilled person | ooking for thickeners and fluids
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to nmeet these requirenents.

The Exam ning Division al so stated that although

Clainms 10 and 11 woul d appear to provide sonme of the
necessary definitions, it was not certain that all such
t hi ckeners woul d be able to performas suitable
conponents in an anti-icing fluid conposition.

On 30 July 1997 a Notice of Appeal was | odged agai nst

t hat decision, together with paynent of the prescribed
fee. The Statenent of G ounds of Appeal was filed on
24 Septenber 1997. In conclusion of its argunents
supporting the broad formulation of the clainms on file,
t he Appell ant requested that, should the Board decide
to allowonly a nore restrictive formul ation, a
question of |law be referred to the Enlarged Board of
Appeal . By a fax received on 6 Septenber 2000, an
alternative set of ten clains was fil ed.

At the oral proceedings before the Board, held on

7 Septenber 2000, after several objections by the Board
concerning the wording of the clains according to the
main and the auxiliary requests, both requests were
abandoned and repl aced, as the sole request, by a new
Claiml formng the basis of a new set of clains to be
conpleted later. That Claim1 reads a foll ows:

"An aircraft anti-icing fluid with an apparent
viscosity of 100 - 20,000 nPa.s, which adheres to the
airfoil surfaces of an aircraft at rest, but becones
sufficiently fluid under the influence of wnd shear
forces to flow off the airfoil surfaces when they are
at or near take-off speed, conprising a glycol in an
anount of at |east about 40 wei ght percent, based on
the total conposition, water and | ess than 5 wei ght
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percent of a polyneric thickener conformng to the
foll ow ng fornul a:
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wherein acid nononer X is 10-40% co-pol yneri zabl e non-
associ ative nononer Y is 10-50% associative nononer Z
is 5-30%with p equal to 20-80 noles of ethoxylation,

t he hydrophobe R is an al karyl or has the follow ng
structure:

2375.D BN
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R1—0—CHz
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wherein R, and R, are the sane or different and are
hydrogen or a substituted or unsubstituted nonoval ent
hydr ocar bon resi due. "

The Appel lant, which thereafter no | onger naintained
its request to refer questions to the Enlarged Board of
Appeal , reserved the right to file dependent clains in
case of referral to the first instance.

The argunents concerning the wording of the claim
submtted during the oral proceedings can be sunmari sed
as follows:

(1) Al t hough the point had not previously been
rai sed in the appeal procedure, the Appell ant
drew the Board's attention to a substanti al
procedural violation by the Exam ning Division,
since a request for oral proceedi ngs had been
i gnor ed.

(i) Regarding Article 123(2) EPC, the application as
originally filed provided an adequate basis for
t he amendnent s.

(iii) Regarding Article 84 EPC, the present wording of
the clains provided a clear definition of the
cl ai med subject-matter. In particular, the
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conposition of the anti-icing fluid and the

pol yneric thickener as well as the unsaturated
carboxylic acid noiety, the nonoethylenically
unsat urated nononer noiety and the macronononer
noi ety, which the Board had indicated to be al
essential features of the invention, were now
preci sely defined.

The Appel l ant requested that the decision under appeal
be set aside and that the case be remtted to the

Exam ning Division for further prosecution on the basis
of Claiml as filed at the oral proceedings.

Reasons for the Decision

1

The appeal is adm ssible.

Article 123(2) EPC

2.2

2.3

2375.D

Wth respect to the wording of Claim1l1 as originally
filed, the present version differs by (i) the apparent
viscosity, (ii) the amount of glycol, (iii) the anount
of polymeric thickener and (iv) the conposition of the
pol ymeri c thickener

The range of 2,000 to 10,000 nPa.s for the apparent
viscosity of the anti-icing fluids is disclosed on
page 30, paragraph 5 of the original application.

The amount of glycol finds its basis on original
page 5, third full paragraph.

The amount of polyneric thickener is supported by
page 5, first full paragraph, of the application as
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originally filed.

The conposition of the polyneric thickener is disclosed
on original pages 19 and 20, in conjunction with
original page 9, first full paragraph

Hence, the anendnents to the clains are in conformty
with the requirenments of Article 123(2) EPC.

Article 84 EPC

2375.D

The conpliance with the requirenents of this article
has to be examined not only in terns of clarity and
support by the description, but also in terns of
consi stency of the description nmade of the all eged

i nvention.

As expl ained by the Board during oral proceedings wth
reference to the original application, the
characterisation of anti-icing fluid conpositions by
means of functional definitions raises questions which
need to be considered on two |evels.

The first one appears if one considers Claim1l of the
original application, which was worded only in
functional ternms anmounting to nere desiderata. Such a
formul ati on of the clained subject-matter woul d oblige
the skilled reader, wishing to give a practical neaning
to the clainms, to make hinself the invention. As set
out in the decision T 39/93 (QJ EPO 1997, 134),

however, such a contribution could not be expected from
a person skilled in the art, because as an ordinary
practitioner and unlike the inventor he was not
possessed of any inventive capability.
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The second | evel appears if one tries to fornulate a
claimon the basis of the features allegedly essential,
as they appear fromthe description, in particular from
the "Di scl osure of the Invention"” and the "Detail ed
Description"” (page 3, paragraph 2 to page 18,

paragraph 1). This would result in a claim

i ncorporating the definitions of (a) the macronononmer-
cont ai ni ng polyner, (b) the nonoethylenically

unsat urated macronononer and (c) the conpl ex hydrophobe
conpound, corresponding broadly to a conbinati on of
original Cains 1, 10, 11 and 12. In the Board's
opinion, in view of the information provided about the
various rheol ogy nodifier design variables and their

i nfluence on the fluid s steady shear viscosity
profile, the viscoelastic and extensional properties as
wel |l as the thickening efficiency (see page 32, line 3
to page 33, line 4), a skilled person operating within
the framework corresponding to the definition of the
vari ous conponents woul d be able, w thout inventive
contribution, to obtain anti-icing fluids having the
desired properties.

However, as further explained by the Board during oral
proceedi ngs, such a definition of the clained subject-
matter, although based on both the general and the
specific disclosure of the invention, would be

i nconsistent with the statenent bridgi ng page 20 and
21, which says that "The essence of the macrononomer is
a conpl ex hydrophobe carrying a pol yet hoxyl ate chain
(whi ch may include sonme pol ypropxyl ate group) and which
is termnated with at |east one hydroxy group”. This
requirenent is clearly inconpatible with the broad
definitions of the various groups indicated by "R' as
wel |l as the definition of the conpl ex hydrophobe
conmpound (conpare Formulae (i) and (ii); original
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Claim12), in which the indices are such that the
et hyl eneoxy segnments may be totally absent.

The Iimtation to the preferred polyneric thickener
according to formula XV, which corresponds to a
terpolymer nethacrylic acid / ethyl acrylate /

macr onononer containing 20 to 80 nol es of ethoxylation,
overcones all these inconsistencies. It also is in
conformty with the above-nentioned paragraph of the
description, according to which the pol yet hoxyl ate
chain may include some pol ypropoxyl ate groups, in
contrast to the broader statenent on page 19 which
regards propoxylation as an alternative to

et hoxyl ati on.

The present wording of Claim1l further provides a clear
definition of the claimed subject-matter as regards the
amounts and the conposition of the various conponents
of the anti-icing fluid as well as the apparent
viscosity which the fluid should possess in order to
conmply with the requirenments of adherence to the
airfoil surfaces of an aircraft.

Moreover, this fornmulation is not |ess specific than
that of the prior art conpositions referred to in the
application in suit, which clearly identify the various
i ngredi ents.

For these reasons, the Board is satisfied that the
requi renents of Article 84 EPC are fulfilled.

Substanti al Procedural violation

2375.D

During the oral proceedings before the Board the
Appel l ant pointed out for the first tinme that a



4.2

2375.D

- 10 - T 1053/ 97

substantial procedural violation had occurred before
the first instance since a request for oral proceedi ngs
had been ignored. The Appellant did however not request
any rei nbursenent of the appeal fees or any other
consequenti al renedy.

The Appel |l ant expl ained the fact that the point had
been rai sed at such an extrenely | ate stage by
admtting that they thenselves had not noticed it any
earlier.

Fromthe file it appears that an auxiliary request for
oral proceedings was filed with a |letter dated

6 Novenber 1995, whereas two requests for "... a
reasoned decision which wll then be appeal ed by the
Patentee. " (letter of 21 March 1996, page 2, | ast
paragraph) and "... a reasoned decision by the

Exam ning Division ..." (letter of 2 April 1997,

page 2, last line) were filed after that. Although the
request for oral proceedings was not explicitly

wi t hdrawn and a proposal for a possible presentation of
advant ages and broad applicability was nmade in rather
vague words (letter of 8 Novenber 1996, page 2, first
full paragraph) the requests for an appeal abl e deci si on
were formulated in such unreserved terns that the clear
i npressi on was conveyed that oral proceedi ngs were not
desired anynore. Therefore, in the Board's view, no
substantial procedural violation has taken place.

Furthernore, the Board fails to see the rationality for
t he conpl ai nt since no request concerning the
consequences of a substantial procedural violation had
been filed (e.g. reinbursement of the appeal fee or to
decl are the decision under appeal null and void).
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5. In view of the major amendnents to Claim1l the
Appel lant's request for the possibility to file
dependent clains at a | ater stage, should the Board
decide to remt the case to the first instance for
further prosecution, was all owed.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Exam ning Division for
further prosecution on the basis of CCaim1 as filed at
t he oral proceedings.

The Regi strar: The Chai r man:

E. Gorgmai er C. Gérardin

2375.D



