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Summary of Facts and Subm ssi ons

1161.D

Eur opean patent No. 0 494 489 was revoked by the
opposition division's decision dispatched on 4 Novenber
1997.

The proprietor filed an appeal and paid the fee on
20 Novenber 1997 and filed a statenent of grounds on
10 March 1998.

Claim1 of the main request as submtted in the ora
proceedi ngs before the opposition division reads:

"A netal lic gasket (1) conprising a bead-carrying base
menber (10) which is fornmed out of an elastic netallic
material and has a flat surface (14), first cylinder
bore-aligned holes (2) formed in parallel with one

anot her in said bead-carrying base nenber (1), an
auxiliary nmenber (11) | am nated on said bead-carrying
base nmenber (10) and forned out of a netallic material,
and second cylinder bore-aligned holes (3) forned in
said auxiliary nmenber (11) so that said second hol es
(3) are in parallel with one another and in alignnent
wth said first holes (2); and beads (12) forned so as
to project fromthe portions of said flat surface (14)
of said bead-carryi ng base nenber (10) which extend
along the circunferential edges of said first cylinder
bore-aligned holes (2); and fol ded portions (13) forned
by folding the portions of said auxiliary nenber (11)
whi ch correspond to the circunferential edge portions
of said second cylinder bore-aligned holes (3) toward
sai d bead-carrying base nenber (10);

characterised by said auxiliary nmenber (11) being
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| am nat ed on the side of said bead-carrying base nenber
(10) from which said beads (12) project, with free end
portions of said folded portions (13) not superposed on
said beads (12), said folded portions (13) of said
auxiliary menber (11) being spaced in a no-load state
fromsaid flat surface (14) of said bead-carryi ng base
menber (10), and said folded portions (13) and said
beads (12) being provided in a spaced manner so that
said folded portions (13) and said beads (12) are not
super posed on each other, and adjacent beads (12) neet
each other in regions between adjacent holes (2) to be
united into a single bead portion (12) respectively."

The foll ow ng docunents were referred to in the appea
proceedi ngs:

D5: JP-U-62-115 562

D5': JP-Y-4-16 026

- D5 and D5' are present in various copies with
various translations

D9: "Die Zylinderkopfdichtung in der Patentliteratur
Teil 111", MIZ Motortechni sche Zeitschrift 48
(1987) 12 (pages | to VIII)

D11: US-A-4 861 047

D12: DE-C- 3 724 862

D13: DE-C-2 849 018

D14: JP-U-63-180 769 (a single page) and a translation
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into English
I V. Oral proceedings with all parties present were held on
2 July 1999.

During the appeal proceedings the appell ant
(proprietor) argued that neither D5 nor D14 woul d
teach the skilled person not to superpose the beads of
t he base nenber and the fol ded portions of the
auxi | iary nmenber. Accordingly no conbination of the
avai |l abl e prior art would |l ead the skilled person to
the cl ai ned subject-nmatter

During the appeal proceedi ngs respondent | (opponent 1|)
argued that the clainmed subject-matter was not novel
over Dl14. Both respondent | and respondent II

(opponent 11) argued that the clainmed subject-nmatter
was not inventive starting fromD5 or Dl14. Respondent
Il maintained that claim1 of the auxiliary request
contravened Article 123(2) EPC

V. The appel | ant requested that the decision under appeal
be set aside and the case renmitted to the first
instance with the order to naintain the patent on the
basis of either the main request or the auxiliary
request:

- the respective claim1 of which as submitted in
t he oral proceedings before the opposition
di vi si on,

- clains 2 to 8 as granted,

- colums 1 to 2 and 5 to 13 of the description as

1161.D N
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gr ant ed,

- colums 3 and 4 of the description as submitted in
the oral proceedings before the board of appeal,
and

- t he draw ngs as granted.

The respondents requested that the appeal be di sm ssed.

Reasons for the Deci sion

1

2.1

1161.D

The appeal is adm ssible.

Amendnents - the main request

Claim1l of the main request consists of all the
subject-matter of the granted claim1 with the added
features of "said folded portions (13) and said beads
(12) being provided in a spaced nmanner so that said
fol ded portions (13) and said beads (12) are not

super posed on each other, and adjacent beads (12) neet
each other in regions between adjacent holes (2) to be
united into a single bead portion (12) respectively."

The board sees a basis for these added features in the
application as originally filed and in the granted
patent, and this has not been disputed by the parties.
Mor eover these added features plainly restrict the
scope conpared with that upon grant, and al so nore
clearly define the technical area where the gasket is
used, nanely cylinder blocks with small distances
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bet ween adj acent cylinder bores.

The dependent clains are unchanged and the description
of the main request differs fromthe granted
description nerely by being brought into line with
claim1l of the main request. There is no change to the
dr aw ngs.

Accordi ngly the board concl udes that the patent version
according to the main request does not contravene
Article 123 EPC.

Interpretation - claim1 of the main request

The word "l am nated" appears in this claimin the
features "an auxiliary nenber (11) |am nated on said
bead- carryi ng base nenber (10)" and "said auxiliary
nmenber (11) being | am nated on the side of said bead-
carryi ng base nenber (10) from which said beads (12)
proj ect".

"Lam nat ed" neans that the auxiliary nenber and the
base nenber contact each other i.e. directly. As stated
inlines 11 to 16 of colum 10 of the granted
description (lines 13 to 17 of page 21 of the
originally filed description) and as confirned by the
appel l ant during the oral proceedings, this contact
occurs both in the no-load state (before tightening

bet ween the cylinder head and the cylinder block) and
the | oaded state.

A "menber" is an individual conponent which is
i ndividually forned, the term "nmenber" cannot be
construed as consisting of two or nbre separate
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conmponents - for this the word "assenbly" woul d be
used. In the oral proceedings the appellant confirned
this interpretation.

"Lam nated" entails (direct) contact and excludes an

i nternedi ate nenber. |If the nmenbers are coated, see
lines 23 to 31 of columm 9 of the granted description,
then these thin coatings are part of the nenbers, they
cannot be seen as additional nenbers. This neans that
the nenbers are still in contact with each other.

Since the claimspeaks of the netallic gasket
conprising a bead-carrying base nenber and an auxiliary
menber, it cannot be excluded that there are other

| ayers as well. Nevertheless - see sections 3.1 and 3.3
above - the base nenber and the auxiliary nmenber nust
contact each other (directly), i.e. the claimcannot be
construed as covering these nenbers with an extra | ayer
or |ayers sinply added therebetween.

The non-superposition of the beads and fol ded portions

Lines 28 to 33 of colum 5 of the granted description
expl ain that the folded portions of the auxiliary
menber function as stoppers for the bead-carrying base
menber, restrict the deformation of the beads and
mnimze the occurrence of fatigue cracks in the beads.
It has never been disputed that the functioning of the
beads would be different if the folded portions cane
into contact with the beads upon installation of the
gasket instead of being non-superposed as set out in
claim1 of the main request. Therefore it has to be
stated that the feature of the fol ded portions and the
beads not being superposed is technically rel evant and
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clearly indicates what is nmeant, nanmely that in both
the non-|l oaded and the | oaded sate of the gasket there
will always be a well defined structural relationship
bet ween the fol ded portions and the beads.

Novelty - claim1 of the main request

Respondent | nentioned D14 for the first tinme in the
letter of 27 August 1998 stating that it had becone
known from anot her proceedings and that it obviously
used a conmon bead between nei ghbouring cl osely spaced
cylinder bores, see e.g. Figures 1, 2(a) and 2(b), the
| atter being sections Y-Y and X-X on Figure 1.

In the oral proceedings respondent | argued for the
first tinme that D14 was in fact a novel ty-destroying
docunent .

Qbjecting to the use of D14 in this way, the appellant
poi nted out that novelty had not until then been at
stake in the appeal proceedings and i ndeed had not been
at stake at the tinme of the opposition division's
decision. Wiile maintaining to be unprepared for
detail ed di scussion of this docunent (that originated
fromthe appellant), the appellant was able to add that
the translation was of uncertain origin and
authenticity, that the single cited page of D14 (not
the translation) indicated the existence of a second
page whi ch had not been provided by respondent |, and
that it could not be determ ned where on Figure 1 the
sections 2(a), 2(b) and 3(a) to 3(d) were taken and
what they showed. Mbreover the appellant was able to
refer to the docunent D14 during the later discussion
on inventive step (see also the appellant's letter of
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1 June 1999, page 2, sixth and seventh paragraphs).

The board however decided to take D14 into
consideration in the framework of inventive step, while
bearing in mnd that, although it was not possible in
the oral proceedings to determ ne the accuracy of the
translation of D14, the filed translation, accurate or
not, anyway does not fully explain the draw ngs.

For exanple parts 6 on Figures 2(a) and 2(b) are terned
stoppers and Figure 3 is said to show "exanples of the
stoppers of larger volune" which inplies, albeit
unrealistically, that Figures 3(a) to 3(d) show solely
st oppers.

Caiml1l of the main request includes the requirenents
of "folded portions (13) formed by folding the portions
of said auxiliary nenber (11)" and "said auxiliary
menber (11) being | am nated on the side of said bead-
carrying base nenber (10) from which said beads (12)
project”.

Assum ng that Figures 3(a) to 3(d) show respective
sections through four different gaskets, then only
Figure 3(d) seens to show a fol ded nenber on that side
of anot her nenber from which the bead projects. However
in Figure 3(d) the bead apparently directly faces not
the fol ded nenber but an internedi ate nenber. As shown
in Figure 3(d) the bead-carrying nenber is not

| am nated to any other nenber (i.e. not in contact
therewith, see section 3 above). Mdreover even if
Figure 3(d) were showi ng an expl oded view and |ayers in
actual fact were in contact then the bead would be in
contact with the internedi ate nenber not the fol ded
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menber. Only in the | oaded state could the bead-
carrying nmenber contact the fol ded nenber (this would
be at their edges) but it has been stated in

section 3.1 above that the clainmed |am nation nust
occur also in the no-load state.

Thus, D14 does not disclose all the subject-matter of
claiml1l of the nmain request, at |east because D14 does
not show | am nati on of a bead-carrying nmenber and a

f ol ded nenber

As the concept of novelty under the EPC is narrow,
respondent | when alleging that this clainmed difference
over D14 is trifling nust do this under obvi ousness and
not novelty (see section 8 bel ow).

After exam nation of the prior art docunents on file
ot her than D14, the board is satisfied that none of
them di scl oses a netallic gasket with all the features
of claim1l of the main request. This was not disputed
by the parties in the oral proceedings.

The subject-matter of claim1 of the main request is
t hus consi dered novel within the neaning of Article 54
EPC.

The di scl osure of Db

D5 was published on 22 July 1987. A first copy of D5
with a translation was filed by respondent | with the
letter of 6 March 1997 and a second, different copy was
filed by respondent Il wth the letter of 21 March
1997. The appellant filed a third copy, a copy of the
mcrofilmversion, with the letter of 10 March 1998.
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The Figure nunbers of D5 referred to bel ow apply
equally to all three copies of D5.

D5' - being a later version of D5 - was published on
10 April 1992 i.e. after the present patent's priority
and filing dates (9 January 1991 and 2 Septenber 1991
respectively). Thus D5' is disregarded by the board.

Respondent | has filed no evidence in support of its
argunent that D5' should be taken into account because,
al t hough published too late, it showed that the
original D5 was unclear and that the Japanese examn ner
real i sed what amendnents had to be nade to clarify it.

The point at issue regarding the disclosure of D5 is
whether it teaches the skilled person not to superpose
the fol ded portions 40 of the sub-plate 22 and the
annul ar beads 36 of the base plate 20 (see Figures 1, 3
and 5, and page 7, lines 1 to 14 of the English

transl ation).

It is undisputed that the description of D5 is silent
on whether the folded portions and the beads shoul d be
super posed or not. Respondent |'s argunents rely on the
Fi gures of D5 being accurate enough for the skilled
person to be able to draw concl usions therefrom

The board nust say at the outset that it does not
accept this view but considers that patent draw ngs are
generally schematic (particularly in the absence of an
indication in the docunent to the contrary) and that in
particular Figures 1, 3 and 5 of D5 were never neant to
be used as precisely as needs to be done to support
respondent |'s argunents.
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The board's view on this point is supported by the
various decisions cited by the appellant, the key one
of these being T 204/83 (QJ EPO 1985, 310 - see e.g.
section 7), and indeed supported by respondent |l (see
t he second sentence of section 2.2.5 of the letter of
30 July 1998).

Figure 1 of D5 shows intake (12) and exhaust (14)
valves in what is obviously a schematic way, the
unrealistic size of the piston rings relative to the

pi ston show that also these are not drawn to size. The
wal | between the cylinder bore 4 and the water |acket
16 is obviously unrealistically wi de conpared to the

di anmeter of the piston 8 This unrealistic depiction of
the cylinder block 3 naturally neans that the gasket 1
shown above the cylinder block with bores inlineis

al so unrealistically depicted. This is confirnmed by
conparing the ratio of the bore-to-bore distance to the
bore diameter on Figure 1 with that on Figure 2,

al though Figure 1 is apparently a section on line I-1I
of Figure 2.

As Figure 1 is undoubtedly very far from being drawn to
scale, it is not realistic to expect anyone to draw a
meani ngf ul teaching fromFigure 1 concerning the
relative positions of the folded portions and the
beads. Mreover there is no reason to suppose that
Figures 3 and 5 are drawn any nore accurately than

Fi gure 1.

However in the next section the board will go al ong
with the viewoint of the Figures being accurate in
order to see what the consequences woul d be.
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Three fol ded portions are shown on Figure 1. It is
difficult to distinguish the left-hand fol ded portion
fromthe lines delimting the height difference h but,
as far as the board can see, the free end of the fol ded
portion is roughly in line with the junction of the
annul ar bead 36 and the base plate 20. This seens al so
to be the case for the mddle and the right-hand fol ded
portions on Figure 1. In Figure 3 the bead clearly
overlaps the free end of the fol ded portion whereas in
Figure 5 (showing a different enbodi nent) the bead
clearly does not overlap the free end of the fol ded
portion.

Figure 3 shows the sane enbodi nent as Figure 1 but on a
| arger scale. It mght be held therefore that the
superposition condition of Figure 3 also applies to the
rat her unclear Figure 1, this however woul d not be what
claim1l of the main request denmands.

It is only Figure 5 that shows a non-superposition of
fol ded portion and bead. However Figure 5 is a section
on line V-V of Figure 4 i.e. a transverse section. It
cannot be automatically assuned that the situation in
Figure 5 occurs all around the bore 24 and especially
bet ween two bores where two beads and two fol ded
portions need to be present in a restricted space,
particularly since the folded portion 40 cannot be seen
on Figure 4.

Even if D5 m ght be considered as showi ng three

condi tions: superposition, non-superposition, and

coi nci dence, then the board considers that these three
condi tions woul d not have been intentional but nerely

the result of the drafter of D5 not being concerned in
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the slightest with whether the free end and the bead
wer e superposed or not. |If he had been concerned, then
he woul d have drawn them consi stently and drawn
attention to themin the description.

In the board's view, the skilled person would not
engage in this conplicated consideration of whether the
fol ded portions and beads of D5 were superposed or not,
unl ess he had been given reason so to do by know edge
of the present invention. Only then would he be
interested in sonething which did not interest the
drafter of D5.

Respondent 11 argued (see sections 2.2.1 to 2.2.5 of
the letter of 30 July 1998) that the clained non-
superposition of the folded portions and the beads is a
negati ve feature and so could not possibly be nentioned
in D5. If a feature was not nentioned then the skilled
person woul d have assunmed that it was not present.

Wt hout know edge of the present patent, the skilled
person woul d have had no reason to expect that the

fol ded portions and the beads overlapped in D5 and (see
section 2.2.4) would not have seen a contradiction in
Figure 3 of D5. The skilled person knew that draw ngs

i n such docunents were only schematic and if
correspondi ng parts were shown differently in different
drawi ngs then the skilled person woul d not have assuned
that the differences were deliberate.

The board cannot accept this reasoning. Patent
docunents commonly omt features which are of no

rel evance to the invention being presented therein. A
patent for an engine therefore does not list all the
many conponents which are conventional e.g. the intake
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val ves. Failure to nention the intake val ves woul d not
nmean that there were no intake valves in the engine.

The failure to nention in D5 whether there is an
overl ap, and the apparent contradiction between
Figures 3 and 5, shows that the skilled person had
given no thought to the overlap aspect - it cannot be
assuned that therefore there is no overl ap.

Mor eover D5 depicts the gasket in its unloaded state
(see the undefornmed beads 36 and the gap between the
fol ded portions 40 and the base plate 20). Even if it
coul d be assuned that the beads and the fol ded portions
are not actually superposed in the unl oaded state (e.g.
if Figure 1 were held to depict the borderline
condition of the ends of the beads being in line with
the ends of the folded portions) then it does not
follow that these would renmai n non-superposed in the

| oaded and operational states with the beads partially
flattened and t he whol e gasket subject to cyclica

t hermal and pressure | oading.

The board concludes that D5 does not disclose the
feature that the fol ded portions and the beads are not
superposed and that the docunent is of very limted
val ue i ndeed and provides a rather unsuitable
foundation for an obviousness attack.

Inventive step - claim1l of the main request - starting
fromD5

The respondents argue that the skilled person starting
fromD5 would arrive in various obvious ways at the
subject-matter of claim1 of the main request, nanely
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by using the teachings of D11, D12 or D14.

Al'l these approaches rely on the argunment that D5
teaches the skilled person not to superpose the fol ded
portions of the sub-plate and the annul ar beads of the
base plate. Since the latter argunent is incorrect (see
section 6 above), all the approaches relying thereon
must al so be incorrect.

Respondent 1l argues that there were only two
possibilities in D5, nanely either the parts are

super posed or they are not, and that the skilled person
needs only to nmake an obvi ous selection fromthese two
possibilities. The board cannot agree. The skilled
person woul d not be aware fromD5 that there is a

choi ce to be nmade because D5 does not draw his
attention to this point. At best D5 teaches himthat it
does not matter whether they are superposed (Figure 3)
or not (Figure 5).

Nei t her woul d the skilled person autonmatically assune

t hat avoi ding contacting the bead was the only sensible
solution since e.g. D9, Figure 2 c) on page | and
Figure 10 c¢) on page IV, and D13, Figures 2 and 3 show
bead contact. The respondents while enphasising this
argunent did not rely on any specific evidence thereof.
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Before turning to the remaining state of the art to

I nvestigate whether the skilled person woul d be gui ded
towards the cl ai med subject-matter, the board wi shes to
focus on the starting point chosen for assessing

i nventive step, i.e. Db.

The patent in suit is directed to netallic gaskets to
be used in engine blocks with small distances between
the cylinders. Small distances between cylinders, with
its advant ages and di sadvantages, is a concept known to
the skilled person in the art. The engi ne bl ock
construction of course is reflected in the
correspondi ng gaskets. It is also a known concept for
the cylinders in engine blocks to be separated
sufficiently widely to enabl e cooling between the
cylinder bores, see D5.

If the skilled person, know ng both these concepts,
intended to finish up with an engi ne bl ock and gasket
of the small spacing concept, then it does not seem
reasonabl e that he would start off by ignoring a gasket
of this small spacing concept, select instead a gasket
of the other concept (w dely spaced bores with cooling
t her ebet ween) but then go on to adapt this w de spacing
concept gasket to nake it suitable for the snal

spaci ng concept (the concept which he deliberately
rejected at the start).

What woul d be obvious would be to sel ect a gasket
according to the intended i.e. end concept and then to
develop it. Thus it would be obvious to select a gasket
of the concept having w dely spaced bores with cooling
t her ebet ween and develop it to finish up with a gasket
of this sane concept. Swi tching between these known
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concepts suggests an approach based on know edge of the
patent in suit (cf. "Case Law of the Boards of Appea

of the EPO', 3rd edition 1998, page 112, section 3.2
"Choi ce of the closest starting point").

Already for this reason, the board is unconvinced that,
starting fromD5, it would be possible in an obvious
manner to arrive at the clained subject-matter.

7.4 It is argued that D11 teaches conbi ni ng adj acent beads
into a single bead and would therefore lead the skilled
person to conbi ne the two beads shown to the right of
the piston 8 in Figure 1 of D5 into a single bead.

Figures 1 and 2 of D11 show the combining of a bead Al2
surroundi ng a push rod hole Hpo in a plate A10 with an
outer bead All, a depression Al4 being provided to
inprove the flexibility of the beads at the

i ntersecting portion Al3 (see colum 2, line 67 to

colum 3 line 10).

It is noted therefore that these beads All and Al2
intersect at right angles and all the other beads
depicted in Figures 3, 5 and 6 actually intersect and
do this at a sharp angle. Also, claiml of D11 speaks
of the "beads intersecting with each other".

The board considers that D11, while teachi ng conbining
i ntersecting beads, does not teach conbi ning the beads
surroundi ng the cylinder holes Hc. If these holes were
so close that the beads ran into each other then one
woul d better describe them as touching each other
tangentially than as intersecting, the termused in
D11. Moreover, while the cylinder holes Hc are shown on

1161.D N
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Figure 1 of D11 to be extrenely close, no nention is
made in the description of conbining the cylinder hole
beads and i ndeed the dotted |ines around the cylinder
holes Hc in this Figure show that the beads are in fact

separ at e.

Figure 4 of D12 shows a conmmon internedi ate piece 40
joining rings 39 with a cover 33, the whole assenbly
being held in a carrier plate 31 with |inked openings
34. However the whole concept of this gasket with its
| i nked openings and inserts differs so greatly from
that of D5 that the board cannot see that the skilled
person would be | ed to conbine their teachings.

The skilled person is also taught by D14 that a comon
bead can be provi ded between adjacent conbustion
chanber holes (see Figure 1 and the middle of the
translated claim- assumng the translation to be
accurate in this respect).

The board however cannot accept the argunent that the
skill ed person would start fromthe gasket of D5, apply
the teaching of D14 to provide a comon bead between
the latter's bores 24, and so arrive at a gasket
satisfying claim1l of the main request.

Firstly, the clainmed feature of not superposing the
fol ded portions of the sub-plate and the annul ar beads
of the base is taught by neither D5 nor D14 so their
conbi nation cannot yield the clainmed gasket.

Secondly, even if one were to assune that D5 did teach
t he non-superposition then there is no reason to
believe that the skilled person would retain this non-
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superposition when the cylinder bores were nore closely
spaced. Wile, as respondent Il pointed out, claim1 of
the main request does not specify the spacing of the
cylinder bores, the board considers that it is inplicit
that these are closely spaced since otherw se there
woul d be sufficient roomto provide separate beads

bet ween the bore holes. Wth |imted space and in order
not to reduce the bead wdth of the width of the fol ded
portions he m ght decide to overlap the bead and fol ded
portions.

Thirdly, if the skilled person is produci ng a gasket
for an engine with closely spaced cylinder bores then
he m ght be expected to start froma gasket with

cl osely spaced bores (e.g. D14) instead of a gasket for
an engine with w der spaced cylinder bores with water

j ackets therebetween (D5). As D5 teaches him neither

t he non-superposition of folded portions and beads nor
cl osely spaced cylinder bores, there seens to the board
no reason for himto start fromthis docunent at all

Thus for the reasons set out in the above sections 7.1
to 7.6 the board does not find that it would have been
obvious for the skilled person starting fromD5 to
arrive at the subject-matter of claiml of the main
request.

I nventive step - claim1l of the main request - starting
from D14

As explained in section 5 above, one difficulty that
the board has with this docunent is to determ ne what
it actually discloses. It is the task of respondent |
who wi shes to rely on this docunent to satisfy the
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board as to its disclosure.

As stated in section 5.4 above, it is only Figure 3(d)
of D14 that seens to show a fol ded nenber on that side
of anot her nenber from which the bead projects but this
bead apparently directly faces not the fol ded nenber
but an internedi ate nmenber and i s not in contact
therewi th. Wien squashed the gasket the bead woul d
contact the internmedi ate nenber and not the fol ded
menber .

Respondent | argues that gaskets with any nunber of

| ayers are commonly known and that the skilled person
chooses the nunber of such layers and their
configuration according to his requirenents. Thus if he
wanted to use the D14 Figure 3(d) gasket for a smaller
cylinder head to block gap he woul d keep the sane base
nmenber and the sanme bead di nension and vary the gasket
t hi ckness by the nunber of |ayers he enpl oyed. Thus it
woul d be obvious for himto nodify the Figure 3(d)
gasket by renoving the afore-nentioned internedi ate
nmenber so that upon squashing the bead woul d cont act

t he fol ded nmenber.

Wil e the board can accept that the skilled person

coul d have carried out this nodification to the

Fi gure 3(d) gasket, the board cannot see that he woul d

have done so, see the decision T 2/83 (QJ EPO 1984, 265
"coul d-woul d approach”). The board cannot see

anything - in D14 or el sewhere - that would notivate

the skilled person to nmake the nodification

specifically to the Figure 3(d) gasket (instead of

per haps choosi ng one of the other three constructions

shown in Figures 3(a), (b) and (c)).
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In the oral proceedings respondent | discussed "the
general practice and common know edge in the art".
However, while it is possible that the points nade were
known to the skilled person at the priority date, the
board cannot be sure that they were not nerely interna
state of the art and so not in the public domain. In
such cases, particularly when the proprietor disputes
the availability of such information, it is the task of
t he opponent to provide evidence for the points it is
maki ng. Respondent | has failed to do this.

Mor eover respondent | discussed the nmany possibilities
avai l able to the skilled person but failed to present a
| ogi cal, unbroken chain of reasoning |leading to the

cl ai med subject-matter and why the skilled person woul d
adopt specifically the clained features out of these
many possibilities.

Thus the board does not find that it would have been
obvi ous for the skilled person starting from D14 to
arrive at the subject-matter of claiml of the main
request.

There are other docunents on file which were cited
during the opposition proceedi ngs but which were not
nmenti oned anynore during the appeal proceedi ngs. These
are no nore relevant than the docunents discussed in

t he appeal proceedings or they nerely repeat points
made by the docunents in the appeal proceedings.

Thus the subject-matter of claim1 of the main request
i nvol ves an inventive step as required by Article 56
EPC.
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11. The patent may therefore be maintained anended, based
on claim1l of the main request, the clai ns dependent
thereon, the partially anended description and the
dr aw ngs.

12. It is therefore unnecessary to consider the appellant's
auxiliary request.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent on the basis of the
appellant's main request, i.e. in the follow ng

ver si on:

- claim1l of the main request as submtted in the
oral proceedi ngs before the opposition division,

- clainms 2 to 8 as granted,

- colums 1 to 2 and 5 to 13 of the description as
grant ed,

- colums 3 and 4 of the description as submtted in
t he oral proceedings before the board of appeal,

and

- the draw ngs as granted.

1161.D N
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The Regi strar: The Chai r man:

N. Maslin C. Andries
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