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Summary of Facts and Subm ssi ons

1771.D

Noti ce of appeal was filed against the decision of the
opposi tion division revoki ng European patent

No. 358 496 (application No. 89 309 050.6). The

appel lant is proprietor of the patent.

Two oppositions were filed, one of which was
subsequently withdrawn, referring inter alia, to the
foll ow ng docunent as prior art in support thereof:

EH5S - IT-A-1 215 026

In the statenent setting out the grounds of appeal,

oral proceedi ngs were requested by the appellant shoul d
the board of appeal not be able to conply with its
requests. In the reply to this statenent and its
annexes, the respondent (= opponent |, the renaining
opponent), requested dism ssal of the appeal in its
entirety. In the annex to the summons to attend ora
proceedi ngs, the appeal board expressed its provisiona
view that having regard to the Italian patent |aw,
docunent EH5 is part of the prior art.

At the oral proceedings, which were not attended by the
respondent, the appellant presented as nmain and only
request a set of clains as basis for nmaintenance of the
patent, corresponding in substance to a linguistically
clarified version of a set of clains set out as an
auxiliary request in annex 2 to the statenent setting
out the grounds of appeal. |ndependent apparatus
claim1 and nethod claim 12 are worded as foll ows:

"1l. \Weel bal ancing apparatus of the type conprising a
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housing (4), a receiving neans (5,8) conprising a
wheel support shaft (5) rotatably nmounted in the
housing (4) for receiving a wheel (9) to be

bal anced, and defining the rotational axis (7) of
t he wheel (9), a conputing neans (60) for

determ ning the inbal ance of the wheel (9), and a
sensi ng neans (26,27) for detecting the wheel (9)
and a bal ance wei ght receiving |ocation (15), the
sensi ng neans (26,27) being nmounted on a nounting
means (17), the nounting neans (17) being novabl e
relative to the housing (4), wherein the sensing
means (26,27) is adapted to transmt and receive a
signal for detecting the wheel (9) and the bal ance
wei ght receiving location (15), the sensing neans
(26, 27) being nounted on the nmounting neans (17)
for transmtting the signal towards a radial side
face (33,34) of the wheel (9) froma predeterm ned
position (26,27,53,54) relative to the nounting
means (17), and the nmounting neans (17) is
constrained to nove in a predeterm ned path
relative to the housing (4) so that on novenent of
the nmounting neans (17) relative to the housing
(4) the signal of the sensing neans (26,27) noves
over portion of the radial side face (33,34) of

t he wheel (9), a detecting neans (28) for
detecting the position of the nounting neans (17)
relative to the housing (4) is provided, the
conputi ng neans conprises a storing neans for
storing output signals received fromthe sensing
means (26, 27) which correspond to distances of the
radi al side face (33,34) of the wheel (9) froma
reference plane (18) which extends transversely of
the rotational axis (7) against correspondi ng

out put signals received fromthe detecting neans

1771.D N
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(28) at predeterm ned intervals on novenent of the
mounting nmeans (17), the conputing neans (60)
conprises a neans for storing reference paraneters
of reference wheels, and a neans for conputing
correspondi ng paraneters of the wheel (9) fromthe
out put signals fromthe sensing neans (26,27) and
the detecting nmeans (28) stored in the storing
means, and a neans for conparing the conputed
paraneters of the wheel (9) with the reference
paraneters of the reference wheels for determning
the type of wheel the wheel (9) is and for
determning fromthe reference paraneters the
radi al distance (R, of the bal ance wei ght
receiving location (15) fromthe rotational axis
(7), and the conmputing neans conputing fromthe
out put signals received fromthe sensing neans and
stored in the storing neans the distance (Xxi,Yy;) of
t he bal ance wei ght receiving | ocation (15) from
the reference plane (18), the conputed val ues of
the radial distance (R, and the distance (X4, Y1)
fromthe reference plane (18) being used by the
conputing neans (60) in conputing the size of the
bal ance wei ghts."

A nethod for determ ning the radius of a bal ance
wei ght receiving location (15) of a wheel (9) from
the rotational axis (7) of the wheel (9) and for
determ ning the distance of the bal ance wei ght
receiving location (15) froma reference plane
(18), using the apparatus (16) as clainmed in any
of claims 1 to 11, for use in conputing the size
of a bal ance wei ght, the nethod conprising the
steps of:

nmovi ng the nmounting neans (17) so that the signals
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of the sensor neans (26,27) nove over at |east
portion of the radial sides (33,34) of the wheel
(9),

recording and storing the distances of the surface
(37) of portion of each radial side (33,34) of the
wheel (9) fromthe reference plane (18) against

t he correspondi ng positions of the nmounting neans
(17) at a plurality of different positions of the
nmounting neans (17) at intervals as the nounting
means (17) is noved,

conparing sone of the stored val ues agai nst
reference paraneters of reference wheels for
determ ning the type of wheel and for determ ning
the radius (R, of the balance wei ght receiving

| ocation (15) fromthe reference paraneters,
determ ning the distance of the location (12, 13)
fromthe reference plane (18) fromat |east sone
of the stored values of the output signals
received fromthe sensing neans, and

conputing the size of the bal ance weight fromthe
conputed radi al distance (R) and the distance
(X4, y,) fromthe reference plane (18)."

V. The argunents of the appellant can be summari sed as
fol | ows.

Docunment EH5 does not di sclose recording and storing
out put signals from sensi ng neans corresponding to

di stances fromthe side faces of the wheel and
conparing with reference wheels as clained in the

i ndependent clains. There is absolutely no suggestion
in EH5, nor in any other prior art docunent, of
provi di ng such storing and conparing. ldentification of
the wheel type fromreference paraneters enabl es

1771.D N
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comput i ng bal ance wei ght receiving |location fromthe
stored signals. Therefore protrusions are not falsely
identified as |ocations. The subject matter of the

i ndependent cl ains accordingly involves an inventive
st ep.

The argunents of the respondent can be sunmarised as
fol | ows.

Since the programcontroll ed device of EH5 cal cul ates
wheel rim position and wheel dianmeter fromlatera
sensing by a sensing neans noved in a predeterm ned
path over portion of the side faces of the wheel, the
radi al and tangential wheel neasurenents were
necessarily determned with reference to fixed
reference planes and points, stored and associated with
bal ance weights. It was only a constructional neasure
for the skilled person to determ ne which fixed points
and pl anes and what distance still had to be
cal cul ated. Since these cal cul ating nethods were al so
part of the know edge of the skilled person, no basis
for an inventive step can be seen. This is the case for
the clains according to all requests on file before the
oral proceedings as no nore is involved than purely
constructional nethods which were known or obvious to
the skilled person on the basis of the prior art or his
speci al i st know edge.

At the end of the oral proceedings, the appeal board
gave its deci sion.

Reasons for the Deci sion

1771.D
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Adm ssibility

The appeal conplies with the provisions nmentioned in
Rul e 65(1) EPC and is therefore adm ssi bl e.
Amendnents - Article 123(2) and (3) EPC

Claiml derives fromclaim16 as granted further
limted by features present in clains 9 to 11 as
granted, with furthernore explicit recitation that
there is provided (1) neans for determ ning fromthe
reference paraneters the radial distance |ocation of

t he bal ance wei ght receiving location fromthe
rotational axis and (2) conputing neans conputing from
the out put signals received fromthe sensing neans and
stored in the storing neans the di stance of the bal ance
wei ght receiving |ocation fromthe reference pl ane.

Claim12 derives fromclaim18 as granted further
limted by nmethod features corresponding to features
present in claim1ll as granted with furthernore
explicit recitation of (1) determning the radius of
t he bal ance wei ght receiving location fromthe
reference paraneters (see the m ddl e paragraph of
colum 16 of the patent) and (2) determ ning the

di stance of the location fromthe reference plane from
at | east sonme of the stored values of the out put
signals received fromthe sensing neans (see for
exanpl e the sentence contained in lines 14 to 17 of
colum 17 of the patent).

There have never been any subm ssions calling into
question that the anmendnents nade were supported by the
docunents as filed and the board is satisfied that this
I's indeed the case. The anmendnents nade result in
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further imtation of the clains. Therefore, the board
Is satisfied that the requirenents of Articles 123(2)
and (3) are conplied wth.

Novelty - Article 54 EPC

The board is satisfied, consequent to the Italian
Pat ent Law and especially Article 4 thereof, that
docunent EH5 was nmade avail able to the public before
the priority date of the patent.

Clains 1 and 12 contain features invol ving conparison
of wheels wth reference wheels to determ ne the radius
(radi al distance) of the bal ance wei ght receiving

| ocation and di stance fromthe reference plane of the

| ocation, such as occur in claiml and in claim12 as
mentioned in 2.1(1),(2) and 2.2(1),(2), respectively.
Docunent EH5 relies either on an operator know ng the
di ameter of the wheel rimor on direct neasurenent of
the location (see page 5, lines 26 to 27 and the

par agr aph bridgi ng pages 5 and 6 of the English
translation) and so contains no disclosure of these
features. Therefore, having regard to docunent EH5, the
subject matter of clains 1 and 12 is novel within the
meani ng of Article 54 EPC

Inventive Step - Article 56 EPC

Conparison of wheels with reference wheels permts an
enhancenent in determ nation of the bal ance wei ght
receiving location conpared with the closest prior art
(EH5) because once a wheel type is determ ned, the

val ues fromthe sensing neans at the correct |ocation
can be used because this location is type dependent.
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Accordi ngly, the objective problem addressed by the

i nvention can be seen in discrimnating between this
correct location for fixing weights and any spuri ous

| ocations which may be directly detected by the sensor
means responsive to protrusions on the wheel. The
solution to this problemis provided by the independent
clains of the patent.

This problemis not addressed in docunment EH5, because
it is there taught that either (a) an operator knows

t he wheel type and positions the casing

correspondi ngly, thus opening the possibility of
operator error in determ nation avoided by the

i nvention or (b) direct neasurenent is accurate enough
in the automatic solution to determ ne the |ocation,
thus | eaving open the possibility of use of spurious

| ocati ons. The respondent has not identified nor is the
board aware of any other prior art docunent com ng

cl oser than docunent EH5 to dealing with the probl em
addressed by the invention. The board therefore sees no
reason to suppose that the skilled person would apply
his skilled know edge other than to inplenent the
alternatives according to the teaching of EH5 which
woul d not have resulted in the subject matter of the

i ndependent cl ai ns. Accordingly, the subject matter of
the clains is not obvious and is considered to involve
an inventive step within the nmeaning of Article 56 EPC

Adapt ati on of the description
In view of the adaptati ons necessary in the description

the board exercises its discretion under Article 111(1)
EPC to remit the case to the first instance.
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5.2 The introduction to the description should nention
docunent EH5 and be adapted to the clains. The detail ed
description of the preferred enbodi nents al so requires
adaptation to the nore restricted subject matter now
cl ai med, needi ng careful consideration to ensure that
full consistency with the anended i ndependent clains is
guar ant eed.

In this context, the departnent of first instance
should in particular deal with the issue of renoving
any inconsistencies in the description relating to the
features of clains 1 and 12 nentioned in 2.1 (1), (2)
and 2.2(1),(2), respectively. Consideration should be
given for exanple to columm 21, the first six words of
line 31, the |ast seven words of the sentence ending
“hubs" in lines 47 to 48 of colum 21, and the sentence
contained in lines 13 to 20 of columm 25.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent in amended formon the
basis of clains 1 to 14 presented at the ora
proceedi ngs with the description to be adapted and the
drawi ngs as in the patent specification.

1771.D
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The Regi strar: The Chai r man:

E. Gborgmai er E. Turrini
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