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Summary of Facts and Subm ssi ons

2413.D

On 2 COctober 1997 the appellants (applicants) filed an
appeal against the decision of the exam ning division
(di spatched on 31 July 1997) to refuse the present
application and paid the appeal fee. The statenent of
grounds of appeal was received at the EPO on

25 Novenber 1997

In its decision the exam ning division found that the
subject-matter of claim1 | acked an inventive step with
respect to the disclosure of docunent D1

(EP-A-0 262 603). The exam ni ng division also
considered that the subject-matter of the independent
nmethod clains 9 to 11 | acked an inventive step and that
the subject-matter of all dependent clains (clains 2 to
8) did not include inventive matter.

Foll owi ng a sutmmons to attend oral proceedings, the
appellants filed two sets of clains according to a nmain
and to an auxiliary request (clainms 1 to 8),
respectively, on 6 Septenber 1999.

Oral proceedi ngs took place on 5 Cctober 1999. In the
course of the oral proceedings the appellants filed a
new set of clainms (clains 1 to 11) as a new main
request wherein, in fact, only dependent claim6 had
been anmended with respect to the refused set of clains.
The appellants thus requested that the decision under
appeal be set aside and that a patent be granted on the
basis of the main request as filed at the oral
proceedi ngs or on the basis of clains 1 to 8 filed on
6 Septenber 1999 (auxiliary request), and the
description (for both requests) as anended in oral
proceedi ngs before the Board, page 16 being del eted
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(original pages 3, 4, 7 and 15 anended).

During the oral proceedings the appellants agreed that
in principle only the feature that the control nodul e
was contained in the host conputer distinguished the
invention fromthe prior art according to docunment D1,
whi ch di scl osed that the control nodul e was contai ned
in the local peripheral device. Al though the system
according to D1 could transfer the signals between the
host, the peripheral device and the control nodule in
the sane way as the system according to the invention,
the system according to the invention was nore flexible
in the sense that it could easily be upgraded. At the
priority date the normal design of peripheral devices
ai med at meki ng them independent. For exanple the

peri pheral device 1 disclosed in D1 had an expensive
panel 6 allowi ng an operator to control different
operations (faxing, copying). It appeared, in fact,
that a prejudice existed at the priority date agai nst
designing a systemlike the one of the present

i nvention which allows the whole systemto be
controlled fromonly the conputer

After deliberation at the end of the oral proceedi ngs
t he Chai rman announced the foll ow ng deci sion:

1. The debate is cl osed;

2. The decision is reserved.

In considering the appellant's requests in nore detail,
the Board noted that there were sonme uncl ear features
in the independent clains of the main request which
appeared to contradict the description of the present
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patent specification. The Board, therefore, thought
that it was appropriate to reopen the proceedi ngs by
way of a communication. The appellant was thus invited
to renmove the unclarities in the clains concerned so
that a final decision could be taken.

In response to this invitation the appellant filed
anended i ndependent clains 1, 9, 10 and 11 of the main
request, these clains replacing the correspondi ng
clainms of the main request, filed in the oral
proceedi ngs before the Board, clains 2 to 8 and the
description being the sane as filed during the oral

pr oceedi ngs.

Claim1l of the main request reads as foll ows:

"A docunent processing system (10) conpri sing:

a host computer (12) including a control nodule (22)
di sposed t herein;

a local peripheral device (14) physically separate from
but electrically connected to said host conputer (12),
said | ocal peripheral device (14) including scanning
means for optically scanning docunment information and
for converting the scanned docunent information into
first docunent signals, transmtting neans for
transmtting the first docunent signals to the contro
nodul e (22), receiving neans for receiving second
docunent signals fromthe control nodule (22), and
recordi ng means for producing a record form of docunent
i nformati on based on the received second docunent

si gnal s;

the control nodule (22) being interfaced between the
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host conputer (12) and the |ocal peripheral device
(14), the control nodule (22) for receiving the first
docunent signals fromthe |ocal peripheral device (14)
and third docunent signals froma renote device (16)
and for sending the received first and third docunent
signals to the host conmputer (12), the control nodule
al so receiving the second docunent signals and fourth
docunent signals fromthe host conmputer (12), for
sendi ng the received second docunent signals to the

| ocal peripheral device (14) and for sending the
received fourth docunent signals to the renote device
(16), the control nodule functioning to require that
al |l docunent signals transmtted fromthe | oca

peri pheral device, including the first docunent
signals, and all document signals transmtted fromthe
remote device, including the third docunent signals, be
transmtted to the host conputer, that all docunent
signals transmtted to the | ocal peripheral device

i ncluding the second docunent signals be transmtted
fromthe host conmputer, and that all docunent signals
transmtted to the renote device including the fourth
docunent signals be transmtted fromthe host conputer
the control nodule (22) further functioning to generate
and transmt control signals (26) to the |oca

peri pheral device (14),

storing nmeans for storing the first docunent signals
received fromsaid | ocal peripheral device and the
third docunent signals received fromsaid renote device
in a menory within said host computer (12);

determ ning nmeans within the control nodule (22) for
determ ning a destination for the stored first and
third docunent signals; and
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retrieving neans for retrieving first and third
docunent signals fromthe nmenory and transmtting the
retrieved first and third docunent signals as the
second docunent signals to the | ocal peripheral device
(14) or the fourth docunent signals to the renote
device (16), according to the determ ning neans."

| ndependent claim9 reads as foll ows:

"A nethod for utilizing a docunment processing system
according to claim1 by utilizing a |ocal peripheral
device (14) in conjunction with a physically separate
el ectrically connected host conputer (12) having a
menory for transmtting a facsimle of a docunment to a
renote device (16), the | ocal peripheral device (14)

i ncludi ng scanni ng neans for optically scanning
docunent information, the nmethod conprising the steps
of :

pl aci ng the docunent on the scanning neans of the | ocal
peri pheral device;

scanni ng the docunent;

converting the scanned docunent into electrical
docunent signal s;

transferring all of the docunent signals to the nenory
of said separate host conputer (12) utilizing a contro
nmodul e (22) within the host conputer (12);
transferring all of the docunent signals fromthe
menory of the host conputer (12) to the control nodul e
(22);

determining that a facsimle transmssion is to be

per f or med;

transferring all of the docunent signals fromthe
control nodule (22) to the facsim | e nodem
transmtting all of the docunent signals fromthe



2413.D

- 6 - T 0030/ 98

facsimle nodemto the renote |ocation (16); and
printing a copy of the docunent at the renote |ocation
based on the transm tted docunent signals."

| ndependent claim 10 reads as foll ows:

"A nethod for utilizing a docunment processing system
according to claim1 by utilizing a |ocal peripheral
device (14) in conjunction with a physically separate
electrically connected host conputer (12) having a
menory for receiving a facsimle of a docunent from a
renote device (16), the | ocal peripheral device (14)
including printing nmeans for producing a printed
docunent, the nethod conprising the steps of:

recei ving docunent signals fromthe renote device (16)
over a conmuni cation nmediumat a control nodule (22)

wi thin the host conputer (12);

transferring all of the docunent signals fromthe
control nmodule (22) to the nenory of said separate host
conputer (12);

retrieving all of the docunment signals fromthe nmenory
of the host conputer (12) and transferring all of the
docunent signals to the control nodule (22);

determ ning that the docunent signals are to be
printed;

transferring all of the docunent signals fromthe
control nmodule (22) to the |ocal peripheral device (14)
destination; and

producing a printed copy of the docunent at the |ocal
peri pheral device (14)."

| ndependent claim 11 reads as foll ows:

"A nethod for utilizing a docunment processing system
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according to claim1 by utilizing a |ocal peripheral
device (14) in conjunction with a physically separate
electrically connected host conputer (12) for making a
copy of a docunent, the |ocal peripheral device (14)

i ncl udi ng scanni ng neans for optically scanning the
docunent, and printing neans for producing the copy,

t he net hod conprising the steps of:

pl aci ng the docunent on the scanning neans of the | ocal
peri pheral device (14);

scanni ng the docunent;

converting the scanned docunent into electrical
docunent signals;

transferring all of the docunent signals fromthe |oca
peri pheral device (14) to a nenory of said separate
host conputer (12) by utilizing a control nodule (22)
wi thin the host conputer (12);

transferring all of the docunent signals fromthe
menory of said separate host conputer (12) to the
control nodul e (22);

determ ning that a copying function is to be perforned;
transferring all of the docunent signals fromthe
control nodule (22) to the |ocal peripheral device (14)
destination; and

produci ng the copy of the docunent.™

Reasons for the Deci sion

1

2413.D

The appeal is adm ssible.

The only issue to be decided is whether the
subj ect-matter of the independent clains involves an
i nventive step.
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Mai n Request

2.2

2413.D

The Board notes that the appellants agree that, in
principle, the only feature distinguishing the subject-
matter of claiml fromthe prior art according to D1 is
that the control nodule 22 is positioned in the
conputer. In the arrangenent disclosed in D1 the
control nodule (4, 5, 50 - 55, 66, 67, 69) is clearly
separated fromthe host conputer 8 in that it is
contained in the housing of the nultifunctional inmage
processing device 1, which is connected to the host
conputer via a cable 7. The Board agrees with the

appel lants that according to D1 not all of the docunent
signals transmtted between the different devices are
transmtted to the host conputer, since according to

t hat document there is an OFF-LINE control node in
which the device 1 is operated independently of the
host conputer 8. Nevertheless, in the arrangenent of
present claim1l all units and al so the signals between
them can be identified in the arrangenent of DL.

The Board agrees that the advantages of the invention
can be summarized as already set out in the decision of
t he exam ni ng divi si on:

the MLPD (nmultifunctional |ocal peripheral device) only
needs a relatively small amount of processing power and
nmenory;

the MLPD can be upgraded by upgradi ng the processing
means and/or menory neans in the control nodul e;

the MLPD can be upgraded w thout disassenbling the
MLPD;
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the control nodule is shielded by the housing of the
host conputer; and

signals sent fromthe host conputer to the contro
nodul e have to travel a smaller distance.

The exam ning division agreed in its decision that

t hese advant ages exi sted, however, it considered that
in the arrangenent of DL it was clear that the control
nodul e had to be incorporated to provide the interface
bet ween the host, the peripheral device and the
facsim |l e device and expressed the opinion that "the
skilled person can easily decide in view of given

ci rcunst ances whether to upgrade the host conputer with
t he known control nodule or to upgrade the peripheral
device with said nodul e".

The Board does not however share this opinion of the
exam ni ng di vi si on.

Havi ng regard to the advantages of the invention

menti oned above, the Board concludes that the objective
problemto be posed should be seen in nmaking the known

systemof D1 nore flexible in the sense that it is easy
and cheap to upgrade it.

Having regard to this objective problem it appears to
the Board that even if the skilled person could decide
in the direction of the invention, he would not do so.

It must be recalled that at the priority date it was
normal that a MLPD unit was designed to be used al so

i ndependently of the personal conputer. Docunent D1

al so discloses that the MLPD device is a separate unit.
This is not surprising, since a copier and a facsimle
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machi ne were independent units having no need for a
conput er.

The different conmponents of the MLPD unit according to
D1 (multifunctional image processing device 1) are
built into a housing. On the front face of the housing
there is provided an operating panel 6 for operation of
t he device. This panel has operating portions for the
whol e device, for the facsimle function and for the
copy function and is quite conplicated, having nmany
keys, switches, sliding keys and | anps for the
operation. The housing of the device also contains the
el ectronics (hard-ware) corresponding to the control
nodul e according to the invention. D1 does not show how
t he hardware conponents are nmade up. However, having
regard to the panel with all the nmechanical sw tches,
keys and lanps, it appears that a lot of wiring nust be
present in order to connect all the electronic
conponents inside the casing. Nowhere in the
description is there a hint at the use of, for exanple,
plug-in cards (which is an enbodi mrent of the present
invention). Thus, it appears that the appellants are
right in saying that the normal MPD devices were

i npossi ble or difficult to upgrade, since then the
whol e nechani cal structure and wiring of it had to be
taken apart and restructured.

It therefore appears to the Board that it is not

i edi ately obvious fromDl that al nbst the whol e of
the el ectronics of the device 1 should be separated
fromthe M.PD device and put into the conmputer. Wre
the skilled person to feel that the M.DP device should
be made nore flexible in the sense of the objective
problem it appears that this person instead woul d
spontaneously try to restructure the M.DP device

2413.D Y A
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itself. Nothing in the prior art indicates that "a
skilled person can easily decide..... whet her to upgrade
[the control nodule in] the host conputer with the
known control nodule or to upgrade the peripheral
device with said nodul e" as has been suggested by the
exam ni ng division (see under 2.2 above). According to
the prior art, there is no such choice. Thus the
control nmodule is within the MDP-housing but cannot in
reality be upgraded and in the host conputer there is
no nodule at all.

By changing the system according to docunent D1 into
the one identified in present claiml a systemis
arrived at wherein it is easy to upgrade the processing
means and/or the nmenory neans within the control

nodul e, and the MLPD is in effect |ikew se upgraded. No
di sassenbly or other physical contact with the interior
of the MLPD is necessary. The M.PD may even be nade
essentially "dunmb", i.e. all control functions nmay be
performed by the conputer. Since the M.PD according to
the invention has a very sinple design and only needs
smal | amounts of processing power and nenory, it is

i nexpensi ve and can be replaced at a relatively
noderate price, if such need ari ses.

Due to the renoval of the control nodule fromthe M.PD
and its location within the host conputer a natural
shielding is provided by the host conputer housing.
Moreover, fields originating fromthe notors and ot her
conponents in the MLPD are totally avoi ded.

The exam ni ng di vi sion expressed the opinion that
routing all docunent signals is a direct result of
providing the control nodule in the host conputer.
Nevert hel ess, the Board agrees with the appellants that
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this feature of the invention necessarily provides the
advant ageous effect that all the docunents treated in
t he systemcould be viewed on the CRT to performa
quality check before further processing.

Hence the Board takes the view that the system
according to claim1 involves an inventive step
(Article 56 EPC)

Dependent clainms 2 to 8 appended to claim1l relate to
specific enbodi nents of the invention and are therefore
al so al | owabl e.

| ndependent clains 9 to 11 all claimuses, i.e. each of
them defines a different aspect of "a method for
utilizing a docunent processing system according to
claim1". The Board has conme to the conclusion that the
system according to claim1 is inventive. If the system
is inventive, however, also the use of it nust be
inventive. In the present case, the use clains relate
to the use of the system when sending a fax (claim9),
when receiving a fax (claim10) and when copyi ng
(claim1l1l). The Board thinks it is quite appropriate to
draft three separate independent clainms as the
applicants have done in this case. These clains could
be seen as alternative clainms, each of themidentifying
one specific use of the system In fact, it appears
that clarity in this case is enhanced by having three
relatively short clains instead of having one very |ong
and exhaustive claimcovering all the different
possi bl e uses. The Board therefore considers the clains
to be all owabl e.

Auxi | i ary Request

2413.D
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4. Since the main Request is allowable, there is no need
to consider the auxiliary request.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent on the basis of the appellant's
mai n request .

The Regi strar: The Chai r man:

M Ki ehl P. K J. van den Berg
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