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Summary of Facts and Submn ssions

0820.D

The appeal is directed against the decision dated 4
Novenber 1997 of an Qpposition Division of the EPQ

whi ch revoked the European Patent EP-B1-0 526 679 on
the ground that Claim1 of this patent contains
subject-matter, nore precisely its last feature, which
ext ends beyond the content of the application as filed
(Articles 123 (2) and 100 (c) EPC).

Claim1l of this patent reads as foll ows:

"A pl ate exchanger conprising a plurality of stacked
plate elenents (10) nmade of nultilayered sheet materi al
(110,112, 114, 116, 118), each of said plate elenents (10)
having a plurality of holes (12) which, when the plate
el ements (10) are stacked, are aligned to form

di stribution channels (15,16,17,18) for cavities (14)
fornmed between the stacked plate elenents (10),

i nternmedi ary gaskets (24,100) arranged between every
two adj acent pair of plate elenents (10) at areas which
are boundaring the cavities (14) and the aligned hol es
(12),

characterized in that in respective areas boundaring
the holes (12) and which are overl ayered by the gaskets
(100), the plate elenents (10) are constructed such
that the sheet |ayer of a plate elenent (10) being the
nost distant [ayer (110) from a gasket (100) has a
smal |l er hole dianeter than the sheet |ayers
(112; 112, 114,116) nearest to the gasket (100) and that
in the other areas boundaring the cavities (14) the

pl ate el enents (10) are constructed such that the

term nations of the respective sheet |ayers of a plate

el ement (10) are staggered to be overlayered by the
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gaskets (24)."

(The bold type used for the | ast feature of the claim
has been introduced by the board and enphasi zes the
feature qualified as "litigious" in the follow ng.)

The opposition division held that the added subject-
matter in the formof the litigious feature inserted
during the granting procedure provided a technica
contribution consisting in the provision of an
addi ti onal sealing of the areas boundaring the cavities
whi ch conpl eted the sealing around the holes in the
originally filed application. This additional sealing
had a precise technical neaning and could not be
considered as a nere limtation of the invention as
granted in the sense as defined by Decision G 1/93 of
the Enl arged Board (QJ EPO 1994, 541). The argunent of
the patent proprietor, appellant in the follow ng, that
there was no technical contribution because the feature
related to the sealing of another part of the plate,
nanmely around the cavities and did not contribute
anything to the originally disclosed invention was not
accept ed.

The appellant filed the appeal and paid the appeal fee
on 12 January 1998. The statenent of grounds was
received on 12 March 1998.

Oral proceedi ngs took place on 20 February 2001.

The argunents submtted by the appellant in his letter
of 15 June 1999 and in the oral proceedings are

summari zed as fol |l ows:

As indicated in the description as originally filed the
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probl em underlying the present invention is to solve
the problem of the corrosion specifically provided by a
corrosive liquid inside the heat exchanger and nore
particularly around the port holes of said exchanger.
Thus, the last feature of Cdaiml is to be interpreted
having regard to this problem

Each plate el ement conprises two pairs of holes, each
pair for respectively one of the two heat exchangi ng
fluids. The description clearly distinguishes the
gasket (22), which substantially follows the periphery
of each plate elenent, sealing the cavity with its pair
of port holes between two plate elenments, and the
gaskets (24), also referenced (100), which are ring-
shaped and seal the port holes which are not in

conmuni cation with the cavities. In daiml, tw
different references (24) and (100) are used to nmeke a
di stinction between the ring-shaped gaskets of one

pl ate el enent and these of one adjacent plate el enent.
The term "term nations” is always used in the
application as originally filed in connection with the
port holes, and not with the periphery of the plate

el ements, so that the phrase "that the term nations of
the respective sheet layers” can only concern the edges
of the layers around the holes. Then, fromthe word
"respective" in this phrase, it follows that the "other
areas boundaring the cavities" are the areas around the
hol es which are in fluid communication with the cavity,
and since the first feature of the characterising part
of Caim1l concerns the respective areas boundaring the
hol es overl ayed by the gasket (100), the "other areas”
of the followng litigious feature can only be those on
the other side of the plate elenent, that is to say
those which are to be overlayed by the gasket, now
referenced 24, of the adjacent plate el enent when this
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one is positioned against the first considered plate

el enment. Interpreted in this way, the litigious feature
is fully supported by the patent specification as
originally filed.

The other interpretation of the litigious feature,
nanely that considered in the contested decision,
provi des no technical contribution to the solution of
the problemto be solved. There is no need to have a
staggered seal on the outside of the plate el enent,
since the external edges of the plate |ayers are not
exposed to any heat exchange fluid and thus, no
corrosion occurs at these edges. The feature is rather
to be considered as being a negative one, since it
excessively limts the scope of the claimwthout
bringi ng any advantage to the solution of the problem
underlying the invention. Thus, according to the

deci sion G 1/93, such added feature is not to be

consi dered as subject-matter within the nmeaning of
Article 123 (2) EPC

The argunents of the respondent can be sunmari sed as
fol | ows:

It is first questionable whether there is a need to re-
interpret the feature, since this feature seens to be
perfectly clear and noreover supported by the
description of the patent as granted. After all, the
appel l ant hinself has interpreted this feature during
nore than three years in the way followed in the
contested deci sion. The only discrepancy, which can be
seen, concerns the reference nuneral (24) at the end of
the claim but the sanme reference nuneral is also used
in the dependent Clains 2 and 4, and this tinme clearly
in connection with the gasket extending al ong the
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peri phery of the plate elenments, so that, |ooking to
the description, the reader at once thinks that (22)
shoul d be the correct reference nuneral.

Wth the new interpretation of the appellant, it is
necessary to escape fromthe whole wording of the claim
and to try to understand it only in the |ight of the
description, since this new interpretation is
inconsistent wwth the rest of the claim which for
exanpl e indicates that both internedi ary gaskets are
arranged between every two adjacent pair of plate

el enents, and not on both sides of a plate el enent.

Mor eover, "areas boundaring the cavities" cannot nean
"areas surrounding the port holes". The term
"termnation"” is constantly used through the
description with the nere nmeaning of edge or rim

what ever the elenment is, and finally the description of
the patent as granted indicates a corrosion problemin
general as the problemto be solved, and not the
corrosion of only the port holes. Therefore, the new
interpretation is to be rejected.

The appel | ant requests that the decision under appea
be set aside und that the case be remtted to the first

i nstance for further prosecution.

The respondent requests that the appeal be di sm ssed.

Reasons for the Decision

1

0820.D

The appeal is adm ssible

Interpretation of Claiml
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First interpretation of the litigious feature, nanely
that considered in the contested decision.

According to the description of the patent in suit as
granted the sheet | ayers of the plate elenents of a

mul ti-layered plate heat exchanger were in the prior
art welded at the rimof the port holes, so that, the
rinms being damaged by the rough heat treatnent, the

ri sk of corrosion by a possibly corrosive fluid of the
heat exchanger was increased and, further, a separation
of the plate elenents for inspecting them was
difficult. The basic solution of the present patent is
to assenble the nulti-layered plate el enents only by
usi ng gaskets as seal i ng neans. Ri ng-shaped gaskets are
provided for the pair of port holes of a plate el enent,
which are not in comrunication with the cavity of this
pl ate el enent, whereas said cavity, together with the
ot her pair of port holes conmunicating with it, is
bounded by a gasket, which consequently follows a
substantial length of the periphery of the plate

el enent .

Since the first feature of the characterising portion
of Caiml relates to the areas boundaring the port

hol es, the expression "the other areas boundaring the
cavities" of the litigious feature | eads the skilled
reader of Claim1l to consider the areas which are not
around the holes and these areas can only be those
follow ng the periphery of the plate el enents. Such an
interpretation is noreover suggested by the first

par agr aph of the description as granted, which nentions
i nternmedi ary gaskets between the plate el enents at
areas which are boundaring the cavities and the aligned
port holes. According to the sane description, one
problemto be solved is to ensure that no corrosion
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occurs between two adj acent sheet |ayers of a plate
element and it is further explained that, with the

sol ution according to the granted Claim1, "all of the
exposed term nations of the sheet |ayers are

overl ayered and safely covered by the gaskets during
assenbly of the plate heat exchanger. Thereby |iquid or
gas passing through the plate heat exchanger is never
able to penetrate the crevice gaps between individua
sheet | ayers of a plate elenent”. This passage as wel |
as the above nentioned object of the invention were
added to the description during the |ast stage of the
exam nation proceedings. The interpretation, which

i medi ately cones to mind, is that, additionally to the
sealing of the port holes by neans of ring-shaped
gaskets, the external edge of one sheet |ayer, nanely
that adjacent to the cavity, is protected agai nst any
external corrosion by nmeans of the staggered
arrangenent of the sheet |ayers which is overlayered by
t he gaskets. The | ast sentence of the above given
passage of the description does not make nmention of the
port hol es and, thus, should be understood as
concerni ng the gasket at the periphery of the plate

| ayers, which i npedes the passage towards this

peri phery of the fluid passing through the heat
exchanger.

Hence, the last feature of Claim1l as granted, even
read in the light of the description of the patent in
suit as granted, has a neaning which seens to be quite
logical; in fact, this feature was understood in this
way by the appellant hinself at |east during the whole
proceedi ngs before the Opposition Division and when
filing the grounds of appeal.

The new interpretation of the litigious feature
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It has not been contested by the appellant that the
litigious feature with its above interpretation is not
supported by the specification of the patent in suit,
as originally filed. Thus, a deficiency appears in the
patent. Al so, the reference nuneral (24) at the end of
the cl ai mdoes not correspond to the above
interpretation. Therefore, the appellant argues, it may
be that the skilled reader, faced by these two
anomalies, tries to see whether another interpretation
coul d be deduced fromthe original docunents of the
patent in suit. A need for a new interpretation cannot
t herefore be excluded, but it has neverthel ess to be
kept in mnd that the anmendnents brought in the
description of the patent seemto support the above
first interpretation.

Then, the question to be exam ned is whether the
skilled reader of Caiml could in the light of the
originally filed specification understand this claimin
such a way corresponding to the new interpretation put
forward by the appellant.

The description of the patent as originally filed

mai nly deals with the problem of the corrosion which
occurs on the areas surroundi ng the port hol es.
However, the problemunderlying the invention as given
in this descriptionis not limted to this corrosion
probl em | ooking nore generally for a plate heat
exchanger which "can be assenbl ed wi thout any need for
ot her sealing than the one obtai ned by the gaskets,

whi ch ensures that a cavity fornmed between two pl ate
el ements just conmunicates with a set of liquid inlet
and outlet." Having regard to this problemthe skilled
reader is left in sone doubt as to the relative

i nportance of the corrosion problemlimted essentially
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to the port holes and the problem of the assenbly of
the plate el enments which provides |iquid-tight
cavities.

Mor eover, according to the preanble of Caim1, the

i nternmedi ary gaskets are said to be arranged between
every two adjacent pair of plate elenents at areas

whi ch are boundaring the cavities and the aligned

hol es. The skilled person is as a consequence directed
to consider the gaskets as those which are | ocated
between a pair of plate elenents. This is contrary to
the newly introduced interpretation, which requires
that the skilled reader understands that the first
characterising feature concerns the ring-shaped gaskets
boundaring one set of the port holes on one side of a
pl ate el enent, whereas the second feature, nanely the
litigious feature, also deals with the sanme kind of
gaskets, however with those which overlay the second

set of holes on the other side of the plate el enent.

According to the appellant, the person skilled in the
art woul d neverthel ess have been directed towards this
interpretation because of the nunber (24) referencing
the gaskets at the end of the claimand because of the
expression "term nations of the respective sheet

| ayers” in the litigious feature. It is however noticed
that the sane reference nunber (24) appears in the
foll ow ng dependent Clains 2 and 4, and in each of
these two clains it is associated wth the gasket,
which is said to extend al ong the periphery of the two
plate elenents. In Caim4, in particular, this |ast
gasket is opposed to the gasket referenced (100) of the
first characterising feature of Claiml, so that it

must concern a different and not identical gasket.
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Thus, the skilled reader sees at once that, at least in
t hese dependent clains, this reference nunber is wong
and he has no reason to conclude that this would not be
the case also for aiml. As to the term
"termnation", it is nerely used through the whole
description as originally filed as a synonym for the
terns "edge" or "rinm, and this also in connection with
the walls or layers of the plate elenents, see for
exanpl e colum 6, lines 27 to 35 of the origina
description: "One wall of the plate elenent is
termnated at a distance fromthe edge of the port

hol e. The wall facing the gasket has a term nation or
an edge which is disposed preferably centrally in the
ring-shaped gasket...". Thus, for the skilled reader,
the expression "term nations of the respective sheet

| ayers of a plate elenent” is equivalent to the "edges
of the respective sheet layers". It is true that, in
the original description, the term"term nation" is
never used to describe the outer edges of the plates,
but this only confirns that the litigious feature was
not originally disclosed. To then conclude therefrom
as is done by the appellant, that it can only nean the
edges of the port holes is a further intellectual step
whi ch is not suggested by and has no basis in the
description as originally filed.

The appel l ant has al so argued that, in Caim1, the
areas boundaring the port holes are said in the first
characterising feature to be overlayed by the gaskets,
whereas in the litigious feature the other areas are to
be overlayed, inplying a difference in tinme, thus an
action, which can only be the assenbly of the plate

el enents. This view cannot be followed by the board,
since in the litigious feature the true expression is
"are staggered to be overlayed", so that the words "to



2.2.4

2.3

0820.D

- 11 - T 0033/98

be overl ayed" nerely indicate a result and are
equi valent to "are overl ayed".

It follows that the wording of Cdaiml is such, that a
person skilled in the art, even after a study of the
description of the patent in suit as originally filed,
cannot arrive at the newinterpretation submtted for
the last feature of this claim As seen above, there is
al ready a contradiction between the preanble of this
claimand the intellectual steps which are necessary to
reach this interpretation and, noreover, too nany

i ndications are mssing in the wording itself of this
feature, which could have led the skilled person to
such an interpretation, for exanple a clear indication
of the areas concerning the edges of the port holes and
the location of the involved port holes at the opposite
side of the plate el enent.

Hence, the litigious feature of Claiml is to be
interpreted in that the other areas boundaring the
cavities are those followed by the gasket extending
al ong the periphery of two plate el enents.

Technical contribution of this feature

The board agrees with the appellant that this feature
does not contribute to solve the problemof either the
corrosion at the edges of the port holes or the
corrosion due to an agressive heat exchange nedi um
However, there are other possible corrosion probl ens
whi ch can concern a heat exchanger, for exanple those
created by the external environnent. These corrosion
probl ens are not excluded by the object of the patent
in suit, as seen above in point 3.1, and it is clear
that the staggered arrangenent of the sheet |ayers on
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t he periphery of the plate elenments as clained protects
the external edges of the internal sheet |ayers, nanely
these facing directly the cavities, against the
aggression of external corrosive fluids. Al so the
assenbly of the plate el enents can be inproved by this
st epped arrangenent of the gaskets along the periphery
of the plates. It may be that the clained feature
prevents any heat exchange fluid | eaki ng between the
sheet | ayers from escaping at the plate edges and thus
I s di sadvantageous in this respect, since no | eak sign
appears, but this is conpensated for by an easier

di snounting of the plate elenents. Mreover, an

exi sting technical contribution does not necessarily
nmean an i nprovenent in all respects.

The board therefore concludes that the litigious
feature provides a technical contribution to the
subject-matter of Caim1l.

As a consequence, according to the decision G 1/93 of
the Enl arged Board of appeal (QJ EPO 1994, 541), the
litigious feature, although infringing Article 123,
paragraph 2, EPC, cannot be deleted fromCdaim1l

wi thout infringing Article 123, paragraph 3, EPC,
because of the technical contribution that it provides,
thus resulting inevitably in that the revocation of the
pat ent nust be confirned.

For these reasons it is decided that:

The appeal is dism ssed

0820.D
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The Regi strar: The Chai r man:

A. Counillon C. T. WIlson
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