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Summary of Facts and Submn ssions
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The nention of the grant of European patent

No. O 358 881, in respect of European patent
application No. 89 112 899.3, filed on 14 July 1989 and
claimng a BE priority of 31 August 1988 (BE 8800991),
was published on 30 August 1995 (Bulletin 95/35).
Caim1l read as foll ows:

"Use of a plastic sheet conprising two or nore paralle
films (1,2) connected to each other by paralle
partitions (3) which stand on the filns, run along one
| engt hwi se direction and bound | engt hwi se tubes (4)
whereas one or nore of the filnms (1,2) is (are)
perforated over all or part of its (their) surface, as
a sheet allow ng through the air humdity but being
relatively watertight."

Clains 2 to 4 were dependent clains directed to

el aborations of the use of a plastic sheet according to
Caiml. daim4 in particular was directed to such use
as a packing material.

Noti ces of opposition were filed, on 30 May 1996, by
Opponent | (Kaysersberg Packagi ng), on the grounds of

| ack of novelty and | ack of inventive step

(Article 100(a) EPC); and by Opponent Il (Enplast), on
t he grounds of lack of novelty and | ack of inventive
step (Article 100(a) EPC), insufficient disclosure
(Article 100(b) EPC) and added subject-nmatter

(Article 100(c) EPC), whereby Qpponent Il but not
Qpponent | requested oral proceedings.

The oppositions were supported inter alia by the
docunent s:
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Dl: FR-A-2 384 901;

D2: SU-A-1 371 615, considered in the formof a
translation into French (D2a); and

D3: FR-A-2 228 607.

Wth a letter received on 16 June 1997, Opponent 11
wi thdrew its opposition.

On 28 July 1997, the Qpposition Division issued a
sumons to oral proceedings to be held on 11 Decenber
1997. The summons was acconpani ed by a Communi cation of
the Qpposition Division inter alia setting a final date
for subm ssions of one nonth prior to the date of the
oral proceedings.

Wth a decision signed by all three nenbers of the
Qpposition Division on 8 Cctober 1997, and issued in
witing on 15 Cctober 1997, the Qpposition D vision
rejected the renmai ning opposition, a simlarly signed
notification, dated 9 October 1997, of cancellation of
the oral proceedi ngs having been communi cated by fax to
Qpponent 1 on 10 Cctober 1997.

According to the decision, the requirenents of
Article 113(1) EPC had been net in relation to
OQpponent | (Kaysersberg Packaging), since the latter
party had at no stage itself filed a request for ora
proceedi ngs. Consequently, Qpponent | could not have
expected to be able to rely on oral proceedings to
present its argunents.

As to the substantive issues, the follow ng findings
wer e nmade:
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The grounds nentioned in Article 100(b) and (c)
did not prejudice nmaintenance of the patent
unanmended.

Furthernore, as to novelty, whilst D1 conplied
with all the constructional features of the

pl astic sheet nmentioned in aiml, it did not

di scl ose the use of the sheet to which Cdaim1l
was directed. Thus D1 was not novelty destroying
for the subject-matter clainmed in the patent in
suit. Neither did D2 or D3 disclose such

subj ect-matter, because D2 did not specify the
mat erial as being plastic, and D3 related to a
process in which the hollow structure was filled
wth a foammaterial, wthout disclosing any use
to let through humdity.

Finally, as to inventive step, the only prior
art qualifying as closest prior art was that
described in the patent in suit itself, nanmely
in colum 1, lines 24 to 56, fromwhich the
subject-matter of both Cains 1 and 4 differed
in that one or nore of the parallel filnms in the
sheet used was or were perforated. It could be
seen, noreover, fromthe technical results filed
during the exam nation proceedi ngs, that such
perforations did give an inprovenent in air

noi sture transmssibility. Wilst it mght be
consi dered obvious to bring perforations to such
prior art, the latter did not itself nention
perforations. Furthernore, the uses disclosed in
D1 (drainage) were so dissimlar to those in the
patent in suit that a skilled person trying to
find a solution to the stated problem woul d not
consider D1. Neither would he consider D3, since
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it did not relate to air noisture
transmssibility. Wiilst D2 did disclose a use
of sone sort of planar material for letting air
noi sture through while preventing the backfl ow
of liquid water, the teaching required
additional facilities, on the holes allowing air
hum dity to pass through, for preventing such
backfl ow. These additional facilities nmade the
use in applications such as packagi ng

i npossi ble. Hence, the subject-matter of both
Clains 1 and 4 involved an inventive step, as
did that of dependent Clainms 2 and 3.

On 23 Decenber 1997, a Notice of Appeal against the
above decision was filed by OQpponent I, the prescribed
fee being paid on the sane day.

In the Statenent of G ounds of Appeal, filed on

20 February 1998, the Appellant (OQpponent 1) argued, in
relation to the issue of novelty, in substance as
fol | ows:

The deci si on under appeal had failed to appreciate the
full scope of the teaching of D1. Wiilst the primry
application related to the drainage of soil the scope
of the docunent extended to all applications concerning
anal ogous probl ens such as when one w shed to extract
fluid. Whilst the decision under appeal had taken the
view that the drai nage function according to D1 was
different fromthat according to the patent in suit,
neverthel ess the latter did nothing nore than ai m at
the function of drainage in a broad sense, that is to
say capturing and renoving fluid fromthe area in which
the sheet was placed. In the |atter connection, when
the structure according to D1 was associated with a
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wal |l for drying the latter, it fulfilled exactly the
sane function, the humdity of the environnent being
received in the interior of the structure and renoved
by the canals. Thus, D1 taught not only the genera
concept of extracting a fluid froman environment but
al so the particular application in the building

i ndustry for collecting environnental humdity. Hence,
the subject-matter of Clains 1, 2 and 3 of the patent
in suit |acked novelty over the disclosure of D1.

The Appel lant further argued that the cancell ation, by
the Opposition Division, on 10 Cctober 1997, of the
oral proceedings set for 11 Decenber 1997, after the
parties had been summoned but before the final date for
filing observations anpbunted to a serious procedura
violation justifying rei nbursenent of the appeal fee.

The Respondent (Patentee) disagreed, in a subm ssion
received on 29 May 1998, with the argunents of the
Appel I ant and observed in particular, that the
argunments of the Appellant did not go beyond those
al ready presented during the opposition proceedings,
whi ch had, however, been throughly dealt with in the
deci si on under appeal .

Oral proceedings were held before the Board on 20 March
2001. During the oral proceedings, and followi ng a

di scussion of the novelty of the subject-matter clained
in the patent in suit in the light, in particular, of
the disclosure of D1, the Respondent presented, in
order to neet the objections made, as sol e request, an
amended set of Clains 1 to 3, which read as foll ows:

"1l. Use, for the production of a breathing pack, of a
pl asti c sheet conprising two or nore parallel filns
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(1,2) connected to each other by parallel partitions
(3) which stand on the filnms, run al ong one | engthw se
di recti on and bound | engt hwi se tubes (4) whereas one or
nore of the films (1,2) is (are) perforated over all or
part of its (their) surface, the sheet allow ng through
the air humdity but being relatively watertight.

2. Use according to claim1, characterized in that
all films (1,2) are perforated.

3. Use according to claim1, characterized in that
all films (1,2) are perforated at the |evel of the
tubes (4)."

The Appel | ant (Opponent) requested:

(1) that the decision under appeal be set aside,

(2) that the patent in suit be revoked, or, in the
alternative, that the case be remtted to the
first instance for further prosecution on the
basis of clainms 1 to 3 submtted during the ora
proceedi ngs,

(3) the reinbursenent of the appeal fee.

The Respondent (Patentee) requested that the patent be
mai nt ai ned on the basis of the set of Clains 1 to 3
formng the sole request as submtted during the ora
proceedi ngs, and a description yet to be adapted.

Reasons for the Decision

1081.D
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The appeal is adm ssible.

Adm ssi bility of anmendnents

Caiml differs fromCdaim1l of the patent as granted

by the insertion, after the first word "use", of the
phrase "for the production of a breathing pack,"
together with the consequential syntactical anmendnent,
in the prepenultimate line of the claim of the phrase

"as a sheet allowing..." to read "the sheet

allow ng...".

Correspondi ngly, the phrase "use of a plastic sheet
according to Caim1l", has been anended, in Cains 2
and 3 as granted, to read "use according to Caim1" in
each case, and Caim4 as granted has been del et ed.

A basis for the anendnent to Claiml is to be found at
colum 2, lines 56 to 58 of the description of the
patent in suit as granted, which states that "The
sheets considered in the use according to the invention
have the advantage that they can be used for the
producti on of a breathing pack.", the correspondi ng
passage being present in the description as originally
filed (sentence bridging pages 2 and 3; printed
specification, colum 2, lines 16 to 18). This
statenment clearly applies generally to all the clained
enbodi nents of the plastic sheet.

The amendnents to Cains 2 and 3 do no nore than
provi de consistency with the amended wording of claim1
and conci seness, and are thus equally supported by the
origi nal disclosure.

Hence, there is no contravention of Article 123(2) EPC
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in the anendnents undertaken in the clai ns.

Nor is there any contravention of Article 123(3) EPC
since the nature of the anendnent is to restrict the
claimto a particular application.

Novel ty

None of the docunents D1, D2 and D3 cited in the
proceedi ngs di scl oses a breathing pack of any kind, |et
al one one in which a sheet as defined in Claim1l of the
patent in suit has been used. This was not disputed by
either of the parties. Consequently, the Board finds
that the subject-matter clained in the patent in suit
is novel in the light of the state of the art
represented by these docunents.

Furt her prosecution; Remttal

It is evident that Caim1l of the patent in suit has
been restricted by incorporation of a feature which is
not to be found in any of the clains as granted, but
whi ch has been taken fromthe description of the patent
insuit. It is also of significance for the further
procedure in this case that the enphasis in the
proceedi ngs so far has been on an aspect of the
subject-matter of the patent in suit (building

I ndustry) which has practically nothing to do with
packagi ng. To this extent, the anmendnent nmade in
Claim1 during the oral proceedings shifts the focus
into a different area. In other words, the Board is
effectively confronted with a new case.

In view of the above situation, which could not have
been foreseen by the Appellant, the Board finds it
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appropriate, in accordance with the rel evant request of
the Appellant, to make use of its powers under

Article 111(1) EPC to refer the matter back to the
first instance for further prosecution.

5. Rei mbur senent of appeal fee

The Board further finds it appropriate, under the
ci rcunst ances of the case (which include the
substanti al success of the appeal so far) to order
rei mbursenent of the appeal fee.

5.1 The Board cannot accept the Qpposition Division's view
that the Appellant could not be taken by surprise by
the decision under appeal. It is true that the
Appel I ant had not requested oral proceedi ngs and,
therefore, the Opposition Division was entitled to
cancel the summons. However, the Qpposition Division
was not entitled to issue its decision wthout
previously informng the parties of the envisaged
course of action. The parties are infornmed by such a
summons that they will be heard in oral proceedings.
Therefore, once oral proceedi ngs have been arranged, it
is legitimate for the parties to expect that ora
proceedings wll actually take place unless and until
they are notified otherwi se. Thus, it was the
Qpposition Division's duty to informthe parties as
soon as possible of its change of attitude towards
hol di ng oral proceedings after the w thdrawal of
opposition Il (see T 811/90, QJ EPO 1993, 728,
headnote 1).

5.2 In addition, the parties were infornmed of the fina

date for making witten subm ssions in reply to the
communi cati on acconpanyi ng the summons, this date being

1081.D Y A
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11 Novenber 1997. The Qpposition Division's decision
had, however, already been given to the EPO postal
service on 10 October 1997, the sane date on which the
Appel I ant was infornmed by fax that the oral proceedi ngs
were cancelled and the procedure would be continued in
witing. The right to be heard is violated if a
decision is taken before expiry of atinme limt for
respondi ng to a conmunication (T 804/94, dated 10 July
1995, cited in Case Law of the Boards of Appeal, 3d ed
1998, VII.D.15.4.6; T 125/91, dated 3 February 1992,
not published in Q) EPO. In fact, the Qpposition

Di vi si on excluded any possibility for the Appellant to
react after he had been infornmed of the cancellation of
the oral proceedings.

Before that notification, fromthe Appellant's
perspective, there was no reason whatsoever for
suspecting that the withdrawal of opposition Il m ght
cause the Qpposition Division to cancel the sunmons.
The opposition had been withdrawn by letter dated

13 June 1997, received in the EPO on 16 June 1997. The
sunmons was i ssued only thereafter on 28 July 1997.
Therefore, the Appellant had reason to believe that the
Qpposition Division had i ssued the summobns know ng t hat
the only opponent having requested oral proceedi ngs was
no | onger a party to the proceedi ngs.

In summary, the course of action taken by the
OQpposition Division in excluding the Appellant's right
to be heard anounts to a substantial procedura
violation. Since the Appellant was prevented from
submtting his case in first instance proceedi ngs after
wi t hdrawal of opposition II, reinbursenent of the
appeal fee under Rule 67 EPC is considered equitable.
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of clains 1 to 3 submtted as
sol e request during the oral proceedings.

3. Rei nbur senent of the appeal fee is ordered.
The Regi strar: The Chai r man:
C. Ei ckhoff R E. Teschenacher
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