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Summary of Facts and Submn ssions

1850.D

Eur opean patent application No. 93 904 939.1 relating
to a process for increasing pitch yield fromcoal tar
was refused by a decision of the Exam ning D vision.
The deci sion was based on an anended set of cl ains.

The grounds for refusal were |ack of novelty in view of
docunent

(1) JP-B-46 024 920 (English translation).

The Exam ning division in particular held that

(a) the crude tar of docunent (1) contained the usual
anmount of tar acid of 1 to 5% by wei ght;

(b) distilling "until the liquid tenperature had
reached 370°C' or respectively 360°C in accordance
with the exanpl es of docunment (1) equated to the
nmet hod clainmed in the application where distilling
is perfornmed by "taking fractions that boil up to
360°C"; and

(c) the softening point of the recovered pitch was not
a feature of the process but nerely a result
t her eof .

The Appel |l ant | odged an appeal against this decision.
Ref erence was made to an affidavit of M Roder, the

i nventor of the present patent, filed during the
Exam ni ng procedure with a letter dated 11 April 1996.
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| V. In responses to two conmuni cations of the Board, the
Appel lant filed each tine a new set of clains and a
conparative exanple. The only independent claimof the
| ast and valid set, filed with its letter of 30 Apri
2001, reads as foll ows:

"1l. A process for obtaining an increased pitch yield
fromcrude coal tar while producing a binder pitch,
characterized by treating a crude coal tar materi al
having a tar acid content of 1 to 5 weight percent by
reaction with formal dehyde in a nolar ratio of at |east
1:2 with respect to the tar acids for a period of at

| east 1 hour at a tenperature of at |east 40°C,
distilling said treated coal tar material taking
fractions that boil up to 360°C. "

V. The Appellant's argunents can be summari zed as fol |l ows:

- The cl ai ned subj ect-matter was di stingui shed from
t he process disclosed in docunent (1), the only
prior art relied upon by the Exam ning D vision,
in that the tar acid content in the coal tar used
was nuch lower and in that distillation was
carried out by taking fractions that boil up to
about 360°C.

- According to docunent (1), distillation was
carried out until the liquid had reached 370°C
whi ch corresponded to a nuch | ower vapour phase
tenperature, i.e. tenperature of fractions to be
taken, of around 330°C, as indicated in M Roder's
decl arati on.

- The cl ai ned subject-matter permtted om ssion of
the lengthy thermal after treatnent necessary

1850.D Y A
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according to docunent (1) for obtaining acceptable
sof teni ng points.

- It was evident fromthe conparative exanple filed
with letter dated 30 April 2001 that using the
prior art tenperature conditions would not give
the desired results.

\Y/ The Appel |l ant requested that the decision under appea
be set aside and that a patent be granted on the basis
of Clainms 1 and 3 to 7 as submtted with its letter
dated 30 January 2001 and Claim2 as submtted by
telefax of 23 May 2001.

Reasons for the Deci sion

1. Amendnents (Article 123(2) EPC)

1.1 Concerning Caim1:

The feature that binder pitch is obtained as a fina
product of the clainmed process is disclosed on page 2,
lines 15 to 21 and page 8, lines 24 to 29 of the
application as filed.

The tar acid content of between 1 to 5% by wei ght of
the crude coal tar is disclosed on page 2, lines 1 to 2
and page 4, lines 13 to 19 of the application as filed.
The conditions concerning the nolar ratio of

formal dehyde/tar acid, reaction tine and reaction
tenperature is the subject-matter of original Caim?2

The feature concerning distillation of the treated coa

1850.D Y A
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tar by taking fractions that boil up to 360°C is given
on page 8, lines 13 to 15 of the application as filed,
where it is said that "the distillation itself can be
performed in a conventional manner, for exanple taking
fractions that boil up to about 360°C' as the only

i nformati on about the performance of the distillation
st ep.

1.2 Concer ni ng dependent Clains 2 to 7:

Clains 2 to 6 correspond to original Clains 3to 5, 7
and 8.

The feature of daim?7 is disclosed on page 5, lines 18
to 23 of the application as filed as the preferred
nol ar ratio of formal dehyde/tar acid.

1.3 In summary, the Board concludes that the anendnents
made to the clains neet the requirenents of
Article 123(2) EPC and do not give rise to objections
under Article 84 EPC.

2. Novel ty
Lack of novelty is in dispute in view of the process
di scl osed in docunent (1). The only point at issue is

whet her docunent (1) discl oses

- a content of 1 to 5% of tar acid of the crude coa
tar; and

- a performance of the distillation by taking
fractions that boil up to 360°C.

Concerning the tar acid content in the coal tar used,

1850.D Y A
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docunment (1) does not contain any clear and unanbi guous
di scl osure that the coal tar to be used is one of the
"usual " types, as nentioned in the application in suit
(page 2, lines 1 to 2), which contains 1 to 5% by

wei ght of tar acid. Docunent (1) discloses two distinct
figures for the anount of this conponent, nanely 10.3
or 27.5% for two different tenperatures in a
"fractionalizing test" (table on page 6). Wil st
realising that it is not indicated in docunent (1)

whet her these percentages relate to the weight of the
tar, the figures are not, for this reason al one,
meani ngl ess, particularly since docunent (1) points to
the addition of phenols in order to increase the tar
acid content if necessary (page 5, paragraph 4).
Therefore, it is concluded that the process of docunent
(1) requires that the coal tar to be used initially
contains a certain mninmumanount of tar acids.

Concerning the distilling conditions, the Board
considers that the term"taking fractions that boil up
to 360°C" is to be understood as collecting al
fractions having a boiling point up to this tenperature
val ue. Docunent (1) discloses distillation "until the
liquid tenperature had reached 370°C' or respectively
"360°C"' (Exanples 1 to 4). It is to be expected from
the | aws of physics that under atnospheric pressure the
tenperature of a boiling liquid mxture is distinctly
hi gher than the boiling tenperature of a fraction which
can be distilled off (see textbooks on physica

chem stry, e.g. Walter J. Moore, "Physikalische
Cheme", 4th ed., Walter de Guyter, 1973, pages 272 to
273, Figure 7.7 and paragraph 12). In the absence of
any ot her evidence, the Board accepts the statenent in
the affidavit of M Roder that liquid distillation

t enperatures of about 370°C correspond to vapour phase

1850.D Y A
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tenperatures of the order of 330°C.

Docunent (1) does not, therefore, disclose performance
of the distillation by collecting those fractions which
boil up to 360°C.

For these reasons, the subject-matter of Caiml is not
antici pated by the teaching of docunment (1).

I nventive step

The only question that remains to be dealt with in the
present appeal is, therefore, that of inventive step.

The application in suit relates to a process for
obtaining an increased yield of coal tar pitch by
distillation of a crude coal tar material (page 1,
lines 3 to 8), wherein the product pitch is suitable
for use as a binder in the formation of el ectrodes for
use in the netal industry; as does docunent (1)

(page 2, lines 9 to 10 and page 3, |ast paragraph)
which thus forns a suitable starting point for
assessi ng inventive step.

According to the application in suit, the pitches
preferably have softening points in the range of 100 to
120°C (page 8, lines 19 to 29 and Exanples 2 to 6).

It follows fromthe Exam ning procedure that the
softening points nentioned in the application have been
determ ned by the so-called Mettler nmethod (affidavit
of M Roder) whereas those of docunent (1) have been
determ ned by the nercury nethod (page 6, application
Exanple 1). It further follows fromthe Exam ning
procedure that, for comparison, the softening points of
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docunent (1) must be increased by 15°C to be converted
to Mettler values. Accordingly, the pitches obtained in
accordance with Exanples 2 and 3 of docunent (1) as
wel |l as the conparative exanple (paragraph bridging
pages 6 and 7) have Mettler softening points within the
desired range, nanely 102.5°C, 104°C and 100°C.

However, in order to obtain a softening point of this
| evel, the particular process of docunment (1) requires
a time-consumng thermal after treatnent unlike the

cl ai med process (page 5, second paragraph and

Exanpl es).

Therefore, an existing technical problemto be solved
by the clainmed subject-matter can be seen in the

avoi dance of that thermal treatnment, whilst stil

achi eving products with conparabl e softening points.

As conpared with docunent (1), the neans given in
Claim1 of the application in suit for solving this
probl em consist in using as a starting nmaterial a crude
coal tar having a tar acid content of 1 to 5% by wei ght
and in performng the distillation by taking fractions
boiling up to 360°C.

Assum ng that the exanples given in the application in
suit have been nmade under the distillation conditions
indicated in the description by taking those fractions
whi ch boil up to 360°C, it follows that this problemis
actually solved, however, at the expense of the product
yield. Conpared with the 70 to 80% yield achieved in
docunent (1) (see page 6, first |line and Exanples), the
55% by wei ght yi el ds obtained according to the
application in suit (see Table 2) are nuch | ower.
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The Appellant, with its letter dated 30 April 2001,
refiled Exanple 4 of the application in suit together
Wi th a conparative exanple, the only difference being
that whilst according to Exanple 4 fractions boiling up
to 360°C are taken, the fractions taken in the
conparative exanple boil only up to 330°C. It is shown
that only the higher distillation tenperature yields

pi tches di splaying a softening point of above 100°C.
The Board accepts, therefore, the conparative exanple
as being representative of the prior art insofar as
product yield is not in issue, and as evi dence show ng
that the lower distillation tenperature of docunent (1)
woul d not, in the absence of a thernmal after-treatnent,
give a pitch having the desired softening point.

The question remaining to be decided is, therefore,

whet her it was obvious in the light of the avail able
prior art to use, for the manufacture of pitches with a
sof teni ng poi nt high enough to be suitable as binder
pitch as known from docunent (1), a crude coal tar
containing 1 to 5% by weight of tar acids and to
performdistillation by taking fraction boiling up to
360°C in order to avoid thermal after-treatnent whil st
achi eving a product of conparable softening point.

Docunent (1) does not give any hint in this respect.
The core teaching of this docunent consists, first, in
the provision of a high tar acid content in the crude
tar, if necessary obtained by the addition of phenols
where the phenol content (= tar acid content; see
application in suit, page 4, lines 22 to 25) of the
feed coal tar is especially low, in order to achieve
high pitch yields (page 4, third paragraph to page 5,
fourth paragraph and pages 6 to 7, Application

Exanple 1 and conparative exanple) and, second, in the
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necessity of a thermal after-treatnment to increase the
softeni ng point (Application Exanple 1).

The ot her docunents on file have been cited in the

Eur opean Search Report. These docunents do not disclose
the use of crude coal tar in conbination with the
particular distillation tenperature.

The Board hol ds, therefore, that the cited prior art
docunents either alone or in conbination do not render
obvi ous the cl ai ned solution of the present technica
probl em and concludes that the process of Claim1lis
based on an inventive step as required by Article 56
EPC

Dependent Clains 2 to 7, which refer to preferred
enbodi nents of Claim1, are based on the sane inventive
concept and derive their patentability fromthat of

G aim1.

For these reasons it is decided that:

1

1850.D

The deci si on under appeal is set aside.

The case is remtted to the first instance with the
order to grant a patent in the follow ng version:

Descri pti on:

Pages 1, 2, 6, 7, 9, 10 and 11 as originally filed.
Page 3 filed by telefax of 23 May 2001.
Pages 4, 5, 8 and 12 filed with letter of 30 May 2001.
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d ai ns:
Clains 1 and 3 to 7 filed with letter of 30 April 2001.
Caim2 filed by tel efax of 23 May 2001.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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