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Summary of Facts and Subm ssi ons

The nmention of the grant of European patent

No. 0 326 704, in respect of European patent
application No. 88 121 425.8, filed on 21 Decenber 1988
and claimng a US priority of 5 January 1988

(US 140851), with 5 clainms, was published on 10 May
1995 (Bulletin 1995/19). Caim1l read as foll ows:

"A polymeric foanmed conposition formed froma m xture
conpri si ng:

(a) a first component which is a styrene-butadi ene-
styrene bl ock polymer and is a noncross-Iinked
el astoner that is not substantially chemcally
reactive with itself or with the second conponent
(as recited below) in the presence of noisture;

(b) a second conponent which is a primary pol yner
havi ng i socyanate end groups that are capabl e of
chemcally reacting with each other in the
presence of noisture to forma derivative pol ynmer
havi ng a | onger average chain | ength than said
primary pol yner;

whi ch conprises intimately mxing said first and
sai d second conmponents, then extruding said

m xture to forma foam and exposing said foamto
noi sture so as to becone essentially thernoset.”

Clainms 2 to 5 were dependent clains directed to

el aborations of the foaned conposition according to
Claim1.

1535.D Y A
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. Notice of Opposition was filed on 9 February 1996 on
t he grounds of insufficiency of disclosure
(Article 100(b) EPC), and lack of inventive step
(Article 100(a) EPC). The opposition was supported
inter alia by the docunents:

El: US- A-3 834 578; and

E4: D. J. Walsh, J. S. Higgins and A Maconnachi e:
"Pol ymer Bl ends and M xtures”, Martinus N jhoff
Publ i shers, Dordrecht/NL 1985, pages 196, 197,
204, 205;

as well as the later filed, but admtted:

E6: H. -G Elias: "Mkronol ekile", 4. Edition, Hithig &
Wepf Verlag, Basel/CH 1981, pages 163 to 166, 739
to 740, 1014 to 1016 and 1018 to 1019;

E7: Kirk-Ohner: "Encycl opedi a of Chem cal
Technol ogy", 3. Edition, vol. 8, John Wley &
Sons, New York/US 1979, pages 534 to 539 and 608
to 611;

E8: W Hof fmann: "Kaut schuk-Technol ogi e", Gentner
Verlag, Stuttgart/DE, 1980, pages 112 to 113, 116
to 126 and 207 to 213;

E9: G Habenicht: "Kleben, Gundl agen, Technol ogi e,
Anwendungen”, Springer Verlag, Berlin/DE, 1986,
pages 28 to 30 and 410 to 411; and

E10: S.S. Schwartz and S.H Goodrman: "Plastics

Materi als and Processes", Van Nostrand Rei nhol d
Co., New York/US, 1982, pages 443 to 444,

1535.D Y A
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A further docunent:

(A): FRA-2 259 146

had been sought to be introduced at an even | ater stage
of the proceedi ngs, but was not adm tted.

By an interlocutory decision given at the end of oral
proceedi ngs held on 4 Novenber 1997 and issued in
witing on 19 Novenber 1997, the Opposition Division
found that the patent in suit could be maintained in
amended form based on a revised Caim1l, which
differed fromCaim1l as granted in that the phrase:

"...which conprises intimately mxing said first and
sai d second conponents, then extruding said mxture to
forma foam and exposing said foamto noisture so as to
beconme essentially thernoset."”

had been repl aced by:

"...whereby the foaned conposition is forned by
intimately mxing said first and second conponents,
extruding the resulting m xture and exposing said

m xture to noisture to forman essentially thernoset
foam".

Claims 2 to 5 remai ned unchanged conpared with the
granted version.

According to the decision, the subject-matter of
amended Claim1l net the requirenents of Article 123(2)
EPC, since it was evident, even in the absence of a
process limtation to exclude "essentially non-foaned
products”, that sone foam ng always occurred. Nor was
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there any extension of the scope of protection, since

t he phrase "extruding said m xture to forma foam and
exposing said foamto noisture so as to becone
essentially thernoset” in Claiml as granted did not
exclude that the extrudate was al so exposed to noisture
prior to being a foam

In view of the latter amendnent, furthernore, the
process features of Claim1l corresponded to those in
Exanpl e 25, and the objection raised under

Article 100(b) EPC no | onger appli ed.

Docunent (A), although nentioned in the European search
report, did not disclose foam ng. Consequently, it was
not admtted to the proceedings, for |lack of rel evance.

Novel ty was not in dispute.

As to inventive step, the closest state of the art was
E1l, which disclosed products differing fromthose of
the patent in suit in that they contai ned an
acrylonitrile-butadi ene rubber (ABR) instead of a
styrene-but adi ene-styrene bl ock copol yner (SBS). Wil st
the skilled person could have replaced the ABR by SBS
to solve the technical problem which was to provide an
alternative conposition, rather than an inprovenment, it
had not been convincingly denonstrated that SBS was the
nost suitable polyner for this purpose. It was nore
probabl e that the expert would have sel ected a pol yner
which was nore simlar in structure to ABR than SBS,
i.e. a random pol yner. Consequently, the subject-matter
claimed in the patent in suit involved an inventive

st ep.

On 15 January 1998, a Notice of Appeal against the
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above decision was filed, the prescribed fee being paid

on the sanme day.

In the Statenent of G ounds of Appeal, filed on
16 March 1998, the Appellant (Opponent) argued in
subst ance as fol |l ows:

(a)

(b)

The objection under Article 123(2) EPC was

mai ntai ned, since Claiml failed to recite certain
process paraneters which were necessary for the
formati on of a foamed product under the action of
noi st ure.

It woul d have been obvious for the skilled person,
starting fromEl and faced with the probl em of
providing a further foaned seal ant material, to

| eave out the carbamate curing agents, which
required a relatively high curing tenperature,
since foam ng could be achieved, at a sufficiently
hi gh i socyanate content, in the presence of
noi st ure.

Furthernore, it would have been obvious to repl ace
the ABR by an SBS according to the patent in suit,
since it showed that the ABR according to E1 had a
high nitrile content, which was known to be
associated with poor |ow tenperature flexibility
and reduced rebound el asticity (E6), poor
mechani cal properties, unless reinforced with
carbon bl ack or vul canised (E7) and high
conductivity, leading to unsuitability as an
electrically insulating article (E8), whereas SBS
rubbers were inexpensive, readily available, had
excel l ent el astoner properties, high elasticity
and tensile strength, were widely conpatible with
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ot her polyners and resins (E7, E8 and E10), and
caused easy mcelle formation (E4).

(c) The previously cited docunment (A), now cited as
its US equival ent:

E11: US- A-4 022 745

was agai n sought to be introduced into the
procedure, since it showed that the argunment that
"sone foam ng would al ways occur”, submtted in
relation to the disclosure of the patent in suit,
meant that the compositions according to E11 woul d
al so necessarily have to be regarded as foans.

The Respondent (Patentee) disagreed, in subm ssions
received on 16 July 1998 and 10 April 2000,
respectively, with the argunents of the Appellant, and
argued in substance as foll ows:

(a) As regards the objection under Articles 123(2) and
100(b) EPC, which were interrelated (Section |V(a)
above) all the conpositions covered by daim1l of
the patent in suit had some degree of porosity or
foam ng. Consequently, neither of these Articles
was contravened.

(b) As to inventive step, it would be necessary to
conbi ne six docunments (E1, E4, E6, E7, E8 and E10)
and general know edge to arrive at sonething
falling wwthin Cdaim1 of the patent in suit.
Furthernore, it had not been shown that the
skill ed person woul d have effected the repl acenent
of ABR by SBS fromall these docunents.



-7 - T 0068/ 98

(c) Docunent E11 should not be introduced into the
proceedi ngs, since it was evident fromthe details
of its disclosure, in particular the presence in
t he conpositions of |arge volunes of volatile
solvent, that under the conditions of use it would
be highly inprobable that a foam would be forned.
Consequently, the teaching of the docunent was not
rel evant to the issues.

The subm ssion of 10 April 2000 was acconpani ed by a
further set of Cainms 1 to 5 formng an auxiliary
request .

\Y/ Oral proceedi ngs before the Board were held on 10 May
2000. At the oral proceedings, the Appellant sought to
i ntroduce into the proceedi ngs sanples of a sliver of
transl ucent rubbery material, unacconpani ed by any
witten statenent as to its provenance, but alleged to
be a product forned according to the teaching of Ell
and thus to provide evidence that the latter docunent
di scl osed foaned materials and was thus highly
rel evant. The Board deci ded, however, that the all eged
evi dence was late-filed, and took neither the alleged
evi dence nor the disclosure of E11 into consideration
(Article 114(2) EPC).

VII. The Appel l ant requested that the decision under appeal
be set aside, and the patent in suit revoked in its
entirety.

The Respondent requested that the appeal be dism ssed,
or, inthe alternative, that the patent in suit be

mai ntai ned on the basis of the clains of the auxiliary
request filed on 10 April 2000.

1535.D Y A
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Reasons for the Decision

2.2

1535.D

The appeal is adm ssible.

Adm ssibility of amendnents

Article 123(2) EPC

The Appellant at the oral proceedings indicated that
it would no longer maintain its objection under
Article 123(2) EPC to the amended Claim1l, to the
extent that the Respondent continued to rely upon the
passage of description of the patent in suit
according to which, in the case where the

t her nosettabl e prepol ynmer reacts through the

i socyanate group, the end product would "al ways have
sone degree of foamng..." (page 2, lines 47 to 51).
The Respondent indicated that it did so, which is in
any case confirmed by the retentention of the

rel evant passage of description referred to. Nor does
t he Board see any reason to diverge fromthe finding
of the decision under appeal in this respect.
Consequently, the provisions of Article 123(2) EPC
are held to be net.

Article 123(3) EPC

Conpared with the terms of Claim1l of the patent in
suit as granted, the definition, in Caiml
underlying the present decision, of the steps by

whi ch the pol yneric foanmed conposition is forned, has
been broadened to the extent that there is no | onger
any specific requirenent for "exposing said foamto
noi sture...".
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Claim1l as granted is, however, in the formof a
"product - by- process” claim since the polyneric
foamed conposition is defined as being fornmed by a
certain sequence of steps. Such a claim according to
t he established case | aw of the Boards of Appeal, is
deened to be directed to the product per se, i.e.

i ndependently of its nmeans of production, though
admttedly wwth all its internal characteristics and
t he consequences of its history of origin (T 150/ 82,
Q) EPO, 1984, 309).

Consequently, the fact that one of the process steps
has been del eted does not alter the scope of the
claim provided that there is no resulting

nodi fication of the products to which the claimis
di r ect ed.

In this connection, it is evident that the final
product according to both Caim1l as granted and
present Claiml is a thernoset foam which is forned
in each case by exposure to noisture. Furthernore, it
is evident that each such foamw Il inevitably be
"exposed to noisture”, in the case in accordance with
Claim1l1l as granted, as the result of the explicit
requirenent to this effect, and in accordance with
present Claim1, as an inevitable consequence of the
presence of noisture while the foamis being forned
fromthe "mxture". It follows fromthis, that there
is no difference, as far as the nature of the final
product is concerned, between the results of the
process as defined in Caiml as granted and those of
the process according to present Claiml. This
applies equally whether sonme other blow ng agent is
used for foamformation prior to or simultaneously
with the application of noisture, as was accepted by
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t he Appellant at the oral proceedings.

Thus, the Board is satisfied that the products
covered by present Caiml are no different from
t hose covered by Caim1l1l as granted. Hence, the
requirenents of Article 123(3) EPC are net.

Sufficiency of disclosure

The objection of |ack of sufficiency of disclosure
whi ch, according to the decision under appeal, had
been net by the amendnents nmade in Claim1, was no
| onger pursued in the appeal and the Board sees no
reason to take a different view Consequently, the
requi renments of Article 100(b) EPC are held to be
met .

Late filed docunent and associ ated evi dence

Docunent (A), which was considered in the formof its
US equi val ent E11, had been disregarded by the
Qpposition Division, in the exercise of their

di scretion under Article 114(2) EPC for |ack of

rel evance, since it was not deened to disclose

foam ng (section I11., above).

The argunent of the Appellant, that the statenent in
the patent in suit according to which an end product
in which the thernosettabl e prepol yner reacted

t hrough an i socyanate group would "al ways have sone
degree of foamng..." (page 2, lines 47 to 51), neant
that the conpositions disclosed in E11, which were

al so stated to react through an isocyanate group,
woul d, by the same token, necessarily equally have
sonme degree of foaned character, is not convincing
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for the reasons given in the decision under appeal.
Furthernore, the alleged evidence sought to be

i ntroduced by the Appellant at the oral proceedings
before the Board was not available to the Opposition
Di vi sion. Consequently, the Board sees no reason to
regard the exercise of discretion by the Qpposition
Division as sufficiently unreasonable to reverse
their decision to exclude the docunent in question
fromthe proceedings.

The sliver of translucent rubbery material alleged to
have been prepared according to the teaching of
docunent (A)/E1l1 and sought to be introduced at the
oral proceedings before the Board was |late-filed

evi dence to which the Respondent had had no
opportunity of fornulating a considered reply, let

al one of repeating the alleged preparation. Nor was
there any apparent justification for the late filing
of the alleged evidence, since the assertion that
foam ng woul d al ways occur had al ready been submtted
with the Statenment of G ounds of Appeal on 16 March
1998 (page 6, point 5), i.e. over two years
previously, so that any such evidence coul d have been
prepared and submtted in the earlier neantine. Even
if all the statenents made in connection with the
sanples were to be accepted at face val ue, however

t hey woul d not anmount to evidence that foam ng nust
occur according to the disclosure referred to. In

ot her words, the all eged evidence sought to be

adm tted was not susceptible of show ng that docunent
(A)/E11 inplicitly disclosed foaned products. Hence,
there was no justification for introducing the

al | eged evidence into the proceedi ngs, nor,

therefore, for reconsidering the relevance of the
docunent in its light.
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The Board therefore decided that the all eged evi dence
shoul d not be introduced into the proceedings, and
that the disclosure of docunment (A)/El should remain
excluded fromthe proceedings (Article 114(2) EPC)

Novel ty

Novelty of the subject-matter clainmed in the patent
in suit was not contested. Nor does the Board see any
reason to take a different view Consequently, the

cl ai med subject-matter is held to be novel.

The technical problemand its solution

The patent in suit relates to a foanmed synthetic
polynmeric material exhibiting elastoneric behaviour
and especially suitable for use as a seal ant or
gasket or the like (page 2, lines 3 to 5). Such a
material is, however, known, for instance from El
whi ch, by conmmon consent, represented the cl osest
state of the art.

According to E1, the manufacture of "flowed in"
gasketed or seal ed closure nenbers for containers

i nvol ves machi nery capabl e of placing annul ar | ayers
of sealing conmpound upon the closure nmenbers at a
hi gh rate of speed. The closure nenber with its
liquid gasket is then subjected to a heat treatnent
or to noisture to cure the conposition, a fast-curing
conposition consequently being desirable (colum 1,
lines 5 to 16). Such a quick curing conposition
conprises a nitrile rubber, a polyurethane prepol yner

and a carbon di oxi de-bl ocked polyam ne, i.e. a
pol yam ne carbamate (colum 2, lines 26 to 31
Claim1l).
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The conpositions generally contain a solvent to
facilitate handling of the prepol ymer by gasket -
 ayi ng machinery (colum 4, lines 58 to 60).

According to Exanple 1, a polyurethane-nitrile rubber
gasket conposition is prepared fromthe foll ow ng
i ngredi ents:

Mat eri al Parts by wei ght
Pol yoxypr opyl ene gl ycol 28.18
Hexanetri ol pol ypropyl ene oxi de adduct 3.31
Di et hyl ene gl ycol 1. 66
Nitrile rubber, 40% acrylonitrile 10. 44
Cal ci um car bonat e 27.85
Benzoyl chloride 0.51
Tol uene dii socyanate 14. 80
CO.- bl ocked di et hyl ene triani ne 4. 46
Tol uene 5. 60
Sodi um bi s-(tridecyl)sul phosucci nate 0. 68
Hydr ogenat ed castor oil 0.11
Organo-silicon copol ynmer surfactant 2. 38

The nitrile rubber, calcium carbonate and benzoyl

chl oride were thoroughly dispersed into a dried

m xture obtained by heating the three hydroxyl group
cont ai ni ng conpounds, the diisocyanate added and the
resulting m xture heated to forma prepol yner having
an -NCO titre of about 5% and a triol to tota
hydroxyl group ratio of about 0.04 (colum 5,

lines 21 to 47).

A suspension was prepared with a pul veri sed carbamate
resulting fromthe treatnment of diethylene triam ne
wi th carbon di oxi de under anhydrous conditions. The
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| ast three ingredients, i.e. surfactants and foam
stabilisers, were added to the toluene and the
carbamate was mxed in. The resulting dispersion was
added to the prepol ynmer-rubber m xture to yield the
final, stable curable preparation (colum 5, line 48
to colum 6, line 2).

According to Exanple 2, the gasket channel of netal
pail covers were lined by nmeans of automatic |ining
machi nery with the pol yurethane/acrylonitrile rubber
gasketing conpound at the rate of about 40 covers per
mnute per lining station. The lined covers were then
passed t hrough an oven where they were allowed to
resi de |l ong enough to convert the |iquid gasketing
conpositions to fine-celled resilient non-tacky foam
(colum 6, lines 6 to 15).

On testing for sealing ability (sol vent |eakage
test), resilience of gasket (dry conpression set) and
resi stance to various liquids (solvent extraction)

t he pol yurethane/acrylonitrile rubber gaskets
performed favourably conpared with conventi onal
styrene-but adi ene rubber (SBR) gaskets (Tables I1
1l and 1V, respectively). In particular, the
exenplified gasket had a conpression set, after 60%
conpression for 30 days at room tenperature,
corresponding to 97% recovery after 1 hour and

conpl ete recovery after 1 week; and, after 60%
conpression for 30 days at 100°F (37.78°C), a
conpression set corresponding to conplete recovery
after 1 hour as well as after one week (Table I11;
Gasket conmpound 1).

It is thus evident that the gasketing conposition
according to E1 is applied in liquid form in
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particular as a suspension in a solvent (toluene), to
forma flowed-in gasket having outstandi ng sealing
properties, the quick curing being necessary,
according to the unrefuted subm ssion of the
Respondent at the oral proceedings, to prevent
unaccept abl e | oss of shape of the applied liquid
conposi tion.

The technical problem objectively arising with
reference to this disclosure is thus the search for a
further foanmed gasketing material having good

el astoneric (sealing) behaviour, being sinpler to
formul ate and capable of nore versatile application
usi ng conventi onal equi pnent.

The sol ution proposed, according to Claim1 of the
patent in suit, is (a) to dispense with the carbamate
curing agent and curing the conposition instead by
noi sture; and (b) nodifying the consistency of the
conposition to render it extrudable instead of being
a liquid, by replacing the acrylonitrile rubber (ABR)
conponent by a noncross-1inked styrene-butadi ene-
styrene (SBS) bl ock copolynmer, thus also enabling
surfactants and foam stabilisers to be omtted.

According to the disclosure of the patent in suit, in
particular the rel evant application Exanple 25, a
conposition consisting of (i) a SBS bl ock copol yner
having inter alia a fluidity index of 6g/10 mn, as
nmeasured by ASTM D1238-65T condition "G', (ii) a

pol yest er - pol yur et hane prepolyner, (iii) a paraffinic
oil, (iv) a titaniumdioxide pignent, (v) a finely
powdered carbon dioxide filler and (vi) and (vii)
smal | amounts of a phenolic type antioxidant and
benzoyl chloride, respectively, was kneaded in a Z
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bl ade m xer and then extruded through a screw
extruder between two silicone coated polyester filns
and flattened to a thickness of 1 nm the flattened
extrudate then being exposed to 100% rel ative

hum dity in air for two hours, causing it to cure to
forma foam (page 5, lines 1 to 35 in conjunction
with page 3, lines 1 to 27 and 32 to 36). The foam
had a good conpression set, corresponding to ful
recovery at 23°C and 11.5% short of full recovery at
50°C (Table 3). According to Exanples 1 to 24,
further conpositions were cured by subnerging in
boiling water for one hour, and the products tested
for the amount of unextractable material by refluxing
in toluene, to determ ne whether an interpenetrating
net work had been forned (page 3, line 31 to page 4,
line 54; Tables 1 and 2).

Wi | st the foanmed product according to Exanple 25 of
the patent in suit has a resilient recovery
capability, termed "conpression set”, conparable with
that of the product exenmplified in E1, it is at |east
doubtful that this level of capability extends to al

t he foamed products covered by Claim1l according to
the patent in suit, firstly since no relevant data
are given for the water-cured products according to
Exanples 1 to 24, and secondly since the term
"foamed" is explicitly stated to extend to products
whi ch, al though havi ng sone degree of foam ng or
porosity, have the properties of an essentially

nonf oanmed material (page 2, lines 42 to 51). This is
of no consequence to the solution of the techni cal
probl em however, since the latter does not require a
particul ar | evel of "conpression set" be achieved.

It is on the other hand evident that the product
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according to Exanple 25 is (a) curable by noisture
wi t hout the use of a polyanm ne carbamate curing
agent; and (b) extrudable to a self-supporting shape
by conventional equi pnent (an extruder), containing
SBS as the rubber conmponent, with no surfactants or
foam stabilisers. It was not disputed that these
criteria would also be fulfilled by the remaining
products falling within Caim1, including those
according to Exanples 1 to 24 and those referred to
in the description.

Consequently, it is credible to the Board that the
cl ai med neasures provide an effective solution of the
techni cal probl em

| nventive step

I n addressing the question of inventive step, it mnust
be borne in mnd that what the skilled person woul d
consider it obvious to do depends to a certain extent
on the framework of the disclosure of the cl osest
state of the art fromwhich he sets out, in this case
El.

The enphasis in E1 is on speed of production of
gaskets using specialised machinery to apply a liquid
formul ati on, the concom tant di sadvantage of

"runni ness" being conpensated by the provision of an
additional rapid curing system In the system
according to the patent in suit, however, this
pattern of objectives is no |onger apparent, since
the conposition is no longer liquid, but on the
contrary is extrudable into a self-supporting shape
(Exanmpl e 25) and consequently has no particul ar need
for specialised machinery to apply it, nor for an
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accel erated cure once it has been applied. To this
extent, it represents a reversal of the strategy
i nherent in the teaching of El1

7.2 Since, furthernore, there is no derogation in E1 from
the generally stated ai mof using nachinery capable
of placing liquid sealing compound upon cl osure
menbers at hi gh speed, nor an exanple of any other
manner of such application (colum 1, lines 5 to 13;
Exanpl e 2), nor any suggestion that the rapid curing
system can be dispensed with, there is no
intellectual "bridgehead" in the disclosure of El
whi ch woul d open the way for the skilled person to
contenpl ate such a "reversal of strategy”. In other
wor ds, the objective concept underlying the patent in
suit is itself not derivable fromthe disclosure of
El.

7.2.1 Such a situation is somewhat anal ogous to that in
which there is a finding that the rel evant objective
technical problemis not derivable fromthe
di scl osure formng the closest state of the art,
since in each case any attenpt by the skilled person
to establish a chain of considerations leading in an
obvious way to the solution of the technical problem
gets stuck at an early stage (cf. T 325/93 of
11 Septenber 1997 and T 644/97 of 22 April 1999,
nei ther published in QI EPO).

7.2.2 Clearly, if the objective concept is not derivable
fromthe closest state of the art, then the neans for
inplenenting it are a fortiori not derivable.
Consequently, such nmeans, i.e. the nodifications (a)
and (b) formng the solution of the stated probl em
(section 6.4, above) are not obvious in the light of
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this art.

The rel evant question remaining is whether it would
have been obvious to carry out the nodifications (a)
and (b), for sone other reason.

There is no suggestion in E1 to replace the ABR
conponent by a noncross-1inked SBS bl ock copol yner,
since the use of ABR as the rubber conponent is an
essential feature of Caim1l of El

The argunent of the Appellant at the oral

proceedi ngs, that it would be obvious to | eave out
the toluene in the fornulation according to Exanple 1
of E1 in order to nmake it extrudable is not
convincing, in view of the unchall enged subm ssion of
t he Respondent during the oral proceedings, that ABR
is not extrudable at conventional extrusion
tenperatures, and consequently needs to be applied in
finely divided form e.g. as a dispersion.

The further argument of the Appellant, that such a
repl acenent was suggested by the conparison nade in
t he exanpl es of E1 between ABR rubber and a styrene-
but adi ene rubber (SBR) is not al so convincing,
firstly since the conparisons are with the pol yner
al one and not blended with a polyi socyanate

prepol yner, and secondly since the rubber concerned
is in any case not an SBS bl ock copol yner.

As to the remaining docunents in the proceedi ngs, E4
to E10, which disclose various physical and chem cal
properties of ABR and SBS respectively

(section I1V.(b), second sentence, above) the
information in such texts is disclosed nerely in a
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general context, and thus its potential relevance
woul d not be apparent to the skilled person starting
from El, unless he had already hit upon the rel evant
obj ective concept. The latter, is not, however,
derivable fromEl (section 7.2, above). Consequently,
t he potential rel evance of such texts would not be
apparent to the skilled person.

Anal ogous consi derations apply to the further
argunent of the Appellant at the oral proceedings,
that the capability of SBS of being easily
extrudabl e, whilst maintaining its shape both before
and after extrusion was "textbook know edge".

7.3.2.1 If the attention of the skilled person were,
neverthel ess, for sone reason to fall upon the
di sclosures referred to, their relevance is stil
further limted, since the properties they describe
are those of the respective rubber materials
t hensel ves and not of their blends wth pol yurethane.

1535.D Y A
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Even overl ooki ng these aspects of |ack of rel evance,
it is evident that, although ABR is identified in E6
as being suitable for notor seals (page 1014, fourth
conpl ete paragraph, final sentence) and in E7 as

sui tabl e for gaskets (page 535, paragraph "Resistance
to Chemicals"), there is no correspondi ng suggestion
in either of these docunents, nor in any of the
remai ni ng di sclosures (E4, E8, E9 or E10) that SBS
woul d be a suitable replacenent in such seals or
gaskets. On the contrary, it is stated in E10, that
one of the disadvantages of SBS is its poor
conpression set (page 444, right colum, first

conpl ete paragraph). Consequently, the rel evant

repl acenent of ABR by SBS copol yner (nodification
(b)) is not hinted at in any of the renaining
docunents.

In summary, the disclosures of E4 to E10 and
"t ext book know edge"” do not assist the skilled person
to the solution of the stated technical problem

Consequently, the solution of the technical problem
does not arise in an obvious way fromthe cl osest
state of the art (El), whether considered alone or in
conbi nation with the remaining docunents in the

pr oceedi ngs.

Furthernore, the replacenent, according to

nodi fication (b), of ABR by SBS, is on the one hand a
precondition for the solution of the technical
problem since it opens the way to a conposition
which is extrudable rather than Iiquid but on the

ot her hand is specifically excluded fromthe
framewor k of the disclosure of E1 (section 7.3.1
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above). This neans that, starting fromEl, the
formati on of products having the desirable properties
according to the patent in suit nust be regarded as
an unexpected result.

In other words, the subject-matter of Claim1 of the
patent in suit involves an inventive step (Article 56
EPC), a conclusion which by the sanme token applies
also to the subject-matter of dependent Clains 2 to
5.

In view of the above, the main request is allowabl e,
and it is not necessary for the Board further to
consider the auxiliary request.

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

E. Gorgnmaier R Young
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