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Summary of Facts and Subni ssions

1540.D

The appel |l ant (=patent proprietor) has appeal ed agai nst
t he decision of the opposition division revoking

Eur opean patent nunber 338 028 (application nunber

88 905 075.3, International Publication No.

WD 88/ 09983) .

In the proceedi ngs before the opposition division,
ref erence was nmade, anongst others, to the follow ng
docunent s:

D1: US-A-4 637 149

D4: US-A-3 583 358

The opposition division considered the subject matter
of clains 1 to 4 before it to lack an inventive step
but the subject matter of clains 5 to 13 to involve an
i nventive step. Cains 14 to 16 had not been opposed.
The patent in dispute concerns sheets adapted for
mar ki ng portions of docunents and the opposition

di vision found that the subject matter of claim1l
differed fromthe disclosure of docunent D1 only by the
m nor details of the sheet being an elongated |ayer and
havi ng only one adhesive free end. The basic concept of
the subject matter of claim1l was thus known from
docunent D1 and nodification of these mnor details to
reach the subject matter of claim 1l was obvious, since
t he sane advant ages of the concept were taught in
docunent D1.

The appel | ant requested setting aside of the decision,
mai nt enance of the patent and on an auxiliary basis
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oral proceedings.

According to the appellant, there is no disclosure in
docunent D1 that the adhesive and adhesive free
portions of the sheet are at respective end portions.
The techni cal problemhaving regard to docunent D1 is
the provision of a sheet adapted for marking portions
of a docunent which can be easily renoved froma
docunment wi thout damage to the latter. The essentia
central adhesive section and |ikely obscuring of the
docunent consequent to col ouring of tabs arranged

| aterally of the central section according to the
teachi ng of docunment D1 | ead away fromthe sol ution
provi ded by the invention.

The respondent requested dism ssal of the appeal and on
an auxiliary basis oral proceedings. According to the
respondent, the feature that the sheet is elongate is
known from docunent D4. Since the choice of an
appropriate shape is a matter of sinple choice for the
skill ed person and both docunments are in the sanme
technical field, this subject matter |acks an inventive
step. The respondent al so nade reference to docunent

D6: DE-A-3 537 433

as disclosing a self adhesive sheet which can be
witten on, with a paper or foil carrier of which the
whol e or part is for being covered with an adhesi ve,
the rest of it being a tab, which can be used to adhere
repeatedly to a substrate such as paper

The response to the statenent setting out the grounds
of appeal included the follow ng statenent:
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"Wth respect to clains 5-13, we do not agree wi th what
the Opposition Division decided, but we will not argue
insofar, as long as those clains remain in their
present version."

Oral proceedi ngs were appoi nted, consequent to the
auxiliary requests filed. In an annex to the sumons to
oral proceedings, the board informed the parties that
it was intended, if possible, to resolve al

out standi ng i ssues enabling a decision to be taken at
the end of the oral proceedings. The board further
informed the parties that | ate subm ssions of any
description fromeither side, especially if so conpl ex
as to delay unduly or prevent resolution of the case at
the oral proceedings, ran the risk of not being taken

i nto consideration by the board.

During the oral proceedings, the appellant requested
mai nt enance of the patent on the basis of a main
request filed during the oral proceedings or
alternatively on the basis of auxiliary requests 1 to 4
filed with subm ssions before the oral proceedings. The
appel l ant outlined his view of advantages of the

i nvention, that the sheet can be witten upon, sticks
reliably with no | oose parts, does not obscure text and
yet is readily renovable. The flag of docunent D1 on
the other hand is not el ongate. Mreover, the square
shape with a diagonal central adhesive strip neans
there are two tabs, which entails a protruding tab
being likely to be struck by other pages and renoval
contacting a finger with the page, both of which are
|iable to cause danage. The witable central area is
rather small and the coloured portions are likely to

I nconveni ent, for exanple when photocopying. The marker
tab of docunent D4 is not transparent and there is no
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reason to conbine the teachings of docunents D1 and D4.

The respondent maintai ned his request for dismssal of
t he appeal and argued during the oral proceedings that
the square shape is only "preferable" according to
lines 50 to 51 of docunent D1 and it was sinple for the
skill ed person to choose the el ongate shape. Col um 6,
lines 29 to 30 explicitly concerns elimnation of the
"adhering" corners, rendering shape changi ng obvi ous.

After discussion about clains 1 to 4 of the main
request had cone to an end, the respondent requested

i ntroduction of his case against clains 5 to 13 into
the oral proceedings, the statenent about clains other
than clains 1 to 4 in the response to the statenent
setting out the grounds of appeal being to be
understood as neaning that only if the decision of the
opposition division were to be naintai ned would no
argunents against clains 5 to 13 be presented.

The appel | ant obj ected agai nst any request for

adm ssion of argunents against clains 5 to 13 into the
proceedi ngs because these cl ains had not been changed
and the respondent had declared in advance that in this
case no such argunents woul d be presented. Therefore
the appell ant was not prepared for introduction of
clains 5 to 13 into the proceedi ngs.

Claim1 according to the main request of the appellant
is worded as foll ows: -

Mai n request

1. A sheet (10) conprising a single elongate |ayer
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(11) of flexible polyneric material having opposite
maj or side surfaces and first and second opposite ends
(14, 15), and having a coating (16) of repositionable
pressure sensitive adhesive on a second end portion
(18) of one of the side surfaces adjacent said second
end (15) while being free of adhesive on both of said
side surfaces along a first end portion (19) thereof
adj acent said first end, both of said end portions
bei ng adapted to be witten on, wherein said sheet (10)
I s adapted for marking portions of docunents in that
said first end portion (19) is coloured to nake said
first end portion (19) visually distinctive, said | ayer
(11) of polynmeric material has a thickness in the range
of 0.0038 to 0.0076 centineter, and said adhesive

coat ed second end portion (18) is substantially
transparent when adhered to a substrate.

{Note: The wording of the remaining i ndependent clains
of the main request and that of the independent clains
of the subsidiary request is not given since it is not
rel evant to the present decision either because the

cl ai ns concerned were not opposed [claim14] or for the
reasons given in sections 5 and 6 below [clains 5,9].}

I X. At the end of the oral proceedings, the board gave its
deci si on.

Reasons for the Deci sion

1. The appeal conplies with the provisions nmentioned in
Rul e 65(1) EPC and is therefore adm ssible.

2. Adm ssibility of amendnents (Article 123(2) EPC)

1540.D
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Conmpared with claim1l as granted, present claim1 has

been cast in the one part formand the wording "is
coloured to make said first end portion (19)" has been
i nserted before "visually distinctive". Mreover,

I nconsequential amendnents have been effected in that
the first occurrence of "said" has been replaced by
"the" and the second occurrence of reference nunera
"14" has been omitted. The only substantive anendnent
(coloured first end portion) is a limtation, so that
Article 123(3) is satisfied. Support for this anendnent
is provided in the docunents as filed (see for exanple
lines 5 and 6 of the published Internationa
application) and the anmendnents to the description are
for discussion of the prior art and adaptation to the
clains in accordance with Rules 27(1)(b) and (c).
Article 123(2) EPC can thus al so be consi dered

sati sfi ed.

Novel ty

According to docunent D1, a flag is of a sem-rigid
unitary construction and is made of a thin (1.5

m | =0.00381 cn) elastoneric nmaterial, preferably a

pol yester, formng a snmall preferably substantially
square sheet with substantially rounded corners. A
central adhesive section runs diagonally across the
reverse side of the flag and defines a | ongitudina
axi s of adhesion and the axis of functional symetry of
the flag with two symmetrical tapered adhesive free
tabs with rounded edges. A pressure sensitive sem -

per manent adhesive allows the flag to be applied to a
surface, renoved, and reapplied there or el sewhere. In
use, the flag can be applied to a margin of a sheet of
paper with the axis of adhesion parallel to the edge of



1540.D

- 7 - T 0094/ 98

the sheet with one of the adhesive free tabs extending
freely outward fromthe edge of the flagged sheet. The
protrudi ng i ndexing tab functions as a bookmark while
the overlaying tab indicates a section of text. If the
protruding tab is struck by a foreign object along a
line parallel to the axis of adhesion after being

affi xed to a page of a book to be indexed, the taper of
the protruding rounded tab causes it to act as a cam
all ow ng deflection followi ng striking rather than
transmtting the striking force to the flagged sheet.
The taper of the overlaying tab also facilitates
renoval w thout danmage to the flagged host by

I ncreasi ng transverse bendability. The adhesive free
overlaying tab is lifted fromthe face of the flagged
host and peel ed back outwardly relative to the edge of
the host thus levering the central adhesive section
fromthe flagged host and elim nating traumatisation of
the flagged host in terns of shearing force. The
rounded corner of the overlaying tab allows the tab to
be caught by the thunb or finger w thout jabbing the
delicate flesh under the nail. For indexing a single
nunber, word, phrase, sentence or other section of
material in the mddle of a reference, a flag is
applied directly over such information which is seen
through the transparent central area and highlighted
above and bel ow by the tabs or a printed |ine defining
the edge of the flag. Flags may be prepared in such a
way as to permt user witing in the tab area instead
of these being inprinted with nunber or letters.

Accordingly, the subject matter of claim1l1l is novel
over the disclosure of docunent Dl by virtue of the
sheet conprising an el ongate | ayer having opposite
maj or side surfaces and first and second opposite ends.
I n consequence, the coating of repositionable pressure
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sensitive adhesive is on a second end portion of one of
the side surfaces adjacent said second end, both of
said side surfaces along a first end portion thereof
adj acent said first end being free of adhesive.

Li kewi se, said adhesive coated second end portion is
substantially transparent when adhered to a substrate.

According to docunent D4, a tab conprises a strip of
paper, card stock paper, sheet plastic or simlar
material, which is formed with its sides convergi ng at
one end to forma pointer, the opposite end having its
corners bevelled to avoid sharp corners. A |ayer of
pressure sensitive adhesive extends sonewhat over half
of the underside of strip including the end form ng the
poi nter, the other end of strip which is uncoated being
grasped for renoving the tab froma sheet of printed
material. Aline on the tab is used to indicate the
portion which may be grasped. The line is slightly
renoved fromthe adhesive coating to permt sone

fl exing between the portion of the uncoated end that is
bei ng grasped and the begi nning of the pressure
sensitive adhesive layer. The line may indicate the
boundary between areas of two different col ours, the
portion to be grasped may be in the natural col our of
the strip or it may be coloured in a contrasting

col our. An uncol oured portion has the advantage that it
Is possible to apply any suitable indicia by pen or
pencil to identify the purpose of the tab. A plurality
of the tabs are nounted on a sheet backi ng paper forned
of any material having a snooth, relatively "gl ossy"
surface until use. Atab is affixed to a page so that
the pointer is directed to a portion of the page in
question and the outer uncoated portion projects beyond
the edge of the paper. The tabs can be extrenely thin,
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even thinner than the paper of the docunent in which
they are to be placed. Prior to use, the various tabs
are nmounted within a cover in the formof a folder
sinmul ating a match book cover.

Accordingly, the subject matter of claim1l1l is novel

over the disclosure of docunent D4 by virtue of the
choi ce of layer of polyneric material having a

thi ckness in the range of 0.0038 to 0.0076 centi neter
and the repositionabl e adhesi ve coated second end
portion being substantially transparent when adhered to
a substrate.

According to docunent D6, a renovabl e adhesive sheet
conprises a substrate of fibrous material such as paper
or cloth. In addition to these, there may al so be used
a filmof which the surface is snooth such as

pol yet hyl ene or polyester. The substrate permts
hand-witing or printing thereon and has an adhesive

| ayer that is capable of repeated rebonding to any

pl ace which is nost convenient to a user.

Accordingly, the subject matter of claim1l1l is novel
over the disclosure of docunent D6 by virtue of the
sheet being adapted for marking portions of docunents
in that first end portion is coloured to nmake it
visually distinctive, the choice of |ayer of polyneric
mat eri al having a thickness in the range of 0.0038 to
0. 0076 centineter and said adhesive coated second end
portion (18) being substantially transparent when
adhered to a substrate.

I nventive step
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Docunent D1 has been taken by the first instance and
the parties to be closest prior art, an assessnent with
whi ch the board concurs because a docunent flag with a
transparent adhesive portion is provided. The probl em
sol ved by the novel features of claiml relating to the
el ongate configuration and adhesive on an end portion
can be seen as inproving the marking function and

rel easabl e yet secure attachnment of the sheet. These

i nprovenents derive fromthere being nothing to the
side of the adhesive portion opposite the visually

di stinctive portion, i.e. no portion |ike the second
tab taught by docunment D1 which is both unadhered

(1l oose) and a visual obstruction.

The question of inventive step hinges on whether the
provision of two tabs is an essential feature of the
teachi ng of docunent D1. If this is the case,

di spensing with the second tab cannot have been obvi ous
to the skilled person on the basis of docunent D1 and
woul d not have been nerely a sinple choice. The board
reached the conclusion that the second tab is indeed an
essential feature of the flag of docunent D1 for the
foll ow ng reasons. Firstly, the symmetry of the nmarker
Is stressed so that it can be used equivalently either
way round, thus necessarily requiring a tab on either
side of the m ddl e adhesive portion. Moreover, it is

i nportant to peel towards the edge of the paper from
the mddle, which is only possible by grasping a second
adhesive free portion over the paper. Docunent D1 in
fact specifically teaches against tabs which are
renoved froma sheet by peeling i nwardly because these
are said to apply a shearing force to the edge of the
page at the |ongitudinal extrenes of these tabs thereby
potentially tearing the flagged host.
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It is thus not the exact shape of the flag which is
critical, but its symetry and the two tabs. In this
connection, the board agrees that the strictly square
shape of the flag is for exanple changed by rounded
corners. Such rounded corners do not however indicate
that the second tab is not essential as is apparent
fromconsideration of the reasons given in docunent D1
as to why the corners are rounded. The first reason is
to enable the tab constituting the marking i ndex and
protruding fromthe paper to offer a canm ng action
when struck. There is no question in this context of
clipping off this tab entirely as there would then be
no i ndex so that canm ng would no |onger be relevant. A
second reason for rounding of the corners concerns the
adhered corners of the diagonals wth respect to easing
renoval consequent to transverse force. Rounding of the
adhered portion is not however relevant to the
unadhered tabs. Thus neither of theses reasons can be
taken to indicate that the second tab is not essential.

Anot her problemw th the flag of docunent D1
consequential to the presence of two tabs is that
because the adhesive part, upon which is normally
witten, is in the mddle, it is without a "free side".
Thus it is difficult to place it such that text is not
obscured by one or other of the unattached tabs. For
exanple, all markers shown in the figures also carry

al phanumeric informati on on the tabs and where the text
of a docunent can be seen (Figure 8), it is at |east
partially obscured by this information as well as by

t he shape/col our of the unattached tab itself. Yet just
this feature is valued in docunent D1, for exanple one
tab as index the other as pointer or for m dpage
mar ki ng one tab above and the other below, rendering it
hardly likely that the skilled person woul d consi der

1540.D
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di spensing therew th.

Therefore, the board considers the concept shared

bet ween docunent D1 and the subject matter of claim1l
to exhaust itself in a transparent adhesive portion, on
the other hand essentially different concepts are
provided by the "two tabs wth central adhesive"
teachi ng of docunment D1 and "the single tab with
adhesi ve at an end" subject matter of the patent in

di spute. Therefore, the board reached the view that the
subject matter of claim1 would not have been reached
in an obvious way fromthe teaching of docunent D1.

The di scl osure of docunent D4 is not so pertinent to
the subject matter of claim1l because it does not teach
a transparent adhesive portion, rendering use of the
tab for marking text in a docunent limted. The tab is
shown marginally located and its main function is to
replace a paper clip in pointing to a place to sign.
Thus, while the disclosure of docunent D4 is in a
simlar field and is indeed closer to claim1 of the
patent in dispute than docunent Dl in relation to the
posi tioning of adhesive, it cannot contribute to a
solution of the problem of obscured underlying text.
More significantly, any conbination of the teachings of
docunents D1 and D4 is intrinsically not obvious
because the skilled person when starting from docunent
D1, knows, as explained in section 4.1 above (symmetry,
grasping for renoval and so on), that two tabs are
essential and would therefore have di sm ssed the
"single tab" teaching of docunent D4 as inconpatible.

The board al so observes that starting from docunent D4,
the inherent inconpatibility would have prevented any
conbi nation of the docunents. This route would in any
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case not have been obvi ous because the problemto be
sol ved over docunent D4 woul d have invol ved making the
tab transparent, which in the context of docunent D4
woul d run counter to main idea of the visibility of the
arrowhead pointing to the place for signature. Only

hi ndsi ght in the know edge of the present invention
coul d suggest that materials disclosed in docunent D4
could be made transparent for making readi ng underlying
text possible for a nodified tab.

Therefore, the board fornmed the view that the subject
matter of claim1l would al so not have been reached in
an obvious way by the skilled person even taking
account of the teaching of docunent D4.

Docunent D6 di scl oses a repositionabl e adhesive, but
the sheet is not transparent and so woul d obscure
underlying text and in any case is |l ess relevant than
docunment D4 because the disclosure relates to a nore
general |abelling sheet not specifically concerned with
a sheet coloured for marking docunents. Therefore the
board concl uded that the teaching of docunent D6 does
not affect its view that the subject matter of claim1l
woul d not have been obvious to the skilled person.

Accordingly the subject matter of claim1l is considered
as involving an inventive step and therefore to satisfy
Article 56 EPC. The sane concl usion applies to clains 2
to 4 in view of their dependence fromclaim1.

Clainms 5to 13 (Admissibility of l|ate request)

Adm ssion of argunents against clains 5 to 13
(identically worded with the version submtted with the
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main request initially filed with the appeal) into the
oral proceedings is a new request, in the sense that it
was made for the first tinme at the oral proceedi ngs and
contrary to the explicit statenent of the respondent in
the response to the statenment setting out the grounds
of appeal that argunents were not to be presented
against clains 5 to 13 in the version presented. This
statenent of the respondent is unanbi guous and
therefore the board sees no roomfor attaching an
inplied condition thereto that it was subject to the
negati ve deci sion of the opposition division in
relation to clains 1 to 4 being naintained. The
argunment of the respondent in this direction during the
oral proceedings is not therefore convincing.

Wiile it is the duty of parties, their representatives
and the appeal board to prepare thoroughly for the

i ssues up for discussion in the oral proceedings and to
be prepared for the argunents of the parties fornul ated
during such proceedings, the further that new requests
di verge from what coul d reasonably have been expected
in the light of the witten procedure before the ora
proceedi ngs, the nore unlikely it is that the board in
fairness to all the parties would find itself in a
position to admt them Since the board and the other
party were confronted with a request previously ruled
out by the respondent hinself, this divergence reaches
a maxi mumin the present case resulting in the request
being a surprise to the other party and the board.

The considerations involved with |ate requests in
general are, in the view of the board, convincingly set
out in point 2 of the reason for decision T 633/97,
fromwhich it can be concluded that once ora
proceedi ngs have been arranged in appeal cases, the
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decision to admt new requests into the procedure

hi nges neither on a fixed tine limt for their

subm ssion nor on their nerit, but should instead be
governed primarily by a general interest in the appea
proceedi ngs being conducted in an effective nmanner,
i.e. in dealing with as many of the issues raised by
the parties as possible, while still being brought to a
close within a reasonable tinme. In these circunstances,
new requests should normally be disregarded if the
conplexity of the technical or |legal issues raised is
such that neither the board nor the other party can be
clearly expected to deal with them w t hout adjournnent
of the oral proceedings.

In the present case, the request nade during the ora
proceedi ngs had to be rejected without further
consideration as to its nmerits, since it would have

i nvol ved introduction at that |ate stage of subject
matter not previously considered at all in the appea
proceedi ngs. Thus the technical issues were too conpl ex
for the appellant to have been able to di scuss them
"off the cuff”" wthin the tinmeframe of the ora
proceedi ngs and the appell ant could not have been
expected to have been prepared in advance for this
request. The request thus falls squarely within the
nmeani ng of a |late subm ssion of the sort referred to by
the board in the annex to the sunmons to ora
proceedi ngs as running the risk of not being taken into
consi deration by the board.

Therefore, the board resolved this risk to the

di sadvant age of the respondent and did not admt the
request of the respondent to introduce his case agai nst
clains 5 to 13 into the oral proceedings.
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In this situation the board has no reason to call the
decision of the first instance with respect to
clains 5 to 13 into question.

Auxiliary requests
Havi ng regard to the positive view of the board in

relation to the main request, consideration of the
auxiliary requests of the appellant is not necessary.

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent in anmended form as
fol | ows:
Clains 1 to 16 filed during the oral proceedings;
Description, colums 1 to 4 and page 2a as filed during
the oral proceedings; colums 5 to 9 as in the patent
speci fication;
Drawi ngs as in the patent specification.

The Regi strar: The Chai r man:

1540.D
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P. Muartorana E. Turrini
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