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Summary of Facts and Submn ssions

2314.D

Eur opean patent No. 0 579 749 based on application
No. 92 910 588.0 was granted on the basis of 21 clains.
Caim1l reads as foll ows:

”1_

An inproved process for the manufacture of

asymmetrical, mcroporous, hollow fibers, the process

conpri si ng:

(a)

(b)

passi ng, through an outer annular orifice of a
tube-in-orifice spinneret, a polyneric solution
conprising about 11 to 25 wt % of a hydrophobic
pol ysul fone pol yner and about 0.1 to 5 wt% of a
pol yvi nyl pyrrol i done polynmer dissolved in an
aprotic solvent and having a viscosity of about
700 to 3500cP to forman annular |iquid wherein
the tube-in-orifice spinneret has an inner tube,
said inner tube and said outer annular orifice
each having a cross-sectional area such that the
rati o of the respective cross-sectional areas of
the outer annular orifice to the inner tube is
about 5:1 or greater;

simul taneously passing in lamnar fluid flow,
t hrough the inner tube of the tube-in-orifice
spinneret, into the center of the annular liquid a

precipitating solution conprising:

(1) about 30 to 90 wt % of an al cohol having from
one to five carbon atons;

(ii) about 10 to 35 wt % of water; and

(iii) about O to 50 wt % of an aprotic sol vent;
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(c) passing in lamnar flow the annular liquid and the
precipitating solution in the center of the
annul ar liquid through a vertical drop fromO0.1 to
10 neters in an atnosphere or an augnented
at nosphere conprising a mxture of air and a gas,
an inert gas, and m xtures thereof, wherein the
precipitating solution interacts with the
pol ynmeric solution within the annular liquid to
form an annul ar pol yner precipitate;

(d) quenching the polyner precipitate in a bath to
forma hollow fiber, wherein the spinneret and the
quenchi ng bath are separated by a vertica
di stance of fromO0.1 to 10 neters; and

(e) taking up the fiber at a rate of about 90 to 150%
of the rate at which it is forned, the fiber being
produced at a rate of at least 30 mMmn."

The appel |l ant (opponent) filed a notice of opposition
requesting revocati on of the patent on the grounds of

| ack of novelty and inventive step and insufficiency of
di scl osure. During the opposition proceedings inter
alia the follow ng docunents were relied on

D1: EP-A-0 168 783
D4:  US-A-4 051 300
D5: US-A-4 342 711
The opposition division decided to nmaintain the patent
in an anended form on the basis of the anended set of

clains filed on 17 Cctober 1997. The said set of clains
differs fromthe granted clains only by the deletion of
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t he product claim21. Concerning sufficiency of

di scl osure, the opposition division took the view that
the process of the patent in suit was not restricted to
t he production of haenodi al ysis nmenbranes but rel ated
generally to the production of asymretrical,

m croporous, hollow fibres usable in various separation
processes. The patent contai ned detailed teaching and
exanpl es provi di ng adequate information to performthe
cl ai med process. The fact that some nenbranes presented
in the Tables were not suitable for haenodi al ysis did
not prove that haenodi al ysis nmenbranes coul d not be
produced by the clained process. The process of claim1
was new over the disclosure of DL. It differed
therefromby features f1, f2 and f3, nanely the ratio
of the cross-sectional areas of the outer annul ar
orifice to the inner tube orifice, the conposition of
the precipitating solution and the production rate of
the fibres respectively. The problemto be solved with
respect to the closest prior art D1 was to provide a
process for manufacturing asynmmetric, hollow fibres at
an increased production speed. Features f1 and f2 in
conbi nation with the other known features of claiml
were not obvious to the skilled person seeking an

i ncreased production rate.

An appeal was | odged against this decision by the
representative having represented the opponent before

t he opposition division. At the appeal stage five
addi ti onal docunents were referred to, in particular
"Journal of Applied Polyner Science, vol. 20, 1976,
pages 2377 to 2394, Cabasso et al. (hereinafter D6);
DE-C-29 17 357 (D8); EP-B-0 037 185 (D9); DE-A-33 42
824 (D10). In a conmunication issued shortly before the
oral proceedings the board raised the question of the
adm ssibility of the appeal in view of a different nane
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stated in the notice of appeal for the opponent as well
as in further witten subm ssions. Oral proceedi ngs
were held on 21 May 2001. The appellant's argunents can
be sunmari sed as foll ows:

The appeal was adm ssible. It was not filed in the nane
of "Fresenius AG'. This firm nane was erroneously
indicated in the notice of appeal as being the nane of
t he opponent. The true intention was to file the appea
in the nane of the opponent "Fresenius Medical Care
Deut schl and GtbH'. Correction of the appellant's nane
was requested. The present situation corresponded to
that in case T 340/92. The appel |l ant provi ded a copy of
the comercial register of Bad Honburg v.d. Hbhe, a
copy of a letter to the representative dated 16 January
1998 and a copy of an authorisation to Dr. Ludt dated

2 Septenber 1996.

Regardi ng sufficiency of disclosure, the appellant
argued that the patent in suit did not disclose howto
produce nore rapidly nmenbranes having perfornmance data
conparable to those of the nenbranes of D1. It
cont ai ned no teaching about the influence of the
orifice geonetry (feature f1) on the performnce data
of the nmenbranes. The effect of a variation of the
conponents of the precipitating nediumon the
performance data of the nmenbrane was di scl osed

I nadequately as shown by Tables IV, VI and VIIl of the
patent in suit which reported contradictory results.
Furthernore, the calculation of the nozzle lag as
presented in Table Il of the appellant's |letter dated
20 April 2001 showed that the cal cul ated nozzle | ag
woul d be higher than the limt of 150% indicated in
claiml1l for all the exanples of the patent in suit. As
none of the exanples of the patent in suit was carried
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out by a process according to claiml, the skilled
person had no information as to how to performthe
cl ai med process.

Features f1 to f3 did not establish novelty over the
process of Dl. Feature f1 was directly derivable from
D1. Wth a nenbrane having an outer dianeter of 300 um
and a thickness of 100 upmas given in D1, the ratio of
the areas of the annular orifice to the tubular orifice
woul d be 8:1 for a tube thickness of 0 and this ratio
woul d increase with a higher tube thickness. Regarding
feature f2, the skilled person would have understood at
the priority date that non-solvents of polysul fone

pol yners included not only water but al so al cohols such
as net hanol, ethanol, isopropanol as shown by D6 and
confirmed by D8 to D10. As Dl used the sane viscosity
of the polyneric solution and the sane distance to the
guenching bath as the clained process, it was al so
possi bl e to obtain production rates higher than 30m mn
i n DLI.

The probl em underlying the patent in suit, nanely the
production of conparable fibres nore rapidly, had not
been sol ved by the cl ainmed process. D1 did not disclose
the production rate so that it was not clear whether or
not the clained process was faster. The all eged hi gher
production rates stated in the exanples of the patent
were achieved with a process not fulfilling feature (e)
of claim1l and the properties of the obtained nenbranes
did not bear conparison wth the nenbranes according to
D1. The choice of water and al cohol as the

preci pitating solution was obvious in view of the
teaching of D6 which was confirned by D8 to D10. The
use of water in the precipitating solution was
expressly disclosed in exanples 6 and 9 of D5 where
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hi gh production rates were reported. There was in fact
no direct relation between the production rate and the
conposition of the precipitating solution. Likew se the
nozzl e geonetry had no influence on the production
rate. Production rates exceeding 30ninmn were already
known for polysul fone fibres as shown in D6. The
appel l ant further raised two new grounds of opposition,
nanely (i) that the replacenent of "lower alcohol" by
"al cohols having 1 to 5 carbon atons” contravened
Article 123(2) and (ii) that the invention did not neet
the requirenents of Article 53(a).

The respondent indicated at the oral proceedi ngs that
he did not consent to the two new grounds of opposition
bei ng i ntroduced into the proceedi ngs. Concerning the
ot her issues he put forward inter alia the follow ng
argument s:

The appeal was filed in the nane of the firm "Fresenius
AG'. No reliable evidence was provided that the
intention of the representative was to file the appea
in the nane of "Fresenius Medical Care Deutschland
GrbH'. The additional papers submtted at the ora
proceedi ngs made the situation nore confused since it
was not the same firmwhich gave the authorisation to
Dr Ludt. Therefore, the appeal was inadm ssible.

The appellant's calculations in Table 3 of their letter
dated 20 April 2001 were fallacious. The mat hematically
correct cal culation could not be applied to the
fabrication of a mcroporous fibre since the materi al
extruded at the orifice of the spinneret was different
fromthe formed fibre, ie an asymmetric non-honbgenous
m croporous fibre. The rate of 90 to 150% i ndicated in
claiml1l was defined with respect to the rate at which
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the fibre was being fornmed in a very short tine between
the orifice of the spinneret and the gquenchi ng bat h.
The speed at the spinning orifice could be neasured by
extrudi ng the polyneric solution and letting it drop
into the quenching bath instead of winding it on the

t ake-up reel.

Dl neither anticipated the ratio of orifice cross-
sectional areas stated in claim1l nor the particular
conposition of the precipitating solution and
production rates of at |least 30mmn. The patent in
suit solved the problem of providing a nethod for
produci ng nmul tiple kinds of menbranes having different
properties faster. The conbination of all paraneters
stated in claim1l was inportant to achieve this result.
D6 di scl osed that many vari ables were involved in the
spi nning process and that the interaction of all the
paraneters was very conplex. There was no teaching in
D6 towards the conbination of paraneters defined in
claim1 which all owed production of asymmetrica

m croporous hollow fibres at a rate of at | east
30m m n.

The appel |l ant requested that the decision under appea
be set aside and that the patent be revoked. The
respondent requested that the appeal be di sm ssed.

Reasons for the Deci sion

2314.D

Concerning the admissibility of the appeal the question
has ari sen whether or not the appeal was filed by a
person entitled to appeal.

According to Article 107 EPC only a party to



1.2

2314.D

- 8 - T 0097/ 98

proceedi ngs may appeal the decision. The opposition
agai nst the patent-in-suit was filed by "Fresenius
Medi cal Care Deutschland GrbH' and the deci sion of the
opposi tion division was given to the said conpany as
opponent. In the notice of appeal filed by the
representative who had represented the opponent before
the opposition division there was no nane explicitly

i ndi cated as being the nane of the appellant, but a
"Fresenius AG', i.e. a different | egal person fromthe
opponent, was indicated as "opponent"”. Such way of
designating the appellant is, as a matter of fact, not
unusual in notices of appeal, where the opponent
becones appellant. Such an indication is normally

i ntended to be and al so accepted as constituting the

i ndi cation of the nanme of the appellant as required by
Rule 64(a) EPC, in situations where the sane
representative who represented the opponent before the
opposition division filed the appeal (for the
correspondi ng situation where the appellant was only
desi gnated as "patentee", see T 867/91 dated 12 Cctober
1993, point 1.1 of the Reasons).

In response to a comruni cation by the board draw ng
attention to the fact that the appeal appeared at first
sight to have been filed in the nane of a | egal person
ot her than the opponent and outlining what the | ega
situation m ght be depending on the circunstances of
the case, which were at that tine not known to the
board, the representative submtted that "Fresenius
Medi cal Care Deutschland GrbH' and "Fresenius AG' were
I ndeed separate | egal persons both existing within the
"Fresenius" group of conpanies. There was no question
of any transfer of the opposition. The indication
"Fresenius AG' in the notice of appeal sinply
constituted an error. Although he was authorised
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generally to act for both conpanies, it was quite clear
fromthe circunstances of the case that nothing el se
coul d have been his true intention than to file the
appeal in the nane of the opponent who was actually the
party to the proceedi ngs before the opposition

di vision, i.e. Fresenius Mdical Care Deutschland GrbH,
whi ch he had represented in these proceedings. It was
thus clear that the nane "Fresenius AG had erroneously
been indicated in the notice of appeal as being the
name of the "opponent". The representative requested
correction of the nane of the appellant in accordance
with Rule 65(2) EPC to read "Fresenius Medical Care
Deut schl and GhrbH'. He referred in this respect to

deci sion T 340/92 dated 5 Cctober 1994, which had been
cited by the board in its conmunicati on.

In order to secure correct identification of the
appel l ant and to all ow establishnent of whether or not
the appeal was filed by a party to the proceedi ngs
within the nmeaning of Article 107 EPC as well as for
other, nore adm nistrative purposes, Rule 64(a) EPC
prescribes that the appeal shall contain the nane and
address of the appellant in accordance with the
provisions of Rule 26 (2)(c) EPC. If the appeal does
not conply with Rule 64(a) EPC, according to Rule 65(2)
EPC such a deficiency can be renedied within the period
specified in the invitation inviting the appellant to
remedy the deficiency, even after expiry of the tine
limt for filing the appeal.

It is the position of the board that there is a
deficiency in the indication of the nane and address of
the appellant within the nmeaning of Rule 65(2) EPC not
only when no such express indications at all have been
made in the notice of appeal but al so when incorrect
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i ndi cati ons have been nade. Such an under st andi ng
corresponds to the nornmal neaning of the term
"deficiency" and to the construction of Rule 65(2) EPC
By referring to Rule 64(a) EPC, which rule again refers
back to Rule 26(2)(c) EPC, Rule 65(2) EPC defines when
a deficiency exists by reference to all the details of
the required indications of nane and address |aid down
in Rule 26(2)(c) EPC. Wien so many details are
required, it is clear that errors may occur which
shoul d be corrected. This interpretation of the term
"deficiency" underlies the decisions of the boards of
appeal which have all owed corrections of wong

i ndi cati ons of the nanme of the appellant according to
Rul e 64(a) EPC in conjunction with Rule 65(2) EPC, see
e.g. T 340/92 dated 5 October 1994, point 1 of the
reasons, and T 1/97 dated 30 March 1999, in particul ar
point 1.4 of the Reasons.

Correction of errors in the nanme or address of the
appel | ant may be of varying nature. As is the case
here, their correction my lead to a different natura
or legal person to the one indicated within the tine
limt for filing the appeal having, after correction,
to be regarded as the appellant.

The cited rules of the EPC refer to deficiencies in the
i ndi cation of the nanme or address, generally. No
distinction is made as to their nature. In the board's
view there is nothing in said rules which would all ow
themto be applied only to certain kinds of
deficiencies and as a matter of principle not when the
correction of a wong indication of the nane or address
of the appellant leads to a different person to the one
originally expressly naned in the appeal having to be
regarded as the appellant. As has been rightly stated
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in decision T 1/97, point 1.3 of the Reasons, and as is
al so the reasoning underlying decision T 340/ 92,

point 1 of the Reasons, it would indeed be

I nappropriate, if not contradictory, if on the one hand
according to Rule 64(a) EPC in conjunction with

Rul e 65(2) EPC the nane of the appellant could
expressly be given for the first tine after expiry of
the tine limt for filing the appeal, where no express
indication at all was made within the tine limt, but
on the other hand no correction of the nane of
appel l ant were allowable to substitute the nanme of the
person for whomthe appeal was actually intended to be
filed when the original indications nmade in this
respect were incorrect. In both cases the situation is
that on expiry of the tine limt for filing the appea

t he appeal does not expressly indicate the true nane of
the person in whose nane the appeal was intended to be
filed.

What is required under Rules 64(a) and 65(2) EPC is
that there was indeed a deficiency, i.e. that the

i ndi cation was wong, so that its correction does not
reflect a |later change of m nd as to whomthe appell ant
shoul d be, but on the contrary only expresses what was
i ntended when filing the appeal. It nust be shown that
it was the true intention to file the appeal in the
name of the person, who is, according to the request,
to be substituted.

Furthernore, Rules 64(a) and 65(2) EPC cannot be
construed as form ng an exception to the basic
principle that - the requirenents for an adm ssible
appeal having to be net on expiry of the tinme limt for
filing the appeal - the appellant nust be identifiable
at that point in tinme. It nust then be possible to

2314.D Y A
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det ermi ne whether or not the appeal was filed by a
person entitled to appeal in accordance with

Article 107 EPC. However, in the Board's judgenent, and
i n accordance with the jurisprudence of the boards of
appeal it is sufficient therefor that it is possible to
derive fromthe information in the appeal wth a
sufficient degree of probability, where necessary with
the help of other information on file, e.g. as they
appear in the inpugned decision, by whomthe appea
shoul d be considered to have been filed, see e.qg.

T 1/97, point 1.1 of the Reasons and the further
decisions cited therein.

Accordingly, correction of the nane of the appellant to
substitute a natural or |egal person other than the one
indicated in the appeal is allowable under Rule 65(2)
EPC in conjunction with Rule 64(a) EPC, if it was the
true intention to file the appeal in the nane of said
person and if it could be derived fromthe information
in the appeal, if necessary with the hel p of other
information on file, with a sufficient degree of
probability that the appeal should have been filed in
the nane of that person.

In the present case the appellant's attention was drawn
for the first time to the presence of a deficiency by
the board's communi cation dated 17 May 2001. The
appel l ant has therefore by its faxed letter on 18 My
2001 and its subm ssions and evi dence presented during
the oral proceedings on 21 May 2001 asked for
correction of the appellant's nane in tine.

As regards the question of the true intention of the
representative who filed the present appeal, the
follow ng circunstances can be derived fromthe
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evi dence subm tted:

Fromthe subm ssions of the representative of the
appel I ant, which were not contested, and froma copy of
a commercial register submtted during the ora
proceedings it can be concluded that at the tine of
filing the present appeal several conpanies existed
within the "Fresenius" group of conpanies. As far as
they play a role in the present case these were a
"Fresenius AG', a "Fresenius Medical Care AG' and the
opponent "Freseni us Medical Care Deutschland GrbH'
"Fresenius AG' being the parent conpany, "Fresenius
Medi cal Care AG' was a subsidiary conpany and the
opponent was in turn a subsidiary conpany of "Fresenius
Medi cal Care AG'

In a letter dated 16 January 1998 addressed to the
representative, the conpany "Fresenius Mdical Care AG'
had asked the representative to file an appeal agai nst
the decision of the opposition division in the

opposi tion case Fresenius/ M nntech Corp. having the
reference FR 3033. As can be seen fromthe notice of
opposition the reference FR 3033 is the
representative's opposition reference. The letter is
signed by a Dr. Ludt and a Dr. Mathieu. During the ora
proceedi ngs the representative also submtted a
"Vol | macht" (authorisation) dated 2 Septenber 1996
given by the opponent to Dr. Ludt. It appears fromthe
text of the "Vollmacht" that within the "Fresenius"”
group of conpanies the patent departnent of "Fresenius
Medi cal Care AG' was internally entrusted with the task
of | ooking after the patent affairs of the opponent and
was aut horised to act for the opponent in all patent
matters. Therefore, the fact that the instruction to
appeal was given to the representative by a person from



2314.D

- 14 - T 0097/ 98

the patent departnent of Fresenius Medical Care AG
cannot be understood as neani ng that the appeal shoul d
be filed in the nane of a person other than the
opponent, but rather that by giving the instruction to
appeal the decision of the opposition division the
patent departnent carried out its internal function of

| ooking after the patent matters of the opponent. There
is also no indication that the representative had
understood the instruction received differently and
intended to act in the nane of a person other than the
opponent. In the absence of any indication to the
contrary it can be presuned that it is clear to a
representative that, unless a transfer of rights has
been established, an appeal can only be filed by the

| egal person who was the party to the opposition
proceedi ngs and not by another |egal person even if

bel onging to the same group of conpanies. It can al so
be presuned that it is the intention of the
representative to act in such a way as to ensure that
the appeal is adm ssible in order for it to be dealt
with in substance; see in this respect e.g. decision

T 920/ 97 dated 19 Decenber 2000, point 1 of the
reasons, where it was stated that in the absence of any
clear indication to the contrary a professiona
representative who was authorised to act for a party
adversely affected by a decision and then filed an
appeal against this decision nust be presuned to be
acting on behalf of the sanme party that he acted for in
the first instance proceedi ngs and not on behal f of
soneone else not entitled to appeal. Simlar

consi derations underlie decision T 340/ 92 al ready
cited. During the oral proceedings before the board the
representative al so subm tted, which was again not
contested as such, that at the tinme of filing the
appeal the parent conpany "Fresenius AG', naned in the
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notice of appeal, was no |longer active in the field of
di al ysis and nenbranes, this having been taken over by
the opponent. There is therefore no apparent reason why
the representative would have wanted to file the appea
in the nane of a conpany other than the conpany which
was party to the first instance proceedi ngs.

In summary, the overall factual picture of all these
el enments sufficiently supports the conclusion that the
i ndi cation "Fresenius AG' in the appeal constituted a
genuine error and did not reflect the wish to file the
appeal in the nane of "Fresenius AG' but that it was
the intention of the representative to appeal in the
nanme of the opponent.

As regards the question of what could be derived from
the appeal the Board is satisfied that a person not
know ng all the details considered here, presented
|ater to the Board, could have derived fromreadi ng the
appeal with the help of the indications in the inpugned
decision that the party on behalf of which the appea
was i ntended to be filed was the opponent, i.e.
Freseni us Medi cal Care Deutschland GrbH, since this was
the sol e opponent, represented before the opposition

di vision by the representative who had filed the
appeal . Furthernore, there were no indications on file
that a transfer of rights m ght have taken place in the
meantime. Thus, in the present case it could be
inferred by a third person fromthe circunstances of
the appeal with a sufficient degree of probability that
t he opponent shoul d be the appell ant.

The requested correction for the appellant's nane to be
that of the opponent nust therefore be allowed and the
appeal is to be regarded as having been filed in the
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nanme of the opponent.

The appeal is accordingly adm ssi bl e.

According to decision G 10/91 (Q EPO 1993, 420),
fresh grounds of opposition may be considered in appea
proceedi ngs only wth the approval of the patentee. In
the present case, the appellant's objections raised at
the appeal stage that (i) the subject-matter of claiml
as granted extends beyond the content of the
application as filed and (ii) the invention would
contravene Article 53(a), were neither submtted nor
substantiated in the statenent under Rule 55(c) EPC
These grounds of opposition had al so not been raised
later in the course of the opposition proceedi ngs and
they were not investigated by the opposition division.
Therefore, these two grounds are considered to be fresh
grounds of opposition raised for the first tinme at the
appeal stage. At the oral proceedings the respondent
did not give his approval for introducing these fresh
grounds into the proceedi ngs. No reason was given by
the appellant for not applying decision G 10/91 to the
present case. In these circunstances the board hol ds
that it does not have the power to investigate these
two fresh grounds of opposition.

Turning to the issue of sufficiency of disclosure, it
was not contested that the exanples of the patent in
suit were reproducible by the skilled person. The
appel l ant argued that according to the patent in suit
the probl emunderlying the invention was to produce
menbr anes havi ng performance data conparable to those
of the nmenbranes of D1 nore rapidly. Therefore,
according to the appellant, it would have been
necessary to disclose how to produce nenbranes havi ng
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performance data i n haenodi al ysis conparable to those
of D1 and/or to show the influence of the orifice
geonetry and of the conposition of the precipitating
solution on the performance data of the nmenbranes.

O herwi se, the patent in suit would not fulfil the
requi renent of sufficiency of disclosure. The board is
not convi nced by these argunents for the foll ow ng
reasons:

Firstly, the problemunderlying the patent in suit

i ndi cated on page 2, lines 50 to 53, is not restricted
to a process for producing hollow fibres having
performance in haenodi al ysis conparable to those of the
haenodi al ysi s nenbranes of D1. On page 2, lines 12 to
49, of the patent in suit not only nenbranes for
haenodi al ysis according to D1 but al so nenbranes
suitable for other uses are discussed. Furthernore,
process paraneters for nenbranes suitable for
haenodi al ysi s, haenofiltration and blood filtration are
gi ven on page 5. According to page 6, lines 54 to 56,

t he nenbranes prepared by the clainmed process can be
used i n haenodi al yzer, haenofilters, blood filters
water filters, etc, having performance |evels at |east
equi valent to currently available hollow fibre
menbranes. Neither claim21 nor the description of the
patent in suit are limted to a process for

manuf acturing m croporous hollow fibres having
performance data i n haenodi al ysis conparable to those
of the menbranes of Dl. In these circunstances, it is
irrelevant for the issue of sufficiency of disclosure
whet her or not the process as defined in claiml and in
the patent in suit |eads to nenbranes whose perfornmance
data i n haenodi al ysis are conparable to those of the
menbr anes of D1. Al though the burden of proof rests on
the appell ant, he has provided no evidence that the
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reproduction of the clained process as illustrated in
the exanples of the patent in suit would give

m croporous hol |l ow fi bres of such a poor quality that
they are not suitable for at |east one of the different
uses stated in the patent in suit when the production
rate is at least 30mmn. It is thus also irrel evant
whet her or not the patent in suit indicates how to vary
the conposition of the precipitating solution and the
ratio of the orifice cross-sectional areas within the
claimed ranges in order to obtain a nenbrane having
perfornmance data i n haenodi al ysis conparable to those
of the nmenbranes of Dl1. As pointed out by the
appel l ant, in sone of the exanples where the effect of
sone process paraneters are investigated (see Tables V,
VIl and VIIl), the BSA retention is such that the

menbr ane woul d be unsuitable for the purposes of
haenofiltration or haenodi al ysis. However, it cannot be
derived therefromthat the skilled person would not be
able to produce nenbranes suitable for haenodial ysis or
haenofiltration on the basis of other exanples of the
patent in suit which are said to | ead to nenbranes

exhi biting a good solute clearance and fl ux. Concerning
the all eged contradiction between Table IV and

Table VIII1 or between exanples 14 and 16, the board
observes that exanples 6, 11 and 12 of Table IV do not
only differ by their water/isopropanol proportions but
by several other paraneters. In these circunstances it
I's doubtful that any valid conclusion regarding the

i nfl uence of the water concentration on the fibre
performance can be drawn fromthe results of Table IV.
Regardi ng exanples 14 and 16, it is observed that the
conmpositions of the precipitating solution reported in
Table VI all fall outside the clained range except for
the third exanpl e which was not tested. Therefore, if
there were a contradiction, it would not be between
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exanpl es relating to the invention. The appellant's

al l egation that nenbranes for use in haenodi al ysis
cannot be prepared w thout the presence of an aprotic
solvent in the precipitating solution was not supported
by any evidence. Furthernore it is in contradiction
with the teaching on page 5 of the patent in suit and
was contested by the respondent. This unsupported
affirmati on cannot therefore be accepted by the board.

Regardi ng the appellant's argunents that in all the
exanples of the patent in suit the cal cul ated nozzle

|l ag was far greater than the upper limt of 150% stated
in claiml (see point |V above), the board observes the
followng. To arrive at this conclusion the appell ant
calculated the rate at which the fibre is produced
using the rate of introduction of the polyneric
solution into the spinneret given in the exanpl es and
the di nension of the annular orifice stated in

exanple 1. The respondent contested however the
validity of this calculation and enphasi sed that the
range 90-150% i ndicated in claim1l was based on the
nmeasured rate at which the fibre was forned. According
to the patent in suit (see page 6, lines 50 to 53) "the
fibre is wound at about 90-150 % of the rate at which
it is forned at the spinneret; nore preferably, the
fibre is being wound at a rate substantially equal to
that at which it is produced, ie there is no draft". No
further information is given concerning the

determ nation of the production rate (or formation
rate) of the fibres. However, as indicated at the ora
proceedi ngs by the respondent and not contested by the
appellant it was well-known to the skilled person that
this rate can be neasured by extruding the fibre and
letting it drop into the bath. It cannot be inferred
fromthe patent in suit whether the production rate
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referred to in the said passage on page 6 is a
theoretical rate of production obtained by a

cal cul ation as nmade by the appellant or the actual rate
of production, ie the nmeasured one. However, in view of
the fact that the rates of formation cal cul ated by the
appel lant would lead to all the exanples of the patent
in suit falling outside the range of 90-150% st at ed
both in the patent in suit and in claiml1, and, thus,
woul d give results being in contradiction with the
teaching of the patent in suit, the board considers it
very unlikely that a theoretical rate of formation as
cal cul ated by the appell ant was consi dered.

Furt hernore, although the burden of proof lies on the
appel l ant, he has provided no evidence that the
measured rate of formation would have led to all the
exanpl es of the patent |ying outside the range of 90-
150% stated in claiml. In these circunstances the
board cannot concl ude on the basis of these argunents
that a lack of sufficiency of disclosure exists.

4. The appel |l ant has contested the novelty of the clained
process with respect to D1. Concerning the
precipitating solution, D1 discloses the use of a
m xture of a non-solvent with an aprotic solvent such
as di net hyl formam de (DVMF), dinethyl sul foxide (DMVSO),

di net hyl acetam de (DMA), N-nethyl pyrrolidone and their
m xtures. The preferred non-solvent is water. The

amount of non-solvent in the mxture has to be at | east
25 W% in order to obtain the precipitation. The
precipitating solution contains preferably about 35 wt %
of non-solvent (see claim14; page 12, lines 34 to 38;
page 13, lines 4 to 30). In exanple 1 a m xture of 40

w % water and 60 wt% 1:1 DMAV DMSO i s used as the
precipitating solution. D1 discloses no non-sol vent

ot her than water. A precipitating solution containing

2314.D Y A
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30-90 wt % of an al cohol having from1 to 5 carbon
atons, 10-35 wt% water and 0- 50 wt % of an aprotic

sol vent cannot be directly and unanbi guously derived
fromthis teaching. Even if it were assuned in favour
of the appellant that | ower alcohols were well-known to
the skilled person as non-solvent for the polysul fone
pol yner, the anounts of water and | ower al cohol as
defined in claim1 would still be new over the

di scl osure of D1. The other docunents referred to by
the appellant, ie D6, D8, D9 or D10 cannot be conbi ned
with the teaching of D1 to conclude the | ack of novelty
of this feature. Furthernore, Dl does not disclose any
production rate, let alone the production rate of at
least 30 nmfmn indicated in claiml1 of the patent in
suit. The appel l ant has provided no evi dence show ng
that by using the precipitating nediumdisclosed in D1,
ie a precipitating medi um having a conposition
different fromthe clained one, it was possible to
produce the hollow fibres at rates of at |east 30m mn.
The fact that the sane viscosity of the polyneric
solution and the sane distance between the spinneret
orifice and the quenching bath are used in the process
of DL is not sufficient to prove that a production rate
of at least 30m m n was achieved in D1, taking into
account the conplex interaction of all the paraneters

i nvolved in the process and their influence on the
properties of the fibres.

Regarding the ratio of the cross-sectional area of the
annul ar orifice to the cross-sectional area of the

I nner tube orifice, D1 teaches that the outer dianeter
of the hollow fibres is from0.1 to 0.3 mm whereas the
t hi ckness of the nenbrane is about 10 to 100,
preferably 15-50 um (see page 14 lines 20 to 23). D1
further discloses an annul ar nozzl e having an outer
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di ameter and an inner dianeter of respectively 0.3 nm
and 0.2 mm corresponding to the dinensions of the

hol | ow fi bre (see exanple 1). In other words, exanple 1
di scl oses an outer dianeter of 0.3 mmand a nenbrane

t hi ckness of 0.1 nm (100 un). The appel |l ant cal cul at ed
that, assum ng a wall thickness of zero for the inner
tube, the corresponding ratio of cross-sectional areas
woul d be of 8:1 and this ratio would increase with a

hi gher tube thickness. This seens to be correct;
however, the dinensions stated in exanple 1 are used
for the extrusion of a polyner solution containing

9 wt% of PVP, ie a polyner conposition |lying outside
the clained one, with a precipitating solution also
differing fromthe clainmed one. Taking into account
that according to the disclosure on page 14, lines 20
to 23, of Dl the outer dianeter of the hollow fibre and
t he menbrane thickness may vary within the ranges of
0.1-0.3 mm and 10-100 pmrespectively, it is not

di rectly and unanbi guously derivable from Dl that an
annul ar orifice having the dinensions stated in

exanple 1 would al so be used with different
conpositions of both the polyner solution and the
precipitating solution and in particular with the

cl ai med conpositions. Assumi ng a wall thickness of zero
for the inner tube as done by the appellant, the two
ranges of val ues given on page 14 of D1 could also | ead
to aratio of the orifice cross-sectional areas which
is far lower than 5:1. In these circunstances, the
board considers that a ratio of the orifice cross-
sectional areas of about 5:1 or greater is not

di sclosed in D1 in conbination with a pol yner
conposition and a conposition of the precipitating
solution as indicated in claim1. It follows fromthe
above that the process according to claim1l1l is new over
the disclosure of D1. The cl ained process is al so new
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over the remaining docunents cited by the appellant.
This was not contested at the oral proceedings so that
further considerations in this respect are not
necessary.

Turning to the issue of inventive step, the board
considers in agreenent with the parties and the
opposition division that D1 represents the cl osest
prior art. Although D1 does not disclose the rate of
production of the hollow fibres, it can be inferred
fromthe patent in suit that the process of D1 can only
be run at about 15-20mmin (see page 2, lines 47 to
49) .

Starting fromDl as the closest prior art, the problem
underlying the claimed process can be seen in the

provi sion of a process for manufacturing asynmetrica

m croporous hollow fibres suitable for use inter alia

i n haenodi al ysis, haenofiltration, blood filtration, or
water filtration, which makes it possible to reduce the
manufacturing tinme, or in other words to increase the
production rate.

The patent proposes to solve this problemby the
process as defined in claim1l. As indicated above, this
process differs fromDl in particular by the
conposition of the precipitating solution and the ratio
of the orifice cross-sectional areas in conbination
with the conpositions of the polyneric solution and
precipitating solution stated in claiml1. In view of
the take-up rate stated in the exanples of the patent
in suit and considering that these take-up rates are
about 90 to 150% of the rate at which the fibre is
produced, it is credible that the process as defined in
claiml1l of the patent in suit |eads to higher
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production rates than the process of D1. It is also
credible in view of the information given in the patent
in suit and in the absence of evidence to the contrary
that the obtained fibres are suitable for use in
haenodi al ysis, haenofiltration, blood filtration or
water filtration. The question whether or not the

nmenbr anes produced by the cl ai ned process have
performance data i n haenodi al ysis at |east equival ent
or conparable to those of the haenodi al ysis nenbr anes
of D1 may remain open since the problemto be solved is
not to produce haenodi al ysis nmenbranes with performance
data equivalent to those of DL. The appellant's
argunments that it was al so possible to produce the
hollow fibres at a rate of at least 30mmn with the
process of D1, suggesting thereby that no inprovenent
in production rates is achieved by the cl ai nmed process,
cannot be accepted by the board. This allegation is not
in agreenment with the statenent on page 2, lines 40 to
49, of the patent in suit, and the appellant has failed
to produce any concrete credible evidence to show t hat
rates approaching 30nmmn were possible with the

conbi nation of process paraneters disclosed in D1. The
appel l ant's argunents that the higher production rates
were achieved in the exanples of the patent in suit
with a process not fulfilling the feature 90-150%
stated in step (e) of claim1l are based on assunptions
and cal cul ati ons which were strongly contested by the
respondent and have no support in the description. The
appel | ant has provided no evidence show ng that by
considering the neasured production rates instead of
the cal cul ated ones, the take-up rates stated in the
exanpl es would not lie within the range 90-150%
indicated in claim1l (see point 3 above). Therefore,
the board considers it plausible, in the absence of
convi nci ng evidence to the contrary, that the problem
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stated above has actually been solved by the process of
claim 1.

5.2 As indicated above in point 4, Dl discloses using a
m xture of a non-solvent and an aprotic solvent as the
precipitating solution, the anmount of non-solvent being
at least 25 wt% and the preferred non-sol vent bei ng
water. Dl itself contains no information suggesting
that by using a precipitating solution conprising
30-90wt % of an al cohol with 1-5 carbon atons, 10-35 wt %
of water and 0-50 wt % of an aprotic solvent in
conbi nation with the other process paraneters indicated
in claiml, the production rate of the hollow fibres
m ght be increased while still obtaining nenbranes
whi ch are suitable for haenodi alysis or for the other
uses stated above.

5.3 D4 di scl oses coaxially extruding a polyner sol ution
contai ni ng 18% pol ysul fone, 10% PVP and 72% DVMA with a
wat er -i sopropanol m xture as the precipitating nmedi um
and then collecting the hollow fibres after passage
t hrough cold water (see exanple 4). The conposition of
the polyner differs fromthe clained conposition by the
amount of PVP, and the relative proportions of water
and i sopropanol are not indicated. In exanple 11 the
precipitating solution is a mxture of 50% i sopropano
and 50 % water. The anount of water |ies thus outside
the clained range and the polyner is not a polysul fone.
Furthernore, the problem of increasing the production
rate of the hollow fibres is not addressed in D4 and it
cannot be inferred fromD4 that the nethods used in
exanples 4 and 11 might lead to an inprovenent of the
production rate over the remaining exanples in which a
different precipitating nmediumis used. Therefore D4
contains no information pointing towards the

2314.D Y A
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conbi nation of features as clained in claim1 in order
to solve the problem stated above.

Contrary to D4, D5 addresses the probl em of

manuf acturing hollow fibres at high speeds, ie at
speeds well above 30mmn. The fibres can be used for
various purposes such as dialysis or ultrafiltration.

H gh speeds are achieved by using a core liquid which
I's substantially incapabl e of coagul ating or gelling
the polyner. The core liquid is a solvent or a swelling
agent for the polyner. Coagul ati on of the extruded

spi nning solution takes place in a coagul ating bath
contai ning water. D5 teaches that the presence of water
inthe core liquid is detrinental to achieving high

production rates (see colum 2, lines 49 to 61;
colum 3, lines 15 to 24 and lines 47 to 65; colum 4,
lines 36 to 52; colum 7, lines 15 to 25; clains 1 and

4). The teaching of D5 is focused on the manufacture of
hol | ow fi bres from cuprammoni um cel | ul ose, cellul ose
ester, polynethyl nethacrylate and pol yvinyl chloride.
Pol ysul fone is only nentioned as a possi bl e pol yner
(see colum 5, line 20) but the preparation of

pol ysul fone hollow fibres is neither disclosed nor
claimed in D5. The appellant referred to exanples 6 and
9 and pointed out that high production speeds of
130m m n and 136m m n were achi eved al t hough water was
present in the core liquid. In these exanples the

spi nni ng sol utions consi st of polyvinyl chloride

di ssol ved in DMF and cel |l ul ose acetate dissolved in
acetone and the core liquids are respectively a mxture
of tetrahydrofuran/water 90/ 10 and DMSO wat er 80/ 20.
Therefore the said core liquids contain a very high
anmount of solvent for the polyner, ie 90% and 80% and
no | ower al cohol contrary to the clainmed precipitating
solution in which the aprotic solvent is either absent
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or, if present, its ampunt is at nost 50 wt% In
exanples 5 and 1 of D5, which are perforned under the
sane experinental conditions as in exanples 6 and 9
except that water is used as the core liquid, the
spinning speed is only 9m mn and 12m mn. The
appel l ant has given no reason as to why this teaching,
whi ch does not relate to polysul fone fibres, m ght
poi nt towards the clained conbination of features. In
the board' s judgnment, D5 contains no information
suggesting that the use of a precipitating solution
containing 30-90 wt % of an al cohol with 1-5 carbon
atoms, 10-35 wt % of water and 0-50 wt % of an aprotic
solvent in conbination with the orifice geonetry and
the other process paraneters stated in claim1 m ght

i nprove the production rate in a process of manufacture
of pol ysulfone fibres according to D1.

D6 di scl oses the influence of the conposition of the
precipitating solution on the fibre properties.

DMA/ wat er mixtures with different proportions, 1/1

DMA/ i sopr opanol , isopropanol, and air were used as the
i nternal quench fluid (see pages 2386 and 2387).

Tables Il and IV on page 2387 illustrate the influence
of these precipitating fluids on the hydraulic
permeability of the fibres when sinultaneously varying
the conposition of the polyneric solution and its
viscosity. According to page 2390, |ast paragraph, a
sharp increase in the quench rate, caused by infusion
of a strong non-sol vent such as isopropanol, produces a
highly brittle fibre. The possibility of using a
precipitating solution containing a m xture of water
and i sopropanol or another al cohol having 1-5 carbon
atonms in the relative anbunts stated in claiml is not
taught in D6, let alone the advantages resulting from
such a precipitating solution. D6 contains no
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i nformati on fromwhich the skilled person could have
inferred that the use of a precipitating solution
havi ng the cl ai ned conposition in conbination with the
ot her process paraneters and the orifice cross-
sectional ratio stated in claim1l mght have permtted
to produce the hollow fibres at a higher rate.

D3, D9 and D10 were cited by the appellant only to
prove that it was known to use a mixture of water and a
| ower al cohol such as nethanol, ethanol or isopropano
as the precipitating solution in the manufacture of

pol ysul fone holl ow fibres. These docunents concern the
manuf act ure of sem - perneabl e nenbranes from a

pol ysul fone pol yner; however PVP is not used as the
second pol yner and none of these docunents exenplifies
the preparation of the nmenbranes using a m xture of

wat er and one of these alcohols as the precipitating
solution. Only the possibility of using said mxture is
mentioned in D8 to D10 w thout suggesting that such a
m xture m ght be advant ageous conpared to the
exenplified precipitating |iquids. Furthernore, D8 and
D9 do not nention the relative proportions of al coho
and water and D10 di scl oses on page 10 anpunts of

al cohol which appear to fall outside the clainmed range.
D10 contains no exanples illustrating the manufacture
of hollow fibres. These docunents woul d therefore be of
no assistance to the skilled person faced with the
probl em st at ed above and cannot suggest to the skilled
person which direction to follow. The renmaining
docunents cited by the appellant also contain no

addi tional teaching which in conbination with the
precedi ng docunents would hint at the clained

conbi nati on of features.

It follows fromthe above that the subject-matter of
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claim1 involves an inventive step over the disclosure
of the cited prior art. Thus, claim1l neets the

requi renment of patentability set out in Articles 52(1),
54 and 56 EPC. Claim1 being allowable, the sane
applies to dependent clains 2 to 20 whose patentability
IS supported by that of claiml.

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

G Rauh
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