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Summary of Facts and Submissions
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On 27 Novenber 1997 the appellants (applicants) filed
an appeal against the decision of the exam ning

di vi sion di spatched on 29 Septenber 1997 to refuse the
Eur opean patent application No. 92 311 056.3 for
contravention of Article 123(2) EPC. The appeal fee was
paid on 27 Novenber 1997. The statenent of grounds of
appeal was received on 16 January 1998.

In the notice of appeal the appellants requested that

t he decision be set aside, the application be remtted
to the exam ning division, the appeal fee be reinbursed
and auxiliarily that oral proceedi ngs be held.

The statenent of grounds of appeal contained two

auxi liary amendnents to claim1l. The appellants argued
t hat the exam ning division was wong not to grant a
requested interview It seened that the objection under
Article 123(2) EPC was due to the lack of the word
"exclusive" to qualify the "range of inputs" in claiml
but this lack did not justify the objection. Mreover

t he exam ning division had failed to recognise that
dependent claim6 was all owabl e.

In its comruni cation of 15 April 1998 the board

provi sionally comrented on the application and stated
that if a newclaim1 were filed taking into account

t hese comments then the board would intend to remt the
application to the first instance for further
prosecution (Article 111(1) EPC). Further the board
expl ained why it provisionally considered that the
request for reinbursenent of the appeal fee could not
succeed.
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The appellants filed a newclaim1 of the main request
with their letter of 28 May 1998 and found agreenent
with the opinions expressed in the board's

communi cation. The appellants expected that their main
request for the application to be remtted to the

exam ning division for further prosecution would be
granted so that it would be unnecessary to consider the
ot her requests, at least for the time being.

Claim1l of the main request reads as foll ows:

"An aircraft jet engi ne managenent system conprising a
digital electronic control unit (DECU) (3) having a
pilot throttle demand input (5); an input (2) froma
critical engine paraneter sensor (1); one or nore

addi tional pilot-independent inputs (10, 11); an out put
(8) for controlling fuel supply to the engine; a nenory
and a m croprocessor, the DECU (3) being provided with
a sensed paraneter normal reference datum and bei ng
programmed with a sensed paraneter limtation program
to respond to the pilot throttle demand i nput (5) to
control fuel supply to engine subject to the sensed

par aneter not exceeding the normal reference datum

val ue thus to set a maxi num perm tted power |evel
characterised in that there is an over-ride facility
(6, 7) responsive to a selected one or nore of the said
addi tional pilot-independent inputs (10, 11), selected
froma range of inputs conprising airspeed (10),

anbi ent pressure (11) anbient tenperature, tine,
aircraft altitude, aircraft attitude and under-carriage
| oad, to invoke (a) over-ride of the sensed paraneter
[imtation programto permt tenporarily power in
excess of the maxi mum pernmitted power |evel and (b)
resunption of the sensed paraneter limtation program
subj ect to special circunstances represented by the

2249.D
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addi tional inputs, and resunption (b) of the paraneter
[imtation programis independent of the pilot."

The appellants' main request is that the decision under
appeal be set aside and that the case be remtted to
the first instance for further prosecution based on the
fol |l ow ng docunents:

Claims: 1 and 2 filed with the letter of 28 My
1998
3to 8 filed with the letter of 25 March
1997

Description: pages 1 and 1.1 filed with the letter of
30 Cctober 1995
2 and 3 filed with the letter of 25 March
1997
4 to 7 as originally filed

Drawings: sheets 1/2 - 2/2 (Figures 1 to 3) as
originally filed

Furt her, the appellants request reinbursenent of the
appeal fee. Auxiliarily they request consideration of
two further versions of claim1l and that oral
proceedi ngs be hel d.

Reasons for the Decision

1

2.

The appeal is adm ssible.

The reasons for the examining division®s decision

The application was refused under Article 97(1) EPC for

2249.D
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| ack of conpliance with Article 123(2) EPC in two
respects. Firstly, there was allegedly no basis in the
originally filed application for the term "engine-

i ndependent inputs” in the claim1l then on file,
Secondly, this claim1 failed to include wording to
show that the given |list of "additional pilot-

i ndependent and engi ne-i ndependent i nputs" was
exhaustive. By not including such wording, the
exam ni ng division saw an infringenent of

Article 123(2) EPC on the grounds that the |ess
restrictive wording preferred by the applicants did not
clearly exclude further parameters not disclosed in the
originally filed application.

The types of input parameters

As explained in its comrunication of 15 April 1998,
based on the application as originally filed the board
sees three types of input paraneters, namnely

(a) a pilot demand paraneter

(b) a critical engine paraneter, and

(c) additional pilot-independent paraneters.

Type (a), the pilot demand paraneter (4, 5 on

Figure 1), is explicitly and only disclosed as
representing the pilot's demand for engi ne thrust.
Type (b), the critical engine paraneter (1, 2 on
Figure 1), in principle could be any of several
paraneters indicative of engine life in the sense that

the Iife would suffer severely if a certain limt of
t he chosen paraneter was exceeded for extended periods

2249.D
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of time. This paraneter has only been explicitly
di scl osed as relating to the turbine tenperature, in
particul ar the turbine blade tenperature (TBT).

Specific exanples of type c), additional pilot-

i ndependent paraneters, are anbient air pressure (11 on
Figure 1), air-speed (10 on Figure 1) and aircraft
attitude (original page 4, lines 24 and 25).

On the issue of whether engine related paraneters are
pi | ot -i ndependent or not, the board sees a clear

di stinction between the input paraneters of the above
types (b) and (c). Wereas input (b) is solely an

engi ne- dependent parameter indicating a critical stress
l[imt of the engine, the inputs under c) are not truly
not or-dependent. It is only the (c) type paraneters
that relate to external circunstances in which the

ot herwi se prevailing engine protection object is
tenporarily overruled to gain or render possible sone
oper ati onal advantage. Anong the specified exanples of
type (c) input paraneters there is no single one that
can rightly be said to be notor-dependent. The exanples
given and the further suggestions all inply that said
addi tional input paranmeters are predom nantly of a
nature truly beyond the influence of the pilot and at

| east are not engi ne rel ated.

I n conclusion, the present circunstances do not forma
basi s for considering engi ne-dependent input paraneters
as bei ng enconpassed by pilot-independent i nput
paraneters (in the nmeaning of the present application).
Consequently there is no need to specify inclaim1l
that the one or nore additional pilot-independent

i nputs are "engi ne-i ndependent".

2249.D
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The exam ni ng divi sion objected under Article 123(2)
EPC to the words "engi ne-i ndependent” in the refused
version of claiml. Cdaiml of the present main request
has no such wording and so this objection has been

over cone.

Additional pilot-independent parameters

The addition in lines 13 to 15 of claim1 of the main
request that the additional pilot-independent inputs
are "selected froma range of inputs conprising

ai rspeed (10), anbient pressure (11) anbient
tenperature, tine, aircraft altitude, aircraft attitude
and under-carriage |oad" is based on the paragraph
bridgi ng pages 3 and 4 and the | ast paragraph on page 7
of the original description.

The | ast paragraph on page 7 of the application inplies
that the previously nentioned inputs to the DECU are
not to be considered as the only ones and noreover
gives further specific exanples. The board therefore
considers that on the whol e the application does not
preclude the use of input paraneters other than those
explicitly stated.

The board thus sees no justification for excluding

ot her additional pilot-independent inputs additional to
those explicitly specified in the application and sees
no reason for limting claiml by wording to that
effect. The objection in the decision under appeal
relating to the failure on the part of the appellants
toinclude in claiml of the main request then on file
such restrictive wording, e.g. by including the term
"exclusive", is therefore unjustified.

2249.D
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The wording "responsive to a selected one or nore of
the said additional pilot-independent inputs (10, 11),
selected froma range of inputs conprising airspeed
(10), anbient pressure (11) anbient tenperature, tine,
aircraft altitude, aircraft attitude and under-carriage
load” in claim1l of the main request nmeans sonething
nore than having any additional pilot-independent input
wherein those specified are nerely optional. The board
agrees with the appellants (see the | ast paragraph on
page 1 of their letter of 25 March 1997 and the first
conpl ete paragraph on page 2 of the statenent of
grounds of appeal) that there nust be at |east one of
the additional pilot-independent inputs listed in the
claim(e.g. airspeed) but that there can be one or nore
non-listed input as well (e.g. air humdity, even

t hough this was never originally disclosed and so of
course cannot now be specifically nentioned in the
appl i cation).

The Iist of additional pilot-independent inputs is in
the characterising portion of claiml1l of the main
request. Document US-A-4 468 924, apparently the

cl osest prior art, discloses sonme but not all of this
list so that, strictly speaking, the list should be
di vi ded between the pre-characterising and
characterising portions (Rule 29(1) EPC). However for
the sake of clarity the board considers it preferable
to put this whole Iist in the characterising portion
with the generic term"pilot-independent inputs” in the
pre-characterising portion.

Further comparison of claim 1 as originally filed and
claim 1 of the main request

The anmendnment of "pilot demand input” in lines 3, 9 and

2249.D Y A
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10 of the original claim1 to "pilot throttle demand
input” inlines 2 and 8 of claim1l of the main request
is based on Iines 11 to 13 on page 5 of the originally
filed description.

The basis for stating inlines 6 and 7 of claim1 of
the main request that the DECUis "provided wth a
sensed paraneter normal reference datunt is the |ast
two lines on page 2 of the originally filed

descri ption.

The del etion of the words "and thus adjust power" from
lines 10 and 11 of the original claim1l1l is an allowable
clarification since the adjustnment of power is not
sonet hing additional to the control of the fuel supply
but is obviously nerely the direct result thereof.

Lines 12 and 13 of the original claim21l have been
amended to arrive at lines 10 and 11 of claim 1l of the
mai n request. This wording is consistent with the
amendnment in lines 6 and 7 of the present claim1l and
is based on the fourth sentence in the third paragraph
on page 1 of the original description.

The words "a sel ected” have been inserted in |line 12 of
claiml1 of the main request, based on the paragraph
bridgi ng pages 3 and 4, the |ast two sentences of the
first full paragraph on page 4 and the | ast paragraph
on page 7, all of the original description.

The over-ride is specified in lines 16 and 17 of
claiml1l of the main request to be "of the sensed
paraneter limtation programto permt tenporarily
power in excess of the maxi numpermtted power |evel",
based on the fifth sentence of the third paragraph on
page 1 of the original description.

2249.D
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The insertion of the word "sensed" in |ine 18 of
claiml1l of the main request is a consequence of the
above-nenti oned anendnent in lines 6 and 7.

The deletion of the words "at least"” fromline 19 of
the original claim1l does not change the scope of the
claim

Article 111 EPC - remittal

For the reasons given in the above sections 3 to 5 the
board considers that claim1 of the main request does
not contravene Article 123(2) EPC. The consistory
clause will of course need to be brought into line with
the claim

Since the reasons for the decision of the first

i nstance no | onger apply, the board is remtting the
case to the exam ning division for exam nation
concerning the other requirenents of the EPC

In the opinion of the board, there appears to be no
reason to deviate fromthe conclusion in the above
section 3.3 regarding pilot-independent (in the neaning
of the present application) versus engi ne-dependent

i nput paraneters when (re)considering the novelty and
inventive step aspects of the invention.

Auxiliary requests for other versions of claim 1
Since claiml of the main request is to be remtted to
t he exam ning division for further prosecution, it is

unnecessary to consider the prinmary anendnent proposal
and auxiliary anmendnent proposal for claiml filed with

2249.D Y A
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t he statenment of grounds of appeal.

Allowability of claim 6

The examning division is criticised in section 3 of
the statenent of grounds of appeal for not recognising
that claim6 was "free fromthe objection under
Article 123(2) and was an allowable claim"”

However a patent cannot be granted if even one of its
clainms is subject to an Article 123(2) EPC objection.
As there was an objection to claiml1, the allowability
of claim6 could only have played a role if the
applicants had actually conbined it with claim1l or at
| east announced their intention of doing so. This
however was sonething that in section 3 of their letter
of 11 March 1996 they specifically chose not to do.

The request for reimbursement of the appeal fee

The board gave its provisional opinion in the

comuni cation of 15 April 1998 that a request for an
interview did not equal a request for oral proceedings
pursuant to Article 116(1) EPC and that it was at the
di scretion of the exam ner whether to grant a request
for an interview H s failure to do so did not anount
to a substantial procedural violation within the
meani ng of Rule 67 EPC and the request for

rei nbursenent of the appeal fee would not succeed.

In their letter of 28 May 1998 the appel |l ants agreed
with the provisional opinions expressed in the board's
conmmuni cation and in particular did not challenge the
provi si onal reasons for not reinbursing the appeal fee.

2249.D Y A
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The board sees no reason to change its provisional
opinion on this point and so dism sses the request for
rei nbursenent of the appeal fee.

The auxiliary request for oral proceedings

The appel l ants' request for the application to be
remtted to the exam ning division for further
prosecution will be granted so that in this respect the
auxiliary request for oral proceedings has no effect.

The board is deciding agai nst the appellants in the
matter of reinbursenent of the appeal fee. However the
board's provisional reasons for this were not
chal | enged by the appellants in their letter of 28 My
1998, they are expecting the case to be remtted to the
first instance and they state that "it is unnecessary
to consider further any of the subsidiary requests, at

| east for the tine being.” Thus it is plain that the
appel l ants do not wi sh oral proceedings to be appointed
for the sol e purpose of discussing reinbursenent of the
appeal fee.

It is pointed out that the auxiliary request for oral
proceedings is a request in the present appeal
proceedings and will have no effect in the further
proceedi ngs before the exam ning division.

2249.D
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it 1s decided that:

The deci sion under appeal is set aside.

The case is remtted to the first instance for further

prosecution based on the foll ow ng docunents:

Claims:

Description:

Drawings:

1 and 2 filed with the letter of 28 My
1998
3to 8 filed with the letter of 25 March
1997

pages 1 and 1.1 filed with the letter of
30 Cctober 1995

2 and 3 filed with the letter of 25 March
1997

4 to 7 as originally filed

sheets 1/2 - 2/2 (Figures 1 to 3) as
originally filed

The request for reinbursement of the appeal fee is

r ef used.

The Regi strar: The Chair man:

N. Maslin

2249.D
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