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Summary of Facts and Subm ssi ons
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The appel |l ant (patent proprietor) |odged an appeal on
28 January 1998 agai nst the opposition division's
decision notified by post on 4 Decenber 1997 revoking
Eur opean patent No. 0 474 940.

The appeal fee was paid on 29 January 1998 and the
statenent setting out the grounds of appeal was filed
on 14 April 1998.

Qppositions were filed requesting revocation of the
patent as a whole on the basis of Article 100(a) and
(b) EPC. The opposition division held that |ack of
inventive step (Article 56 EPC) of the subject-matter
of Caiml as granted prejudiced the mai ntenance of the
patent having regard to the general know edge of the
person skilled in the art in the technical field of the
cigarette industry conbined with the teaching of
docunent US-A-3 396 061 (D1).

Docunent DE- A-32 46 898 (D8) corresponding to
FR-A-2 518 374 cited in the search report was al so
referred to during the opposition procedure.

In the statenment of the grounds of appeal, the
appel l ant contended that the object of DI was different
fromthe object of the present invention.

He pointed out that the actual filters described in D1
were of short length and | ow RTD and that D1 was
entirely deficient as regards ventilation and
interperneability between the filter regions.



0689. D

- 2 - T 0107/ 98

He enphasi zed that the achi evenent by the invention of
an unexpectedly high degree of taste associated with
very |l ow delivery depends in particular on the RTD of
the filter and its distribution between the regions
thereof as well as on the presence of ventilation and
interperneability between the regions of the filter.

In reply, the respondents (opponents) contended that D1
di scl oses a concentric ventil ated tobacco snoke filter
having a central core and a surroundi ng | ayer
interfacially cohered, which, in their opinion,
inplicitly nmeans that snoke and air can flowradially
between the central core and the peripheral |ayer. They
consider that D8 inplicitly acknow edges that, in the
case of a low perneability core, a radial flow of snoke
between the core and the |ayer of filtering materi al
surroundi ng the core is possible.

The respondents contended al so that D8 di scl oses a
ventilated filter made of the sane materials as the
filter according to the invention and that the range
from130 MM WG to 195 nmm WG described in aim1l
shoul d be considered as anticipated by D38 since, after
havi ng described a RTD of 126 mm WG for a specific
enbodi nent, D8 specifies that the pressure drop can be
remar kabl y hi gher.

They argued further that, a linear relationship

exi sting between the length of a filter tip and its
resi stance-to-draw, the extrapol ation of the val ues
given in D8 for a tipping length of 25 nmto a tipping
| ength of 32 mm described in the opposed patent woul d
| ead the skilled person to envisage a pressure drop of
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about 161 M WG i.e. a value conprised in the range
claimed in Caiml.

They contended al so that the specific values of 1.6
deni er per filanment and a total denier of 70,000

di sclosed in D8 for the material of the central core
result in a RTD which is within the range specified in
Claim1l of the opposed patent.

Oral proceedi ngs took place on 22 February 1999.

The appellant filed a new Claiml as a basis for a new
mai n request and nmaintained his auxiliary request filed
wth letter of 22 January 1999.

In reply to an objection of the respondents concerning
clarity of the new Claim1l as regards the perneability
of the outer plug wap (22, 42), the appellant pointed
out that the provision of holes in the tipping inplies
necessarily that any plug wap be perneable to air to
al | ow adm ssion of air into the peripheral |ayer.

Respondent 02 considered the disclosure of D8 as the

cl osest to the invention. In his opinion, the RTD val ue
of 120 mm WG di scl osed in D8 should be considered as
bei ng "about 130 M WG' as clained in Caiml

Respondent 02 argued al so that, by describing that a
radial flow of snoke or air between the core and the
surroundi ng | ayer "may be prevented" (see D3: page 7,
2nd paragraph) and that the core may have a snoke-

I npermeabl e wapper "if desired" (see D8: page 9,
lines 22 to 34), D8 teaches the skilled person two
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alternatives i.e. filter plugs with or w thout an
I nper meabl e separation between the core and the
peri pheral | ayer.

Respondent 02 was therefore of the opinion that the
subject-matter of the new Claiml was conpletely
antici pated by the disclosure of D8.

Respondents 01 and 02 consi dered respectively the state
of the art described in D1 and in D8 as the cl osest to
t he invention.

Respondent 01 argued in particular that, since the RTD
of a filter plug depends on the tipping length, it was
obvious for the skilled person to arrive at the

i nvention when starting from D1.

Respondent 02 al so pointed out that in page 7, lines 1
to 12 and page 10, lines 1 to 20, D8 gives the skilled
person the instruction of using a "Transorb" rod of
bonded cel |l ul ose acetate filanments as core material,
said "Transorb" material having, according to
respondent 02, the sanme properties as the core materi al
of the plug clained in Caim1l.

At the end of the oral proceedings, the appell ant
requested that the decision under appeal be set aside
and that the patent be maintained either on the basis
of the docunments filed during the oral proceedings
(main request) or, auxiliary, on the basis of Cdaiml
filed with letter dated 22 January 1999.

Bot h respondents requested that the appeal be
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di sm ssed.

V. Caim1 of the main request reads as follows:

"A snoking filter conprising a filter plug (12, 31, 52,
62) having a central core (21, 40, 54, 64) of a first
filter material and a peripheral |ayer (20, 41, 55, 65)
of a second filter material surrounding the said
central core and a tipping (14) around the periphera

| ayer, one of the said first and second materials being
a fibrous tow and the other of said first and second
materials being a gathered corrugated web material, the
ti ppi ng having hol es (15) therethrough for the

adm ssion of air into the peripheral |ayer, the said
filter plug having a resistance-to-draw of between
about 130mm W G and about 195mMm W G, the said centra
core having a resistance-to-draw of between about 285nmm
WG and about 450mm WG and the central core being

wr apped in a porous plug wap (23, 43) to permt
passage of snoke between the peripheral |ayer and the
central core.”

Reasons for the Deci sion

1. Adm ssibility

The appeal is adm ssible.

2. Mai n request

2.1 Modi fications of Aaiml (Article 123 EPC).

0689. D Y A
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Conmpared to Caiml as granted (see page 5 of the
patent specification), new Caim1l on file differs
t herefrom according to the foll ow ng

- the follow ng phrase: "and a tipping (14) around
the peripheral |ayer" has been incorporated
bet ween the words "core" and "one" of respectively
lines 48 and 49 of Claim1l as granted,

- the foll owi ng phrase: "the tipping having hol es
(15) therethrough for the adm ssion of air into
the peripheral layer" has been incorporated in
line 50 of Caim1l as granted between the word
"material" and the expression "characterised in
t hat" which has been del et ed,

A support for these additional characteristics can be
found in the application as originally filed, in

page 5, line 5; page 6, line 18; page 7, lines 16, 17;
page 8, line 15, 16; in Caim28 and in Figures 1, 3, 5
and 6).

- t he anmbi guous term"filter” in line 50 of Caim1l
as granted has been replaced by the nore explicit
expression: "filter plug". This specifies clearly
that, when the snoking filter is a dual filter
made up of two abutting filter segnents (see the
third enbodi mnent represented on Figure 5), the
cl ai mred RTD range of between 130 mm WG and about
195 mm WG concerns the RTD concentric filter
segnent al one and not the conplete snoking filter
conposed of the two filter segnents.
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- also at the end of aim1l as granted the
foll ow ng passage has been added:

and the central core being wapped in a porous
plug wap (23, 43) to permt passage of snoke
bet ween the peripheral |ayer and the central
core."

A counterpart can also be found in the application as
originally filed in page 5, fromline 13 to 26; page 6,
lines 27, 28; in Clains 12 and 13 and in Figures 2 and
4.

Since all these anendnents contribute to clarify
Claim1 and reduce the protection conferred, no

obj ection can be made in application of Article 123
EPC.

Interpretation of Claiml

In the light of the description of the originally filed
application, the follow ng phrase:

"passage of snoke between the peripheral |ayer and the
central core"

newy incorporated at the end of Claim1 should be
interpreted as referring to the transfer of snoke in
the radial direction of the filter plug i.e. fromthe
| ayer to the core and vice-versa (see the application
as filed: page 5, lines 25, 26) and not in the

| ongi tudinal direction along the interface between
peri pheral |ayer 20 and the core since, according to
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the invention, "channelling” should be prevented (see
the application as filed: page 5, lines 26 to 29).

Novelty (Article 54 EPC)

When exam ning novelty it should be borne in mnd that
a clained subject-matter would | ack novelty only if it
were derivable as a whole directly and unanbi guously
fromone docunent and that it is not justified
arbitrarily to isolate parts of a prior art docunent
fromtheir context in order to derive therefroma
techni cal information which would be distinct fromthe
i ntegral teaching of the docunent.

Al t hough D1 does not nention a tipping for the

di scl osed snoking filter, the provision of such a
tipping is considered as inplicit. However, no

i ndi cation can be found in D1 that said tipping should
permt adm ssion of air into the peripheral |ayer.
Moreover, in D1, no RTDis specified for the centra
core of the filter plug and the only pressure drop
values (90 and 36 nm WG ) given respectively in
colum 1, line 43 and in colum 5, lines 36, 53 and 54,
concern the plug as a whole and are clearly outside the
RTD range clainmed in Caiml.

Al so D1 does not teach the skilled person to wap the
central core in a porous wap and nothing suggests to
all ow t he passage of snoke between the peripheral |ayer
and the central core, all the nore since it is
contenplated to plasticize or to apply an adhesive on
the surfaces in contact of the concentric tow and web
of the filter plug (see D1: fromcolum 2, line 72 to
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colum 3, line 20).

Regardi ng now the snoke filter plug of D8, the
filtering material is concentrated in a periphera

| ayer (22) surrounding a core (20) which is made of a
fl ow obstructing naterial (see D8: from page 4, |line 22
to page 5, line 4 and page 7, line 1 to 6).

The core of the filter plug according to D8 therefore
cannot be considered as being nmade of a "filter

material or nmedium' in the neaning of the invention,
i.e. a mterial perneable to snoke and having filtering
properties.

Al so, the highest RTD value of 126mm WG di scl osed in D8
(see Table 4) for the filter tip alone |ies under the
lower Iimt (130mm W5 of the range clained in Claiml
and nothing indicates w thout any doubt that such a

val ue can be consi dered as being "about 130 mMm WG' as
cl ai med.

As regards the RTD of the central core itself, D8 does
not give any indication since the pressure drops
referred to frompage 15, line 26 to page 16, line 5 of
D8 and whi ch can be nuch higher than 120 mm WG are the
overall pressure drops of the conplete cigarette
(tobacco rod and filter tip) and not of the centra
core of concentric filter plugs.

It should al so be noted that when, in D8, it is

envi saged to wap the core in a wap or sleeve, said
wrap or sleeve should be non-porous or inperneable in
order to prevent a radial flow of snoke between the
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core and the filtering material (see D8: page 7,
lines 14 to 20), contrarily to the |last feature of
Caiml.

Therefore, all the abovenentioned differences show
clearly that the subject-matter of Cdaim1l is not
derivable as a whole directly and unanbi guously from
either D1 or D8 and that it nust be considered as new
in the neaning of Article 54 EPC.

The cl osest state of the art

Anong the two nost relevant prior art docunents D1 and
D8 cited by the respondents, the Board considers that
the teaching of D1 is the closest to the invention
because the approach of filtering according to D1
appears to be al nbst the sane as according to the

i nvention, i.e. to balance the nechanical efficiency
bet ween the core and the peripheral |ayer to provide
simul taneously a high efficiency as well as acceptable
taste and RTD.

On the contrary to the invention, the function of the
core of the filter according to D8 is not to
participate to filtering but contrarily to restrict the
cross-sectional area of the filtering material in order
to reduce the nmechanical efficiency of the filter (see
D8. for exanple page 6, lines 8 to 13).

As already stated above in section 2.3, the subject-
matter of Claiml differs fromthe state of the art
according to D1 in that a perforated tipping is
provided, the lowest limt (130 mMmm W5 of the clained
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range is far above the described values of RTD of the
concentric filter plug (36 and 90 mMm W5, a RTD val ue
is indicated for the core, a wap is provided around
said core and the transfer of snoke between the

peri pheral |ayer and the core is contenpl ated.

Pr obl em and sol uti on

When taking into account the aforenentioned differences
(see section 2.4, |ast paragraph), the problem as
determ ned objectively appears to be to inprove the
efficiency and taste of the filter according to D1, as
well as its other aesthetic inpacts (see for exanple

t he opposed patent: page 2, lines 46 and 47 and page 5,
i nes 42 and 43).

The Board is satisfied that the conbined effects of
ventilation of the peripheral |ayer, the transfer of
snoke between said | ayer and the core together with the
presel ected RTD values for the plug and the core as
described in Caim1 bring effectively a solution to
sai d problem
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I nventive step (Article 56 EPC)

The object of D1 is mainly to avoid the di sadvant age of
the nmultiple assenbling operation of conponents
required for usual non-ventilated filter tips having a
relatively high snoke efficiency and an acceptabl e
taste (see D1, colum 1, lines 44 to 52) whereas the
object of D8 is mainly to increase the inportance of
the effect of air dilution with respect to nechanica
filtration in the efficiency of a filter, i.e. a

conpl etely different purpose. Mreover, conpared to the
teaching of D1, D8 teaches a conpletely different
approach of filtering as already stated above in the
two first paragraphs of section 2.4.

Therefore, when the skilled person starts fromthe
filter plug of D1 which is not ventilated with the aim
of inproving its efficiency, taste and ot her

aesthetics, he has a priori no reason to consult D8 the
teaching of which is mainly orientated towards
increasing air dilution to the prejudice of filtration.

Assum ng neverthel ess that the skilled person would
apply the teaching of D8 to the filter plug of D1, he
woul d be inclined to increase the density and the RTD
of the core so that it would be inperneable or of a
very |low perneability to snoke i.e. to a |l evel nuch
hi gher than the upper limt (450 nm W5 of the RTD
range clainmed in Caim1l. Al so, when deciding to wap
the core of the filter plug of DL in a wap or sleeve
or skin according to the teaching of D8 (see D8:

page 7, lines 14 to 20), the skilled person would use
an i nper neabl e envel ope and not a porous w apper
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all ow ng the passage of snoke between the outer |ayer
and the core as clained in daiml.

The cal cul ati ons suggested by the respondents, which
are supposed to |ead the skilled person in an obvious
manner to the clai ned subject-matter, cannot change the
above reasoni ng since they appear to be based on an ex-
post facto analysis. Not only was there prim facie no
reason for the skilled person to increase the pressure
drop of 90 mm WG considered in D1 as a comercially
accept abl e pressure drop, but also such an increase in
a cigarette according to D1 would lead to an

I nappropri ate snoke renoval efficiency due to the
l'inear relationship between pressure drop and snoke
renoval efficiency suggested in Dl. Furthernore, even

i f these cal cul ati ons coul d suggest a pressure drop for
the whole filter, they do not |ead the skilled person
to the other differences between the subject-matter of
Caim1l and the state of the art according to DI.

For the foregoing reasons, the Board considers that to
inmprove the filter plug of D1 according to the teaching
of aim1l does not follow plainly and logically from
the cited prior art and that the reasons stated by the
respondents did not prejudice the maintenance of the
patent in the anended version of the main request filed
at the oral proceedings.

Auxi | i ary request
Since the board has acknow edged the nain request as

all onabl e, there is no need to consider the appellant’s
auxi |l iary request.
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent in the follow ng version

d ai ns: 1 to 21,

Descri ption: pages 2 to 5,

Fi gures: l1to 6,

all docunents filed during the oral proceedi ngs.

The Regi strar: The Chai r man:

N. Maslin C. Andries
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