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Summary of Facts and Submn ssions

The appellant is proprietor of European patent

No. 0 424 667 which was granted with 9 clains in
response to European patent application

No. 90 118 072.9. Caim1l of the patent as granted was
wor ded as foll ows:

"A salt sterilized by radioactive radiation, eg gamma
irradiation and/or beta irradiation, of the type which
obt ai ns discoloration on irradiation, characterized in
that its original colour is wholly or partly restored
by neans of heat or recrystallization in a wholly
sterile environnent."

1. The respondent filed notice of opposition requesting
revocation in full of the European patent under
Article 100(a) EPC on the grounds of |ack of novelty
and i nventive step and under Article 100(b) EPC on the
ground of insufficiency of disclosure.

O the nunerous docunents cited by the respondent
during the first-instance opposition and subsequent
appeal proceedi ngs against the patentability of the
cl ai med subject-matter in the patent in suit, the
following remain relevant to the present decision:

(2) H. Kaschenz, "Strahl enphysikalische Beei nfl ussung
des Sal zgestei ns bei der Lagerung hochradi oakti ver
Abfalle in Sal zformati onen”, published in
Ker nenergi e, Zeitschrift fur Kernforschung und
Ker nt echni k, 20. Jahrgang 1977, pages 35-38

(3) EP-A-0 278 100

1328.D Y A
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(5) Ronpps Chem e- Lexi kon, 7. Auflage, 1974,
page 2277, entry: "Natriumhydrogencarbonat™

(9) Fachl exi kon ABC Physi k, 1974, pages 324 to 325,
entry: "Eigenfehlstellen"; pages 450 to 452,
entry: "Farbzentrunt

(10) Ronpp Lexi kon Bi ot echnol ogi e, 1992, page 729,
entry: "Sterilisation”

(11) Ul manns Encycl opadi e der techni schen Chem e,
1960, Band 12, pages 653 to 654

(12) Karl A. Hof mann, Anorgani sche Chem e, Friedrich
Vi eweg & Sohn, Braunschwei g 1963, page 437

After considering the grounds for opposition, the
opposi tion division revoked the European patent

pursuant to Article 102(1) EPC at the concl usion of the
oral proceedings. The decision to revoke the patent was
based on an anended set of five clains.

The stated ground for the revocation of the patent was
| ack of inventive step under Article 100(a) EPC in
conjunction with Article 56 EPC of both the product
according to claim1 and the process according to
claim 3.

In its decision the opposition division considered that
the disclosure of the clained invention in the patent
in suit provided sufficiently clear and conplete
technical information and instructions enabling a
person skilled in the art to determ ne w thout undue
burden a suitable range of tenperature and, dependent
thereon, an appropriate tine period required for the
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heat treatnment so as to restore the original colour of
sterile sodi um hydrogen carbonate salts discol oured
during sterilisation by radioactive radiation.
Consequently, the opposition division found in the
opponent's subm ssions no basis for an objection under
Article 83 EPC and accordingly no ground for opposition
under Article 100(b) EPC

Regardi ng the respondent's objection to |ack of
novelty, the opposition division concluded that the
state of the art according to (3) which was cited
agai nst the novelty of claim1l did not disclose or in
any other way refer to sterile white sodi um hydrogen
carbonate and was accordingly not prejudicial to the
novelty of the attacked claim

As to inventive step, the opposition division
considered citation (3) to formthe cl osest state of
the art, since (3) already referred to the
sterilization of sodium bicarbonate material by neans
of ganmma radi ation. Further, in the opposition
division's decision it was recalled that, according to
the appellant's own subm ssions, the discol ouration of
sodi um bi carbonate salts during sterilization by

radi oactive radiation was |ikew se already known at the
priority date of the patent in suit.

Wth reference to citations (2) and (9) , the decision
went on to state that high energy irradiation, eg ganma
irradiation, of crystals, such as, for exanple, alkal
nmetal halide salts, was known to create electronic
defects in the crystal lattice through el ectron

di spl acenent reactions, and consequently, to result in
rapi d discol ouration of such salt crystals. The cited
docunents referred, however, also to the possibility of
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restoring the original colour of the irradi ated crystal
salts by subjecting themto heat treatnent at various,
I n nost cases relatively narrow ranges of tenperature,
depending, inter alia, on the nobility of the
particular lattice defect. Al though citations (2)

and (9) were specifically concerned with alkali neta
hal i des, the opposition division considered it would
have been obvious to the skilled person to apply the
above-nenti oned technical teaching of (2) and (9) also
to the solution of the problemof restoring the
original colour of sterile sodium bicarbonate salts

di scol oured during sterilization by radioactive

radi ati on.

In this context, the opposition division argued that
the proprietor's considerations as to the potentia

t heoretical background for the discolouration of sodium
hydr ogen carbonate by radi oactive radi ati on, such as
the alleged formation of a certain type of CO’ radical
ions, were entirely irrelevant to the assessnent of

i nventive step in the present case. Mreover, the
opposition division denied the existence of an all eged
prejudice in the state of the art against the exposure
of di scol oured sodi um bi carbonate to heat treatnent
exceeding its normal deconposition tenperature, since
the skilled person woul d have been aware of suitable
means and net hods to avoi d such undesired deconposition
reactions.

The appel | ant | odged an appeal agai nst the decision of
the opposition division and filed together with the
statenment of the grounds of appeal a new main request
and two auxiliary requests to replace all previously
filed requests. The nmain request consists of five
clainms reading as foll ows:
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A salt consisting of sodium hydrogen carbonate
sterilized by radioactive radi ation, eg gamma
irradiation and/or beta irradiation, of the type
whi ch obtains a discolouration on irradiation,
characterized in that its original colour is
wholly or partly restored by neans of heat in a
whol |y sterile environnent.

A salt in accordance with claim 1, characterized
in that its original colour is restored by nmeans
of heat during a tinme period depending on the
tenperature and | ong enough to restore the
original colour at |east partly.

A nethod for restoring the original colour of a
salt consisting of sodi um hydrogen carbonate
sterilised by radioactive radiation of the type
whi ch obtains discol ouration on irradiation,
characterized in that it is carried out with the
hel p of heating during a tine period dependi ng on
the tenperature and | ong enough to restore the
original colour at |east partly.

A nethod in accordance with claim3, characterized
in that tenperature and duration of treatnment are
sel ected according to the follow ng rel ati ons:

a) one day at 65°C resulting in a dimnishing
di scol our ati on,

b) three days at 75°C resulting in a natural -
col oured substantially white powder,

Cc) one day at 85°C resulting in a natural -
col oured substantially white powder,
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d) six hours at 95°C resulting in a natural -
col oured substantially white powder,

e) three hours at 105°C resulting in a natural -
col oured substantially white powder.

5. A nmethod in accordance with claim3 or 4,
characterized in that duration and tenperature are
sel ected i ndependently of the dose of radiation
whi ch may be, for exanple, 25 kGY or 50 kGy."

The first auxiliary request |ikew se consists of five
clains, claim1l1 reading as follows:

"1l. A salt consisting of sodium hydrogen carbonate
sterilized by radioactive radiation, eg gama
irradiation and/or beta irradiation, of the type
whi ch obtains a discolouration on irradiation,
characterized in that its original colour is
whol Iy restored by neans of heat in a wholly
sterile environnent."

Clains 2 to 5 are identical with clains 2 to 5 in the
above mai n request.

The second auxiliary request consists of process
claimse 3 to 5 (renunbered as clainms 1 to 3) in the
above mai n request.

In addition, the statenent of the grounds of appeal was
acconpani ed by the follow ng publication:

(13) R W Hol nberg, "ESR Study of Gamma-irradi ated
Single Crystals of Potassium Bi carbonate at 77°K"
published in J. Chem Physics, vol. 55, no. 4,
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August 1971, 1730-1735.

Oral proceedings were held on 26 April 2002 in the
absence of the appellant. It had inforned the Ofice in
advance that it would not be represented at the
hearing. At the oral proceedings, the requests nade by
the appellant in witing in the statenent of grounds of
t he appeal were considered.

In its subm ssions presented in the statenent setting
out the grounds of appeal, the appellant essentially
contended that the opposition division comritted a
substanti al procedural violation when it refused to
accept any further requests presented by the appell ant
during the oral proceedings before it and required the
appel | ant to choose between (a) revocation of the
patent in suit on the ground of |ack of novelty on the
basis of the clains submtted in the witten procedure
or (b) agreenent to the clains formng the basis for

t he deci sion under appeal as constituting the
appel l ant's sol e adm ssi bl e request for anmendnent.

According to the appellant, the instruction in claiml
of the main and first auxiliary requests and |ikew se
in the patent specification to the effect that sodi um
hydr ogen carbonate salts are to be subjected to
sterilization and heat treatnent for restoring their
original colour in a "wholly sterile environment” was
sufficiently clear and conplete for it to enable a
person skilled in the art to carry out the clained
invention in practice, thereby arriving at a salt which
was sterile and the original colour of which was wholly
or partly restored. As it was thus sufficient for the
adequat e performance of the clained invention to
conduct sterilization and heat treatnent of the
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di scol oured sodi um bi carbonate in a wholly sterile
environnent, there was no basis for the respondent's
specul ati ve considerations as to whether or not a

cl osed vessel should be used for this.

As to novelty the appellant argued that exposing sodi um
hydr ogen carbonate to radi oactive radi ati on caused

di scol ouration of the salt up to the point of col our
saturation, long before the salt had received a
sufficient dose of radiation required for

sterilization. In contrast thereto, the clainms in the
present requests required that the original col our of
sodi um hydrogen carbonate be at |east partly restored
or, differently expressed, that its degree of

di scolouration |ie sonmewhere between its point of
colour saturation and its white original colour. In the
absence of any prior art disclosing sodi um hydrogen
carbonate salts showi ng a degree of discolouration

| yi ng between the above-nentioned limts, the clained
salt in the patent in suit was undoubtedly novel.

Publ i cation (13) indicated that potassium bicarbonate,
when exposed to radioactive radiation at 77°K, forned a
vari ety of radicals and one of these radicals, which
was conparatively stable at roomtenperature, had been
identified as being simlar to the CO radical anion

Al t hough (13) did not indicate anything about the
colour of the salt or crystals, when this particul ar
radi cal was observed in a single crystal of KHCO,; , one
coul d neverthel ess assune that this type of radical was
possibly at |east partly responsible for the pink

col our observed in radioactively irradiated sodi um

bi carbonate. As one could further assunme that sodi um

bi car bonat e behaved upon irradi ati on approximately in

t he sane manner as potassi um bi carbonate and radical s
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had in general an increased tendency to undergo
reactions, this could possibly explain the appellant's
unexpected finding that nuch | ower tenperatures were
necessary for restoring the original col our of

radi oactively irradi ated sodi um hydrogen carbonate than
those reported in the state of the art for the

decol ouration of irradiated sodi um chl ori de.

The skilled person, faced wth the problemto restore
the original colour of sodium hydrogen carbonate, woul d
have known that tenperatures close to 300°C were
necessary for bl eaching sodiumchloride. As could be
derived fromthe disclosure of citation (5), sodium

bi carbonate salts, when heated to a tenperature of nore
than 65°C, were prone to rel easing carbon dioxi de and
wat er and under goi ng deconposition into sodi um
carbonate. Consequently, there existed a genera
prejudice in the state of the art against heating

sodi um bi car bonat e above its nornal deconposition

t enper at ure.

Inits witten subm ssions and during oral proceedings
before the board the respondent argued essentially as
fol | ows:

The requi renent of nmaintaining a "wholly sterile
environnent"” was disclosed in the application as filed
only in the context of the process for restoring the
ori gi nal col our of sodium hydrogen carbonate by a
recrystallization process. The introduction of this
procedural requirenent in claiml1l of the present main
and first auxiliary requests relating to heat treatnent
for restoring the original colour was therefore a clear
contravention of Article 123(2) EPC
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The patent in suit stated in its introductory portion
that attenpts nade in the prior art to guarantee
absolute sterility in the context of providing sterile
sodi um hydrogen carbonate salts for nedical purposes
were generally unsuccessful. In spite of this, the
appel l ant had repeatedly and clearly indicated that
mai nt enance of a wholly sterile environnent during
sterilisation and heat treatnment of the salt was an

i ndi spensabl e procedural feature for the proper
function of the clained invention. There was no
enabl i ng di scl osure anywhere in the patent in suit as
to how a wholly sterile environnent could be achieved
or mai ntai ned. Modreover, citation (10) provided
appropriate evidence that this desideratumwas, in
principle, technically neither realisable nor
verifiable. Consequently, the patent in suit did not
satisfy the requirenent for sufficiency of disclosure
| aid down in Article 83 EPC

The opposition division was correct in its finding that
sodi um hydrogen carbonate, which was discol oured during
radi oactive irradiation, was known in the state of the
art. Despite having undertaken to do so in the
statenment of the grounds of appeal, the appellant had
failed to provide conparative evidence to prove its

all egation that a distinct and verifiable difference
exi sted between a sodi um bi carbonate salt discol oured
by radi oactive radiation up to the point of col our
saturation and one the original colour of which had
been partly restored by heat treatnent. The subject-
matter of the product clains was therefore no | onger
novel .

The appellant's ex post facto attenpt to create a
prej udi ce agai nst the application of heat to sodi um
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hydr ogen carbonate for restoring its original colour
was based on deliberately disregardi ng fundanent al

pi eces of common basic know edge in the state of the
art, as represented, for exanple, by citations (10)
to (12).

On the contrary, the skilled person, faced with the
probl em of providing a nethod for bleaching sodi um
hydr ogen car bonate di scol oured by radi oactive radi ation
found hinself in a so-called "one-way-street"”
situation. The state of the art pointed the skilled
person clearly and directly towards the use of heat
treatnment for solving the problemof restoring the
origi nal col our of sodium hydrogen carbonate

di scol oured by radi oactive radiation. The proposed
solution to this problemin the patent in suit was
entirely anal ogous to the known application of heat to
a variety of other salts discoloured by radioactive
irradiation, eg sodiumchloride, in order to solve the
same or a simlar problem nanmely to restore their
original colour. As it was already known that electron
lattice defects in different salts can be renedi ed by
way of heat at different tenperatures, determ nation of
suitable tenperatures and tine periods for the

decol ouration of sodi um hydrogen carbonate was a natter
of routine for the skilled person. The cl ai ned subj ect -
matter in the patent in suit was therefore devoid of

i nventive step

The appel l ant requested in witing that the decision
under appeal be set aside and that the patent be

mai ntai ned in amended formeither on the basis of the
sets of clains in the main request or in one of the
first or second auxiliary requests, all submtted
together with the statenent of the grounds of appeal.
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It requested further that the appeal fee be reinbursed.

The respondent requested that the appeal be dism ssed.

Reasons for the Decision

1

The appeal is adm ssible.

Main request, first auxiliary request: claiml

2.1

2.2

1328.D

In its subm ssions presented in witing and during ora
proceedi ngs, the respondent objected, inter alia, under
Articles 123(2) and 83 EPC, to the present version
product claiml1l in the main and first auxiliary
requests. Mre detailed grounds for the respondent's
objections in this respect are set forth in paragraph
VIl above.

As is apparent from paragraph |V above, claiml as it
now stands in the aforesaid requests is drafted in the
formof a "product-by-process” claim The product of
claiml is designhated as "a salt consisting of sodi um
hydr ogen carbonate sterilized by radi oactive

radi ation". This product is characterized in the
characterizing portion of claiml solely in "that its
original colour is wholly or partially restored by
nmeans of heat in a wholly sterile environnent”.

The characterizing portion of product claiml in the
application as filed nerely required that the origina
colour of the irradiated salt be wholly or partially
restored.

The originally filed i ndependent process claim4
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related to "a nethod for restoring the original colour
of a salt sterilised by radioactive radiation of the
type which obtains discolouration on irradiation,
characterized in that it is carried out wwth the help
of heating".

The board is aware that the application as filed stated
on page 3, lines 22 to 23, that "alternatively the

di scol ouration can be elim nated by neans of
recrystallization with the help of sterile water". It
is also aware that the originally filed i ndependent
process claim8 stipulated that the nethod for
restoring the original colour of a salt sterilized by
radi oactive radiation should "take place with the help
of recrystallization in a wholly sterile environnent."

Nowhere in the application as filed, however, is
reference made, either explicitly or inplicitly, to a
salt consisting of hydrogen carbonate di scol oured
during sterilization by radi oactive radiation, the
original colour of which was wholly or partly restored
by nmeans of heat in a sterile environnent, let alone in

a wholly sterile environnent.

Nor is there any explicit or inplicit disclosure of
sui t abl e means and net hods whi ch woul d have enabl ed the
skilled person at the filing date of the patent in suit
to create a wholly sterile environnment. This, however,
woul d be a prerequisite to enable the original colour
of the salt to be restored by neans of heat in such an
environnent. It would be i medi ately apparent to the
skilled person that the particular properties, for
exanpl e the degree of sterility, of the product of
claim1l would be different dependi ng on whet her the
heat treatnent to restore the original colour of the
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claimed salt was carried out in a wholly sterile
envi ronnent or not.

In view of the foregoing, the board unhesitatingly
concurs with the respondent's objections under
Articles 123(2) and 83 EPC to the clained invention in
claiml1l in the main and first auxiliary requests.

Since product claiml in both the main and the first
auxiliary requests nust fail for the reasons given in
the foregoing points, the board sees no need for a
deci sion on the respondent’'s further objections to the
validity of this claim

Mai n request, first auxiliary request: claim3; second

auxiliary request: claiml

1328.D

As i s apparent from paragraph IV above, claim3 in the
mai n request and first auxiliary request is drafted as
an i ndependent process claimwhich contains no
reference at all to either of the precedi ng product
clainms and which is identical in wording with claim1
in the second auxiliary request. The patentability of
this claimhas therefore to be assessed i ndependently
fromany other clains in the requests now on file.

The i ndependent process clainms which are identical in
wording in all three requests on file are hereinafter
referred to as "the claint.

The claimrelates to a nethod for restoring the
origi nal col our of sodium hydrogen carbonate

di scol oured during sterilization by radioactive
radi ati on (see paragraph |V above).
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The respondent objected to this claim inter alia,
under Article 84 EPC. Although the board woul d agree
that the wording of the claimgives rise to a serious
probl em of |ack of clarity, such an objection cannot be
raised in the present proceedi ngs because

Article 102(3) EPC does not allow objections to be
based upon Article 84 EPC if they do not arise out of
t he amendnents nmade to the patent as granted

(see T 301/87, QJ EPO 1990, 335). In the present case,
the wording of the claimis identical in every aspect
with that of the correspondi ng i ndependent process
claim4 as granted, with the sole exception that the
salt the original colour of which is to be restored by
the clained nethod is now limted to sodi um hydrogen
carbonate. However, the proposed limtation in itself
does not pose a problemof clarity and does not,
therefore, give rise to any objection under Article 84
EPC

Novelty of the clained process was not at issue in the
present case. Since none of the citations available to
the board fromthe proceedi ngs before the EPO discl oses
a method for restoring the original colour of sodium
hydr ogen carbonate di scol oured during sterilization by
radi oactive radiation as defined in the claim the
clainmed nethod is deened to be novel within the neaning
of Article 54(1) EPC

The sterilization of sodi um hydrogen carbonate by neans
of radioactive radiation such as gamma radi ati on was

al ready known in the state of the art (see (3),
especially page 10, lines 7 to 9). As has been adnmtted
by the appellant itself during the proceedi ngs before
the opposition division (see facsimle dated 28
Decenber 1996 and conformation letter filed on 3
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January 1997, page 3, paragraph 7), it was |ikew se
known at the priority date of the patent in suit that
sodi um bi carbonate salts are discol oured during
sterilization by radi oactive radiation.

Starting fromthe prior art referred to in point 5
above as representing the closest state of the art, the
problemto be solved by the claimis to be seen as that
of providing a process or nmethod for restoring at |east
partly the original colour of sodium hydrogen carbonate
followng its discolouration during sterilization by
means of radioactive radiation, eg ganma irradiation.
Wth reference to the observations in points 2.2 to 2.4
above, the board considers it appropriate and necessary
to enphasise that neither the claimnor the description
contai ns any technical feature or teaching reflecting
the requirenment of maintaining the sterility of

radi oactively irradi ated sodi um hydrogen carbonate at

| east to a certain degree during heat treatnent to
restore its original colour. Consequently, the

requi renent of maintaining sterility during heat
treatnent cannot formpart of the objective problemto
be sol ved by the nethod defined in the claim

The solution to the stated problemessentially

conprises subjecting sodi um hydrogen car bonate

di scol oured by radi oactive radiation to a heat

treatnment during a tinme period depending on the
tenperature used and | ong enough to restore its
original colour at |east partly.

On the basis of the skilled person's technica

know edge as set out, for exanple, in citations (2)
and (9) and in the absence of any reasoned argunent or
evidence to the contrary, the board has no reason to
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doubt that the probl em has been plausibly solved. Since
this was not contested, there is no need to give
further details.

It still remains to be exam ned whether the
subject-matter of the claiminvolves an inventive step
with regard to the teaching of the cited docunents.

The skilled practitioner seeking a solution to the
stated problemin the prior art woul d have been aware,
inter alia, of citation (9). This citation is a
standard handbook ("Fachl exi kon") in physics and
provides to the skilled person the general conmon
teaching that irradiation of crystals with ionizing
radi ati on, eg gamra rays, causes ionization reactions
in the crystal resulting in the formation of an equa
nunber, ie a pair, of electrons and defect el ectrons,
thereby creating electronic defects in the crystal
lattice (f-centres). This leads to a rapid increase of
di scol ouration of the crystal up to the point of col our
saturation. The cited docunent goes on to state that
irradiation with ionizing radiati on does not alter the
stoichionetric conposition of the crystals. Wen the
tenperature of the crystal is raised above that at
which a particular pair of electrons is fornmed, the

def ects becone unstable or nobile. As the nunber of

el ectrons formed during irradiation and the nunber of
defect electrons are equal, these electrons will then
easily reconbi ne when the tenperature of the crystal is
rai sed above that at which a particul ar set of

el ectronic defects is forned, to restore the crystal to
its pre-irradiation condition and, accordingly, to
restore its original colour
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This mechanismis said in (9) to be the reason why the
di scol ouration caused by irradiation is |ess stable
than the so-called additive discolouration (see (9),
especially Chapter 2: "Discolouration on Irradiation
with lonizing Radi ati on, page 451 to 452).

In the board's view, citation (9) contains a clear
suggestion to rely on heat treatnent for restoring the
original colour of sodium bi carbonate discol oured by
radi oactive irradiation. Apart fromthe fact that the
above general common teaching is shown in (9) to be
clearly applicable for all kinds of crystals, the
appel lant failed to provide appropriate evidence or a
reasoned explanation as to why the skilled person
shoul d have expected crystals of sodi um hydrogen
carbonate to behave differently under irradiation with
radi oactive radiati on and subsequent exposure of the
crystal to a heating procedure.

In particular, the appellant has failed to persuade the
board with its nmere assunption that the pink col our of
sodi um hydr ogen carbonate, when exposed to radioactive
radi ati on, woul d possibly be attributed by a skilled
person, at |east partly, to the formation of CO,-radica
anions rather than to electronic defects (f-centres) in
the crystal lattice. Publication (13), on which the
appel lant relies in support of its assunption,

di scl oses that one of the five radicals observed in

el ectron spin resonance (ESR) studies of potassium

bi carbonate grew i n when a sanple of potassium

bi carbonate was ganma-irradi ated at 77°K and the sanpl e
warmed to roomtenperature. In this context (13) states
that this or a simlar radical was also observed in
roomtenperature irradiated KHCO,; and that it had

g values and ** C hyperfine structure very simlar to
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those of CO, (see especially page 1734, right-hand
columm, radical E)

According to (13), the above-nentioned radi cal was
observed solely in potassi um hydrogen carbonate and
under the specific conditions and in the absolute
environnent required for ESR studies. The notiona
skill ed person would, however, know that such a radica
woul d neither be detectable nor stable in the regul ar
at nosphere surroundi ng sodi um hydrogen carbonate duri ng
irradiation at roomtenperature and essentially

consi sting of vapour (H,O and CO,. Thus, in view of the
fact that (a) a radical simlar to CO° could only be
observed in (13) under the particular conditions and
envi ronnment used in ESR studies of a single crystal of
pot assi um bi carbonate and that (b) such a radical would
not be considered by the skilled person to be stable
over a reasonable period of tinme under the conditions
and in the environnent used in the clained nethod in
the patent in suit relating to sodi um bi carbonate, the
scientific teaching of (13) is clearly based on, and
limted to, the special prem ses of ESR-studies in
gamma irradi ated single crystals of KHCO,.

Consequently, the scientific study reported in (13), in
the board' s judgnent, provides no sound basis, |et

al one any convi nci ng evidence, to support the nere
assunption that discolouration of radioactively

i rradi ated sodi um hydrogen carbonate m ght origi nate at
| east partly fromthe formation of a specific type of a
radi cal anion rather than fromthe formation of

el ectronic defects in the crystal lattice. Only the
latter is a well-established physical phenonenon known
to result fromhigh energy irradiation in all types of
crystals.
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Mor eover, raising the tenperature of the crystal would
in any case result in reconbination of the charge
carriers, thereby restoring the perfect crystal inits
original colour, irrespective of whether discolouration
of sodi um hydrogen carbonate was caused by the
formation of radical anions or lattice defects. The
guestion of the exact nechanisminvolved in the

di scol ouration would therefore be entirely irrel evant
to the assessnment of inventive step in the present

case.

The appel |l ant's observation that sodi um hydrogen
carbonate salts are prone to undergo bl eaching and
decol ouration at tenperatures in the range of from65°C
to 105°C, whereas tenperatures close to 300°C woul d be
required for bl eaching sodium chloride, cannot
substantiate an inventive step either. Apart fromthe
fact that the claimcontains no technical feature
relating to the particular tenperature and tine period
required for, or actually applied to, bleaching or

decol ourati on of sodi um bi carbonate in the clained

nmet hod, the skilled person would know, for exanple,
fromthe teaching of (9) that lattice defects in
different crystals are renedi ed by heat treatnent at
strikingly different and in nost cases relatively
narrow ranges of tenperature, depending, inter alia, on
the mobility of the particular lattice defect in a
specific type of crystal.

Mor eover, the respondent has expl ai ned during oral
proceedi ngs, to the satisfaction of the board, that
under the conditions chosen for heat treatnent the

bl eachi ng or decol ouration reaction of discol oured,
radi oactively irradiated salt crystals is froma

ki netic point of view of the first order. The skilled
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person woul d consequently be able to deternmine a
correlation between the tenperature applied to the
crystal and the tinme period required to restore its
original colour. Thus, he would be aware that

decol ouration can be achieved in one and the sane type
of crystals or in different types of crystals at | ower
tenperatures, if at the sane tine the period of heat
treatnment is extended. Incidently, this is clearly the
rel evant technical teaching of the claim "heating
during a tinme period depending on the tenperature and
| ong enough to restore the original colour at |east

partly".

Finally, the board cannot recognise any prejudice that
m ght have stopped or diverted the skilled person away
from exposi ng di scol oured sodi um hydrogen car bonate
salts to a heat treatnent at tenperatures exceedi ng
their normal deconposition tenperature in order to
achieve their rapid decol ouration. The skilled
practitioner, faced with the actual technical problem
woul d have known that

(1) NaHCO ; which is stable in dry air at room
t enper at ure deconposes above 65°C i nto Na,CO g,
H,O and CO, ; this deconposition is conplete
above 300°C (see (5), end of left-hand colum to
ri ght hand columm, line 4);

(i) cal cination of NaHCO,; to produce Na ,CO;is

carried out above 125°C according to the
follow ng equilibriumreaction:

removal of HO + CO, would shift the equilibrium
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towards the formation of Na,CO;; increase of the
partial pressure of CO would shift the
equilibriumtowards the formation of NaHCO,
[see (11)];

(iii) the partial pressure of CO, in the above
equilibriumis at 60°C about 25 torr
at 100°C about 310 torr [see (12)].

According to the established case | aw of the Boards of
Appeal, a solution to a problemput forward as
overcom ng a prejudice should clash with the prevailing
teachi ng of experts in the field, ie their unani nous
evi dence and notions (see Case Law of the Boards of
Appeal, 4th edition 2001, I.D. 7.2 pages 134 to 135).
This is clearly not the case here. On the contrary, the
skilled man woul d have known in the present case

sui tabl e neans and net hods, for exanple, increasing the
partial pressure of CO, in order to successfully avoid
or at |east mnimze deconposition of sodi um hydrogen
carbonate during heat treatnent.

In the present situation, this notional skilled person
was provided with a clear hint fromthe prior art
pointing himin the direction of the clainmed nethod for
restoring the original colour of sodium hydrogen
carbonate di scol oured by radi oactive radiation, and it
was only necessary to confirmexperinentally that the
hi ghly probable result was in fact obtained. Once the
devel opnent of a nethod for restoring the origina

col our by subjecting sodi um hydrogen carbonate to a
heat treatnment becane obvi ous, determ nation of the
appropriate tenperature range and tine period required
for this was then purely a matter of routine
experinmentation. The necessity of experinentally



- 23 - T 0117/ 98

confirm ng a reasonably expected result does not render
a clainmed invention unobvi ous.

6.7 Since the claimis present in all three requests on
file and a decision can only be taken on a request as a
whol e, all three requests nust fail under Article 56
EPC for lack of inventive step as well.

7 Pursuant to Rule 67 EPC the rei nbursenent of the appea
fee can be ordered, anobng other reasons, where the
board deens an appeal to be allowable. As the present
appeal cannot succeed, for the foregoing reasons, the
requi renents under Rule 67 EPC for reinbursenent of the
fee for appeal are not satisfied in the present case.

8. In decision G 4/92 (QJ EPO 1994, 149), the Enl arged
Board of Appeal viewed the possibility of hol ding oral
proceedings in a party's absence, as provided for in
Rule 71(2) EPC, in relation to the need for proper
adm ni stration of justice. Parties to the proceedi ngs
must thus expect that, on the basis of the established
and plainly relevant facts, any decision my go agai nst
them It can further be inferred fromthis that a
deci sion may be based on a ground or argunents
di scussed for the first time during oral proceedi ngs
and whi ch woul d prevent the patent being maintained, at
| east if the stage reached is such that the absent -
al beit duly summoned - appellant (proprietor) could
have expected the question to be di scussed and was
aware fromthe proceedings to date of the actual bases
on which it would be judged (see decision T 341/92,

Q) EPO 1995, 373).

8.1 The requirenents set forth above are fulfilled in the
present case. The decision to dismss the appeal is

1328.D Y A
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entirely based on grounds, facts and evi dence which
were already known to the appellant fromthe
proceedi ngs before the opposition division and which
were again brought to the appellant's attention in
witing during the appeal proceedings. Furthernore, the
appel l ant availed itself of the opportunity to conment
either in witing or during oral proceedings on the
respondent’'s reply to the statenent of the grounds of
appeal nmailed to the appellant by registered |letter as
early as 24 August 1998 for proper consideration.

8.2 On the basis of the above considerations, the board is
of the opinion that, in the circunstances of the
present case, considering and deciding in substance on
the dism ssal of the appeal does not conflict with the
concl usi ons of the Enlarged Board of Appeal in decision
G 4/ 92 and does not contravene the appellant's

procedural rights as laid down in Article 113(1) EPC
in spite of its absence during oral proceedings.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi star: The Chai r man:

A. Townend U OGswal d
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