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Summary of Facts and Subm ssi ons

2148.D

Eur opean patent No. 0 398 984 (internationa

publication No. WD 89/07 303) was mai ntained in anended
formby an interlocutory decision of the Qpposition

Di vision, on the basis of a set of clainms of which
claim1l1, the only independent claim reads as foll ows:

"1l. A soft contact |ens having a concave posterior
surface for fitting to the eye of a wearer, a convex
anterior surface for exposure fromthe eye of a wearer,
and stabilising neans (4,8,10) to inpart rotationa
stability to the Il ens when in use, said soft contact

| ens providing a correction with an astigmatic
conmponent for the eye, said posterior surface having a
back toric optic zone (1,9,11) configured for at |east
some of the correction of the eye of a wearer and being
juxtaposed to the central portion of the eye of the
wearer when in use, wherein a peripheral area (2) is

| ocat ed about the back toric optic zone (1,9,11) for
fitting the soft contact lens to the eye of the wearer
and wherein the curvature of the back toric optic zone
(1,9,11) is configured with a refractive correction

I ndependent of the topography of the eye of the wearer,
the stabilising means conprising stabilising wedges
(4,8,10) on the anterior surface of the lens, the

t hi ckest portions of the stabilising wedges being in
the lower half of the lens so as to be |ocated over the
sclera when in position on the eye of the wearer
whereby eyelid irritation during blinking of the eye of
the wearer is mnimsed."

The Opposition Division in its interlocutory decision
in particular held that the subject-matter of claim1l
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was novel and that it involved an inventive step within
the nmeaning of Articles 54 and 56 EPC in view of the
contents of docunent

D8: M J. Renba "Evaluating the Hydrosoft Toric" in
Contact Lens Forum Vol. 12, No. 3 (March 1987),
pages 45-51

which it had introduced into the opposition procedure
of its own notion and which it considered to disclose
the nearest prior art, and of the remaining docunents
on the file, of which the followng wll be referred to
al so in the present deci sion:

D2: US-A-4 095 878.

The appel |l ant (opponent) filed an appeal against the
interlocutory decision. In his Statenent of the G ounds
of Appeal he inter alia referred to five new citations,
nunbered D9 to D14, of which

D13: Andrew Gasson, "A dinical Appraisal O The Zero 6
Toric Soft Lens", Optician, Contact Lens Mnthly,
4 Septenber 1987, Pages 19-22

was cited against the novelty of the clai med subject-
matter.

In a comruni cation pursuant to Article 11(2) of the
Rul es of Procedures of the Boards of Appeal the Board
informed the parties that docunent D13 appeared to be
the sol e docunent on the file to disclose stabilising
wedges simlar to those disclosed in the patent. Since
the feature of the stabilising wedges was not
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introduced into claim1l by the respondent (proprietor
of the patent) until about one nonth before the ora
proceedi ngs in the opposition procedure, at which the
appeal ed interlocutory decision was taken, the l|ate
filing of this relevant citation appeared to be
excusabl e and docunent D13 shoul d therefore be duly
consi dered in the appeal procedure.

The Board also informed the parties of its intention to
disregard late filed docunents D9 to D12 under
Article 114(2) EPC

Oral proceedings were held on 13 July 1999 at the end
of which the appellant requested that the patent be
revoked.

The respondent for his part requested that the appea
be dism ssed and that the patent be naintained
according to the decision of the Qpposition Division
(mai n request).

As his first and second auxiliary requests he requested
that the patent be namintained on the basis of the
clains filed as his first and third auxiliary requests,
respectively, with his letter dated 2 Cctober 1998.

The appellant's argunments in support of his request can
be summari zed as foll ows.

The drafting of the claimin the one-part form does not
correctly reflect the actual contribution of its
subject-matter to the art. Since according to the
appeal ed interlocutory decision all the features of the
cl ai m excepted the stabilising wedges were disclosed in
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docunent D8, the claimshould have been drafted in the
two-part formw th the characterising portion
conprising the latter feature only.

Docunment D2 di scloses a soft contact |ens which fully
anticipates the subject-matter of claiml. This lens
can in particular be provided either with an inner or
an outer toric surface to correct astigmati sm (see
colum 3, lines 42 to 45). The lens is stabilized by
neans of flattened regions 2,4 provided on the anterior
surface which at their junction with the central region
al so formwedges in the sense of claim1l (see colum 2,
lines 29 to 43). Finally, the feature of claim1l that
the curvature of the back toric optic zone is
configured with a refractive correction independent of
t he topography of the eye of the wearer does not

provi de any structural distinction over the |ens of
docunent D2.

The cl ai ned soft contact | ens does not involve an

i nventive step in view of docunent D8, considered as

di scl osing the nearest prior art. The only distinction
consi sting of the provision of stabilisation wedges is
known from docunent D13. The clained I ens thus results
fromthe obvious inplenentation in the | ens of

docunent D8 of the stabilisation technique disclosed in
docunent D13.

The cl ai ned soft contact lens is obvious also in view
of docunent D13 considered alone, fromwhich it is

di stingui shed only by the | ocalisation of the toric
zone on the posterior surface rather than on the
anterior surface as in docunent D13. Such toric zone
can however as a matter of routine be provided on
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either side of a lens, as indicated on page 19, lines 2
to 6 of docunent D13, and confirnmed e.g. by the above-
menti oned passage in colum 3 of docunment D2.

Anyway, due to its flexibility, a soft contact |ens
wi Il always configure to the shape of the eye of the
wearer, so that whether its toric surface is on its
anterior or posterior side can no |onger be determ ned
once it is in position on the eye.

The cl ai ned soft contact |ens therefore al so provides
an obvious alternative configuration of the |lens

di scl osed in docunent D13, in respect of the |ocation
of the toric surface.

These argunents were contested by the respondent who
stressed in particular that the clainmed soft contact

| ens conprised four closely interrelated technica
features, nanely a back toric surface juxtaposed to the
centre of the lens, a peripheral area for fitting the
lens to the eye of the wearer, the independency of the
curvature of the back toric optic zone of the

t opography of said eye, and the stabilising wedges. The
one-part formof the claimadequately reflected the
interrel ationship of these features.

According to an essential aspect of the invention, the
back toric optic zone being configured i ndependently of
t he topography of the eye of the wearer provided
correction of the overall astignmatismof the eye,
including the astigmati smof the external and interna
corneal surfaces and of the eye |l ens. Wen adapted to
the configuration of the eye, the back toric optic zone
only provided for correction of the external cornea
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astigmatism whilst only the total astignmatism was
nmeasured by the optician. This probl em was not
addressed by any of the pieces of prior art on the
file.

The stabilising wedges for their part conpensated for
any tendency of the lens to msalign in case the
cylinder axes of the toric surface and of the cornea
extended in angularly offset directions.

Docunent D8 in this respect disclosed a soft contact

| ens which as a result in particular of the broad
radi al extension of the toric zone in the horizontal

di recti on wapped around the cornea to match its shape
SO0 as to achieve maxi mum stability.

The soft contact |ens disclosed in docunent D13
conprised a toric surface on its front side, so that it
had no tendency to msalign. The front side for the
toric surface was sel ected on purpose, to achieve a
lens with a spherical back surface correlating with the
geonetry of the spherical |enses of the sane

manuf acturer, so that the skilled person woul d
certainly not have inverted the locations of the toric
and spherical surfaces.

Docunent D13 al so explicitly enphasi sed that
stabilisation was achi eved there by prism ball ast
rat her than by eye wedge effects.

Reasons for the Deci sion

1

2148.D

The appeal is adm ssible.
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Compl i ance of the patent docunents in accordance with
the respondent's nmain request with the requirenents of
Article 123(2) and (3) EPC was not contested by the
appel lant, and the Board is satisfied that no objection
arises in this respect.

The question of whether the feature of claim1l of the
respondent's main request, according to which the
curvature of the back toric optic zone is configured
with a refractive correction "independent of the

t opography of the eye of the wearer", actually limts
the scope of the claimhas given rise to considerable
di scussion both in the opposition and in the appea
procedur es.

The description of the patent in this respect states
that in the past, soft contact |enses had been desi gned
according to the corneal shape to afford maxi num
stability, fit and confort for the wearer such that
there was an optinmumrel ati onshi p between the cornea
and/or scleral profiles and the back surface of the
contact |lens. Designing contact |lenses primarily by
back surface confort criteria had a nunber of attendent
di sadvant ages which arose with the aimto gain close
proximty between the | ens and the corneal/sclera
profile. The invention sought to overcone these

di sadvant ages wi t hout conprom sing a close confortable
proximty between the |lens and the eye of the wearer,

t he anpbunt of refactive correction being independent of
t he topography of the eye (see page 2 of the
specification, lines 6 to 10, 15 to 18 and 28 to 34).

Thus, the feature at issue as interpreted in conpliance
wWith the description to the effect that the topography
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of the eye of the wearer is not taken into account in

t he designing or manufacturing of the soft I|ens,

provi des an essential technical limtation which in the
Board's view cannot be sinply |eft out of consideration
when assessing the patentability of the clained

I nventi on.

The Board in this respect is well aware of the fact
that the above feature actually defines an aspect of a
nmet hod for designing or manufacturing a soft contact

| ens, rather than a structural characteristic of a soft
contact |ens considered per se. This nethod feature was
already recited in the device claim1 as granted. Since
possi bl e non-conpliance of the claimw th the

requi renent of clarity set out in Article 84 EPC woul d
not constitute a valid ground for opposition, the Board
has no power to investigate this question. The cl ai ned
I nventi on nonet hel ess conprises the feature, which
shal | be taken into account for the assessnment of its
patentability in view of the prior art avail able on the
file, accordingly.

Novel ty of the subject-matter of claiml1l of the
respondent’'s nmain request

Docunment D2 di scloses a soft contact |ens having a
flattened region to cooperate with eyelid novenent of a
user to dynamically stabilise the angular position of
the lens on the cornea (see claim1l in conjunction with
Figures 1 to 4). The lens may be provided with an inner
or an outer toric surface (see colum 3, lines 40 to
47), but the shape of the posterior surface in case it
conprises a back toric optic zone is not specified in
the docunent. In respect of the correction of
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astigmati sm the docunent states that usually a soft
contact lens wll adhere alnost conpletely to the
cornea thus transferring the existing astigmati sm of
the cornea to the front surface of the | ens w thout
correcting it. An exact correction can however be

achi eved by providing both a toric front surface and a
toric inner surface (see columm 3, lines 48 to 55).

Thus, docunent D2 in the Board's view fails to disclose
the clai ned arrangenent of a back toric optic zone
configured for at |east sonme of the astigmatic
correction and i ndependently of the topography of the
eye of a wearer, with a peripheral area | ocated about
said back toric optic zone for fitting the soft contact
lens to the eye. In addition, stabilisation of the soft
| ens of docunent D2 is explicitly said there to be

achi eved by the cooperation of the flattened region
with eyelid novenent of a user. The docunent does not

di scl ose that the edge at the junction of the flattened
portion and the rem nder of the lens in any way
contributes to lens stabilisation. In contrast, in the
cl ai med soft contact |lens, stabilisation results from
substantial interaction of the lid with wedges in the
sense of peaks with a sharp increase in thickness for

| oadi ng the pressure gradient of the upper lid during
the blinking phase (see page 2, |ine 58 to page 3,

line 4 of the specification in conjunction wth the
section illustrated in Figure 7).

Docunent D8 undi sputedly discloses a soft contact |ens
havi ng a concave posterior surface for fitting to the
eye of a wearer, a convex anterior surface for exposure
fromthe eye of a wearer, and stabilising neans to
inpart rotational stability to the | ens when in use,
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the contact lens providing a correction with an
astigmatic conponent for the eye, the posterior surface
having a back toric optic zone configured for at | east
sone of the correction of the eye of a wearer (see

page 45, right-hand colum, line 2 to page 46, left-
hand columm, line 13 and the draw ng on page 45).

In this soft contact |ens, the back toric optic zone in
the Board's viewis also "juxtaposed" to the centra
portion of the eye of the wearer when in use, with a
peri pheral area being | ocated about the back toric
optic zone for fitting the soft contact lens to the eye
of the wearer (see paragraph 1 of the right-hand col um
of page 45: "Back (posterior) curve toricity, which is
confined to the central optic zone only..." and the
right-hand illustration on page 45 which shows a

peri pheral base curve designed for fitting the cornea
as indicated on page 46, |eft-hand colum, lines 15 to
22).

The respondent in this respect submtted that the
claimed | ens was distinguished fromthe one illustrated
in the drawi ng on page 45 of docunent D8 in that the
toric zone was confined to the central optic zone
whilst in the known lens it substantially extended
beyond that zone in the horizontal direction. However,
the claimonly requires the toric zone to be
"juxtaposed to the central portion of the eye" the only
further limtation being that sone space be |eft about
it for the peripheral fitting area. In addition, as
correctly stressed by the appellant, the latera
extension of the toric zone will depend on its
correction power. Fromthe above-nentioned explicit
requi renent in docunent D8 that back curve toricity be
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confined to the central optic zone only, it would
anyway be clear to the skilled person that for |ow
correction powers the lateral extension of the toric
zone woul d be less than in the illustrated enbodi nent.

Docunent D8 al so expressly stresses that the soft

| enses di sclosed there are available in all possible
prescription conbinations in three base curves only, of
whi ch one or two fit nost normal corneas toricities and
eccentricities (see page 46, left-hand colum, |ines 15
to 22 and the first paragraph of the right-hand col um;
and the second point of the summary of advantages in
the right-hand col umm on page 51). The docunent al so

di scl oses that the inconplete flexure of the soft toric
| ens creates a slight mnus tear power effect and that
it partly masks sone of the corneal toricity (see the
second paragraph in the |left-hand col utmm on page 51).
These indications, together wwth the fact that the only
| ens paraneters evoked in the docunent are sphere
powers, cylinder powers and cylinder axis, in the
Board's view clearly denonstrate that the discl osed
soft contact lenses, and in particular their toric
optic zones, are not designed to exactly neet the

t opogr aphy of the eye of the wearer, so that they al so
anticipate the clainmed feature of the back toric optic
zone being configured with a refractive correction

"i ndependent of the topography of the eye of the
wearer", within the neaning of this feature as

di scussed above under point 3 of this decision.

Stable orientation of the | ens disclosed in docunent D8
Is insured by two or nore diopters of prismball ast
(see page 45, right-hand colum, lines 2 to 5 and

page 46, |eft-hand colum, point 3 of the first
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par agraph). The back curve toricity is also said in the
docunent to aid proper orientation by w apping around
the central cornea (see page 45, right-hand col um,
point 1).

Thus, the subject-matter of claim1l is distinguished
fromthe soft contact |ens disclosed in docunent D8 in
that its stabilising neans conprises stabilising wedges
on the anterior surface of the lens, the thickest
portions of which being in the lower half of the |ens
SO as to be located over the sclera when in position on
the eye of the wearer whereby eyelid irritation during
bl i nki ng of the eye of the wearer is m nim sed.

Docunment D13 di scl oses a soft contact |ens which has
its toric optic zone on the anterior surface, rather
than on the posterior surface as is set out in claim1.
This can be deduced fromthe reference in point 2 of
the centre colum on page 19 to possible interaction of
the lids with the toric surface, which can only occur
if the toric surface is on the anterior surface, as was
accepted by the appellant.

The lens is stabilised by prismballast in the

peri pheral zone (see page 19, |eft-hand columm, the
first sentence of the |ast paragraph). Figure 1 on
page 19 i ndeed shows symetrically |ocated main prism
zones in the lower half of the anterior surface of the
| ens, but these would not in the Board' s opinion form
"stabilising wedges" within the neaning of claiml. As
a matter of fact there is no suggestion in the docunent
that the prismballast zones are sufficiently thick and
sharp to cause stabilising interaction with the eyelid,
and the section illustrated on the left side of
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Figure 1 does not reveal any adequate stabilising wedge
configuration either.

Thus, the subject-matter of claim1l of the respondent's
mai n request is distinguished fromthe soft |ens

di scl osed i n docunent D13 by both the back toric optic
zone and the stabilizing wedges set out in the claim

The ot her docunents on the file do not cone closer to
the cl ai ned i nventi on.

The subject-matter of claim1l of the respondent's nain
request therefore is considered to be novel within the
meani ng of Article 54 EPC

I nventive step

The nearest prior art in the Board's opinion is
constituted by the soft toric |lens of docunent D8,
which is the sole to conprise a back toric optic zone
configured i ndependently of the topography of the eye
of the wearer, with the attendant difficulties in terns
of its angular stabilisation, in particular when the
cylinder axis of the toric zone, corresponding to a
total astigmatismcorrection, is angularly offset from
the axis of the corneal astignmatism

Whilst in the soft contact |ens of docunent D8
stabilisation is achieved by prismballast and is aided
by wrapping of the |lens around the central cornea (see
poi nt 3 above), the clained contact lens is provided

Wi th stabilising wedges as set out at the end of
claim 1.
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There is no evidence on the file, nor has it been

al l eged by any party, that the stabilising technique

di scl osed and praised in docunent D8 may not provide
sati sfaction. Thus, the technical problem underlying
the clainmed subject-matter, as objectively defined from
a conparison with the nearest prior art, essentially
consists in proposing an alternative technique for
stabilising the |ens.

A nunber of passages in docunent D8 stress the

i nportance of reducing the thickness and wei ght of the
lens and of mnimsing lens-lid interaction (see in
particul ar the paragraph nunbered 2 bridgi ng pages 45
and 46 and the third and fourth points of the sumary
of the advantages in the right-hand colum of page 51:
“"lens-lid interactionis mnimsed; the |lid glides over
the Il ens and surface w thout blunt obstruction” or
"good quality of vision wwth mninmal blink-related

di sruption of vision" or "confortabl e edge design,
mnimal |id-eye interaction").

These repeated statenents in the Board' s view cannot be
consi dered as an encouragenent to provide stabilising
wedges, i.e. thickened portions for substantia
engagenent with the [ids. Mrreover, such stabilising
wedges are not disclosed in any of the avail able
citations.

In particular the lens of docunment D13 conprises a
spherical back surface, so that its stabilisation is
easier than in cases where a toric back surface
directly faces the cornea. The stabilising structures
shown on Figure 1 of the docunent nerely form prism
bal | asts in the peripheral zone (see page 19, l|eft-hand
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colum, the first sentence of the |ast paragraph).

In respect of the appellant's lines of argunentation as
starting fromdocunent D13, the Board agrees that the
docunent states in its first paragraph that soft
contact | enses may have a toric curve on either the
front or back surface. This general statenent indeed
correctly summari ses the state of the art, as is
illustrated e.g. also by docunent D2 (see point 4 of
the reasons above). The further description in D13 is
however specifically directed to a lens with a front
toric curve, which has been expressly designed to
correlate wth the spherical geonetry of spherica

| enses produced by the sane manufacturer with the aim
of achieving sinpler and nore reliable fitting and
over-refractions (see page 19, |eft-hand col um,

lines 28 to 43). Accordingly, the Board cannot endorse
the appellant's subm ssion that a skilled person
starting fromthe | ens disclosed in docunent D13 woul d
i n an obvious way have contenplated inverting the sides
of its toric and spherical surfaces. Anyway, such

i nversion would still have left himwth the
stabilising prismballast structures disclosed in
docunent D13, rather than with the clai ned wedges

whi ch, for the above reasons, have not been nade

avail able to himby any of the cited pieces of prior
art.

For these reasons, the subject-matter of claim1l of the
respondent's main request in the Board' s viewinvolves
an inventive step within the nmeaning of Article 56 EPC

The two-part formof claiml1l as granted was dropped by
the respondent in the course of the opposition
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procedure in favour of the one-part formnow criticised
by the appell ant.

Rul e 29(1) EPC only requires use of the two-part form
"where appropriate”, and the respondent in this respect
submtted that his invention had to be considered as a
whol e, and that presenting it as an aggregation of
features taken fromdifferent pieces of prior art would
not properly reflect its actual nature.

The Board can give credit to the respondent's position.
The fact also that the appellant based his novelty
attack on docunment D2, and that, for his respective
argunents on inventive step, he selected either the

| ens of docunent D8 or that of docunent D13 as the

cl osest prior art, tends to confirmthat there is no
undi sputabl e prior art enbodi mrent from which the

i nvention could be considered as a further devel opnent.
Accordingly, and in view al so of the fact that

docunent D8, which the appellant considered shoul d have
been defined in the preanble of a two-part claim is
correctly summari sed in the anended description, the
two-part formof the claimrecomended "were
appropriate" by Rule 29(1) EPC is not considered
mandatary in the present circunstances.

Thus, claim 1l of the respondent’'s nain request neets
the requirenents of the Convention.

This equally applies to the dependent clains, by virtue
inter alia of their appendency to claim1l, and to the
remai ni ng patent docunents in accordance with the
respondent’'s main request.
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The respondent's auxiliary request need not therefore
be considered further.

O der

For these reasons it Is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Beer E. Turrini

2148.D



