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Summary of Facts and Submn ssions

0705.D

The European patent No. 0 331 292 was granted on the
basi s of the European patent application

No. 89 301 057.9, filed on 3 February 1989 and cl ai m ng
a priority of three applications 26128/ 88, 26129/ 88

and 26130/88 filed on 5 February 1988 in Japan.

An opposition was filed against the patent. During the
opposition proceedings, the foll ow ng docunents filed
by the opponent were particularly taken into

consi derati on:

El:. Z. Phys. B. - Condensed Matter, volune 68,
pages 421 to 423 (1987); C. Mchel et al.
" Superconductivity in the Bi-Sr-Cu-O Systent;

E2: "New Hi gh- Tenperature Oxi de Superconduct or Has
Been Found That Has Excellent Characteristics and
Does Not Contain any Rare Earth El enent", press
rel ease of the National Research Institute for
Metals (NRIM, Japan, January 21, 1988;

E3: Magazi ne "Ni kkei Chodendo", January 25, 1988,
page 1;

E4 "UH Physici sts Produce Superconductor Wthout Rare
Earth El enment”, press release of the University of
Houst on, USA, January 25, 1988;

E5: EP-A-0 330 305;
E12: Science, Volune 239, 26 February 1988, Report

pages 1015 to 1017; M A. Subramani an et al.
"A new hi gh- Tenper at ure Super conduct or:
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BI ZSF 3_XC:aXCLl2Q+y” 1

E14: Supercond. Sci. Technol., Volune 6, No. 1, January
1993, pages 1 to 22; C N R Rao et al.
"synt hesis of Cuprate Superconductors”; and

E17: Phys. Review B, Volune 37, No. 16, 1 June 1988,
pages 9382 to 9389; J. M Tarascon et al.
"Crystal substructure and physical properties of
t he superconducti ng phase Bi, (Sr, Ca) ;Cu,Op6.4" -

The opposition division maintained the European patent
i n amended formaccording to the auxiliary request of
the patent proprietor. Clains 1 and 2 of the auxiliary
request had the foll ow ng wording:

"1. A superconductive oxide material which
substantially consists of a single phase AB CuOQ where
Ais a mxture of at |least one of Mj and Ca an at | east
one of Sr and Ba, the ABi CuO form ng a crystal phase in
which the atomc ratio of A/Bi/Cu is substantially
3/2/2 and the material having a superconductive
transition tenperature above 80K."

"2. A nulti-layered superconductive oxide material
conprising artificial alternate |layers of a

super conducti ve oxide material according to claiml,
and a crystal phase consisting of ACUO, where A has the
meani ng stated in claim1l and the atomc ratio of A/ Cu
Is substantially 1/2".

Concerni ng the mai ntenance of the patent as anended, it
was argued essentially as follows in the decision of
t he opposition division:
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Sufficiency (Article 100(b) EPC)

The description of the patent in suit discloses at

| east one exanple for making a substantially single
phase hi gh-Tc ABi CuO superconducting material by
indicating the starting conposition and the appropriate
calcination and sintering tenperatures (see in
particul ar conpositions 1 and 9 in Table 2 and page 4,
lines 41 to 44).

This point of viewis confirmed by the docunents E14
(see page 7, left-hand colum, lines 14 to 17 and

ri ght-hand col unm, paragraph 2), or E17 (see page 9382,
ri ght-hand col umm, | ast paragraph), taken as an
expert's opinion.

Al t hough the duration of the heating steps is not
explicitly nentioned in the description of the
contested patent, it is clear that the skilled person
woul d apply usual heating periods of the order of one
to several days to produce superconductive oxide
materials such as the ABIi CuO materials (see page 8,
Tabl e 3 and page 4, Table 2 of docunent E14).

Concerni ng the opponent's conparative experinents, it
is to be noted that only the third exanple (1/2) was
relevant to claiml. According to the opponent's
assessnent, the material contained only mnor portions
of ot her phases, although the sintering tinme was as
short as 6 hours (see the table annexed to the letter
dat ed 23 August 1997). This conparative experinent is
therefore not in contradiction to the findings of the
patent in suit.

Therefore, the invention in the patent in suit is
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di scl osed in a manner sufficiently clear and conpl ete
for it to be carried out by a person skilled in the
art.

Novelty and inventive step

The subject-matter of claim1 is novel over the prior
art docunents E1 to E5 because a superconductive

mat eri al consisting substantially of a single 3/2/2
ABi CuO crystal phase is nowhere disclosed or directly
and unanbi guously derivable therefrom

Docunent E5, which is a European patent application
claimng a priority anterior to the priority of the
patent in suit is a prior art docunent in the sense of
Article 54(3) EPC and is relevant only for novelty
(Article 56 EPC).

The selection of a substantially 3/2/2 ABi CuO
conposition as defined in claiml is not suggested in
any of the cited prior art docunents so that the
subject-matter of claim1 involves an inventive step

Claim 2 defines a superconductive oxide material which
conprises the single phase material of claim1 in the
formof an artificially produced |ayer of a
multilayered structure. In the patent in suit, the
artificially produced 3/2/2 material layer is
fabricated by use of a specific step such as magnetron
sputtering, causing preferred orientation of the 3/2/2
material in the formof a thin film Such a specific
step is neither disclosed nor fairly suggested by the
avai |l abl e prior art docunents, so that the nultil ayered
structure of claim2 is therefore novel and inventive.
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The opponent | odged an appeal against this decision on
5 February 1998, paying the appeal fee on the sane day.
A statenent setting out the grounds of the appeal was
filed on 7 April 1998.

Fol | owi ng the comruni cati on acconpanyi ng the sunmons to
oral proceedings, the respondent (patent proprietor)
filed on 3 Decenber 2001 three sets of clains each set
containing two clains. Claim2 of all the requests are
identical with claim2 maintained by the decision of

t he opposition division.

Caim1l of the main request differs fromclaiml
mai nt ai ned by the decision of the opposition division
in that the expression "where Ais a mxture of at

| east one of My and Ca an at |east one of Sr and Ba" is
repl aced by

"where Ais a mxture of:

(1) Ca and Sr and at |east one of My and Ba, or

(2) Ca and Sr".

Caiml of the auxiliary request 1 differs fromclaim1l
of the main request in that the alternative (1) of Ais
repl aced by

"(1) Ca, Sr, My and Ba, or"

In claiml1l of the auxiliary request 2, the

alternative (1) of A of the nmain request is deleted, so

that Ais a mxture of Ca and Sr.

(Enphasi s added by the Board).
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During the oral proceedings of 12 Decenber 2001, the
respondent filed new pages 2, 6 and 7 of the
description according to the auxiliary request 2 and
requested that the patent be maintained on the basis of
any one of the follow ng requests:

Mai n request and Auxiliary request 1:

Clains 1 and 2 according to the main or the auxiliary
request 1, respectively, as filed on 3 Decenber 2001,

Descri ption:

Pages 1, 2 according to the nmain or the auxiliary
request 1, respectively, as filed on 3 Decenber 2001
and Pages 3 to 10 of the auxiliary request formng the
basi s of the decision under appeal;

Auxiliary request 2:

Clainms 1 and 2 according to the auxiliary request 2 as
filed on 3 Decenber 2001

Descri ption:

Page 1 according to auxiliary request 2 as filed on
3 Decenber 2001

Pages 2, 6, 7 as filed on 12 Decenber 2001; and

Pages 3 to 5 and 8 to 10 of the auxiliary request
form ng the basis of the decision under appeal.

The appel | ant (opponent) requested that the decision
under appeal be set aside and the patent be revoked. He
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argued essentially as follows in support of his
request:

The appel |l ant disputes that at the priority date of the
patent in suit which was a few days after the first
publ i c announcenent of the new high tenperature

Bi - Sr-Ca-Cu-O (= BSCCO superconductor nmaterial by
Maeda in Japan, it was possible for a person skilled in
the art to produce the high tenperature superconductor
oxide materials formng the subject-matter of the
patent in suit. The results of the conparative

measur enents supplied by the appellant during the
opposi tion proceedings with the letter dated 23 August
1997 clearly denonstrate that under the conditions
specified in the patent in suit it is not possible to
reproduce a substantially single phase superconductive
material as clained.

Mor eover, the new 322 phase is not sufficiently and
correctly characterised in the X-ray data and its fina
conposition is represented as Bi,(Sr, Ca),;Cu, w thout

i ndi cating the necessary range for the Sr:Ca rati o.

Al so, there is no indication regarding the content of
oxygen in the conposition, although it is generally
known that the 322 phase of ABi Cu exhibits high

t enper ature superconductivity only at a specific

m ni mum oxygen content which is higher than the norna
stoi chionetric oxygen content.

Caiml of the main request and the auxiliary request 1
i ncl ude conpositions containing My or/and Ba. It is
however known in the art that replacenent of Ca and Sr
with My or Ba has negative influence on the high

t enperature superconductivity and their incorporation
can lead to a total absence of superconductivity at a
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hi gh tenperature.

The priority docunent (JP 63-26130) reports on page 7,
first paragraph that a 322 phase was obtai ned over a

wi de conposition range. The docunment however does not
state that a substantially single 322 sanple having a
Tc of about 83 K was obtai ned. Consequently, the clains
under consideration are not entitled to the priority
date of 5 February 1988, and the published docunents,
in particular docunent E17 takes away the novelty of
the subject-matter as clained in claim1 of all the
requests.

The auxiliary request 2 is not sufficiently disclosed
in the patent in suit. Thus, there is no information
concerning the preparation of the materials, for

I nstance the durations of different thermal treatnents,
or concerning the obtained materials, for instance the
oxygen content or the crystall ographic di nensions of
the crystalline phase as well as the indications about
the X-ray nethod used or about the error of neasurenent
accepted in the neasurenent.

Moreover, this auxiliary request 2 is also not
sufficiently disclosed in that sense that the limted
information in the patent in suit, which concern only
Exanple 1 of Table 2, would not lead to the cl ai ned
material, as can be seen fromthe technical docunents
presented, fromthe results of experinents provided
during the opposition proceedings and from
contradictory results reported for Exanple 7 of the
priority docunment 26130/88, and Exanple 1 of Table 2 of
the patent in suit, which concerns the sane material as
the Exanple 7.



0705.D

-9 - T 0160/ 98

These objections are particularly inportant in view of
the breadth of the scope defined by claim1l; the

i nformati on nade avail abl e by the patent does not
enabl e the skilled person to achi eve the envi saged
result within the whole anbit of claim1 of the
auxi |l iary request 2.

In any case, the subject-matter of claim2 is
antici pated by docunent E5, Exanple 1 of Table 1

t hereof having the sane conposition as Exanple 3 of
Table 3 of the patent in suit.

Therefore, the auxiliary request 2 is also to be
rej ected.

The respondent's argunents in support of his requests
can be summarized as foll ows:

The superconductive oxide materials according to the
patent in suit belong to the general technical field of
ceram cs which have been prepared already for decades
and, as single phase superconductive materials with
hi gh Tc, their preparation, although difficult, was

al so known to skilled persons, as can be seen for

i nstance fromthe docunents E12 (see page 1015, right-
hand columm, first full paragraph), E14 (see Tables 3
and 6) or E17 (see page 9382, |ast paragraph to

page 9383, right-hand columm, first paragraph), which
concern such materials and their preparation.

Concerning the differences of tenperature in the
thermal treatnents, 850°C in the patent in suit as
conpared to 865°C + 10°C in docunent El17, it is to be
noted that docunent E14 shows 2 exanples in Table 3,
at 1113 K and 1108 K, ie, 840°C and 835°C,
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respectively. Therefore, the materials can be prepared
usi ng the indications about the tenperature in the
patent in suit.

It is also to be noted that the content of oxygen is
reached automatically since the thernal treatnents are
in open air. Concerning the experinents made by the
opponent, it is to be noted that it is a single
experinment and, additionally, that sintering was
carried out for 6 hours, this being nuch | ess than what
Is indicated in the relevant literature. |ndeed,
Exanple 7 of the priority docunment 26130/88 is in
contradiction with the results for Exanple 1; however,
it was realized at the tine of filing the European
patent application that the incorporation of Exanple 7
was an error. Accordingly, this exanple was not

i ncluded in the European patent application.

On the other hand, Exanples 1 and 9 of Table 2 of the
patent in suit give information about prepared
conmpositions falling within the scope of the main
request and the auxiliary request 1, Exanple 1
concerning specifically a material according to
auxiliary request 2.

Therefore, the invention is disclosed in a nmanner
sufficiently clear and conplete for it to be carried
out by a skilled person.

Mor eover, since the auxiliary request 2 concerns the
sane invention as the priority docunent 26130/88, the
patent is entitled to the priority and the subject-
matter of this request is new and inventive having
regard to the state of the art.
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Reasons for the Deci sion

1

0705.D

Adm ssibility of the appea

The respondent (patent proprietor) had submtted that

t he appeal was not adm ssible because it did not
specify the extent to which amendnent or cancell ation
of the contested decision was requested, as required by
Rul e 64(b) EPC

The Board, in the conmunicati on acconpanying the
summons to the oral proceedi ngs, pointed out that the
noti ce of appeal net the requirenents of Rule 64 EPC
and that the appeal was therefore adm ssible.

In his last letter, filed on 3 Decenber 2001, the
respondent declared that he did not wish any nore to
contest the admssibility of the appeal. The issue of
adm ssibility of the appeal therefore does not require
any further discussion and the appeal is adm ssible.

Adm ssibility of the requests of the respondent

The appel | ant objected that, since the requests of the
respondent had not been filed within the tine limt of
one nonth before the oral proceedings nentioned in the
communi cati on of the Board, these requests were not
filed in due tine and were not adm ssi bl e.

However, these new requests address objections
expressed in the Board's communi cation and they do not
contain any new matter with respect to the forner
request. Therefore, the Board, in the exercise of its
di scretion under Article 114(2) EPC, admts theminto
t he proceedi ngs.
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3. Mai n request and the auxiliary request 1

Claim1 of the main request concerns a superconductive
oxi de material which substantially consists of a single
phase ABi CuO, where Ais a mxture of:

(1) Ca and Sr and at |east one of My and Ba, or

(2) Ca and Sr,

the ABi CuO formng a crystal phase in which the atomc
ratio of A/Bi/Cu is substantially 3/2/2 and the

mat eri al having a superconductive transition

t enper ature above 80 K

In contrast to claim1l of the main request, conponent A
of the superconductive material of claim1l of the
auxiliary request 1 contains both Mg and Ba in
alternative (1). Such a conposition is disclosed in
Exanple 9 of Table 2 in the patent in suit.

As pointed out by the appellant in the patent in suit,
in particular in Table 2, there is no exanple of a
super conductive oxide material which substantially
consists of a single phase ABi CuO, where A is either
a mxture of Ca, Sr and My (thus w thout Ba) or

a mxture of Ca, Sr and Ba, (thus w thout M)

and having the further properties nentioned in the
cl aim

It was al so contended by the appellant in the statenent
setting out the grounds of appeal that it was known in

0705.D Y A
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the art that amobunts of My and Ba as substituents of Sr
and Ca have a negative effect on the high tenperature
properties and can thus lead to materials which show no
supraconductivity. Mreover, according to the

appel lant, it has not been possible till to date to
produce a high tenperature ABi CuO single phase 322
super conductive material containing either My or Ba.

The appell ant submitted in connection with the above
Exanple 9, which is a Sr/Ca/Ba/My/Bi/Cu conposition in
the proportion 1.0/1.0/0.5/0.5/2/2, that even a m ni nal
amount of My was known to have detrinental effect on
the hi gh tenperature superconductive properties. It was
therefore contested that it was possible to produce a
substantially single phase high tenperature
superconductive material containing a relatively high
amount of My as reported in Exanple 9. In the event
that the Board considered it necessary, the appell ant
woul d provi de a published docunent supporting his

cont enti on.

The question of feasibility of the ABi Cu single phase
conposition containing My or Ba was rai sed by the
appel I ant at the begi nning of the appeal proceedings.
However, the respondent, apart fromstating that such a
conposition in Exanple 9 of the patent in suit was
produced, did not nake any further subm ssions refuting
the allegations of lack of feasibility or

reproduci bility of the conposition.

Al so, at the oral proceedings, the respondent, when
asked by the Board whether he was aware of any
publ i shed docunent reporting a single phase ABi CuO hi gh
t enper at ure superconductor containing Mgy or Ba, stated
that he was not aware of such a docunent.
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In view of the above, the Board is persuaded by the
appel l ant's argunents and concl udes that the
conposition of Exanple 9 corresponds to an isol ated
unconfirmed result which has not been reproduced in the
art followng the ceram c nethod disclosed in the
patent in suit.

Therefore, the Board concludes that the invention as
defined in claim1 of the main or auxiliary request 1
is not sufficiently disclosed (Article 100(b)

and 83 EPC).

Auxiliary request 2

Formal requirenents

There were no objections by the appellant under
Article 84 EPC, Article 123(2) EPC or Article 123(3)
EPC agai nst claim 1.

It is to be noted that claim2 is identical with
claim2 of the text of the European patent application
mai nt ai ned by the decision of the opposition division.

The Board is also satisfied that claim1l as anended i s
clear (Article 84 EPC) and conplies with Article 123(2)
and 123(3) EPC

Suf ficiency of disclosure

As to the objection under Article 100(b) EPC, the
guestion which needs to be considered is whether taking
into account the information provided in the patent in
suit and the common general know edge in the field of
ceram ¢ oxi de superconductive materials, it would have
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been possible for a person skilled in the art to obtain
a superconductive oxide material as set out in claim1.

The only information in the patent in suit regarding
the manuf acture of the superconductive oxide nmateri al
in question is provided in the two paragraphs preceding
Table 2. It follows fromthis disclosure that for
Exanple 1 of Table 2, a mi xture of oxides of Sr, Ca, Bi
and Cu was forned so as to give atomc ratio A/Bi/Cu
of 3/2/2, the oxides were thoroughly m xed, cal cined at
800 to 850°C, crushed, forned and finally sintered at
850°C. In the paragraphs following Table 2, it is
further disclosed that conmpositions 1 to 5, 9 and 10
had a transition tenperature in the range of 80 to 85 K
and that in case of Exanple 1 X-ray analysis confirned
the presence of a single crystalline phase with the
A/Bi/Cu ratio of 3/2/2.

Wth regard to the issue of sufficiency of disclosure,
the Board accepts the subm ssions of the respondent
(see item | X above) that at the priority date of the
patent in suit, the ceram c nethod was well known in
the art for the manufacture of ceram c oxides including
t he known hi gh tenperature superconductive oxi des.
Consequently, once the skilled person was inforned of
the formation of a single phase of A/Bi/Cu in the
ratio 3/2/2, as in the patent in suit, it was within
his routine expertise to adjust various process
paraneters such as cooling rate, oxygen content,
etc..., to reproduce the high tenperature

super conductive oxide as clained. This viewis
supported by the disclosure in docunent E17 which was
publ i shed on 1 June 1988, only four nonths after the
priority date of the patent in suit. It follows from
the discl osure on page 9382, |ast paragraph of docunent
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E17 that a single phase conpound is fornmed at the
conposi tion Bi,Sr;Ca,Cu,Q, (4-3-3-4), ie having A/Bi/Cu
ratio of 3/2/2, using a ceramc nethod simlar to the
one enployed in the patent in suit. Al though the | ower
limt (855°C) of the sintering tenperature range
(865°C = 10°C) reported in the docunent for the
formation of the single phase is 5°C higher than the
sintering tenperature of 850°C enployed in the patent
in suit, the narrow tenperature range in the Board's
vi ew cannot be regarded as the necessary requirenent.
This, as pointed out by the respondent, follows from
t he di sclosure in docunent E14, which was published
after the publication of docunent E17, wherein it is
reported that a single phase conpound Bi - Sr-Ca-Cu-0O
having a A/Bi/Cu ratio of 3/2/2 is formed when the
sintering was carried out at 1108 K (835°C) and 1113 K
(840°C) (see Table 3, conpositions in lines 6 and 7).

The appel lant has also referred to the argunents and
the results of conparative neasurenents in his letter
dat ed 23 August 1997 during the opposition proceedi ngs;
in particular, for the third exanple, which corresponds
to Exanple 1 of Table 2 of the patent in suit, with B
Sr Ca Cu O (BSSCO with proportions 2/ 1.5/1.5/ 2,

t he superconductor is shown as presenting no definite
singl e phase structure and as having a Tc of mainly 77
K, ie under the 80 Krequired by claim1l in dispute.

However, as convincingly argued by the respondent, the
duration of the heat treatnents nentioned in the
conparative neasurenent are in hours, whereas durations
in days are generally known to the skilled person (see
for instance the cited exanpl es and exanples of simlar
conpositions in Table 3 of docunent El14). Therefore,
the results of the conparative neasurenents are not
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concl usive and thus not clearly in contradiction to the
findings of the patent in suit.

The appel |l ant has al so pointed out that although
Exanple 1 in the priority docunent relevant for 3/2/2
materials, ie, No. 26130/88, is identical with

Exanple 1 of Table 2 of the patent in suit, there is
however in the same priority docunent another exanple,
e, Exanple 7, which is disclosed as Exanple 1 having
regard to conposition and preparation, but with no
singl e phase of the obtained material; thus, there is a
doubt, whether the invention can be carried out in a
repetitive way.

The following is to be noted In this respect:

One of the inventors, Dr. Kugiyim, was asked by the
Board at the oral proceedings for clarification of this
poi nt and stated that Exanple 7 of the Table of this
priority docunent was wong and its inclusion was an
obvi ous m stake. This exanple was therefore not
contained in the European application as fil ed.

The Board finds that this is a plausible explanation so
that the above inconsistency cannot be regarded as

i ndi cative of nonreproducibility of Exanple 1 of

Tabl e 2.

In any case according to docunent El14 (see Table 3)
materials of the sane type as Exanple 1 have been
prepared, so that the appellant's argunent is not
consi dered as convi nci ng.

The appel l ant has al so objected that the patent in suit
does not disclose the exact fornmula of the obtained
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materials, in particular the concentration of oxygen,
or the X-ray paraneters of said materials. However, as
expl ai ned by the respondent, the disclosure of the

| attice constants in the patent is correct, and the

| attice constants a, b and c are close to the val ues
gi ven in docunents E12 and E14. Al so, the patent
specification (cf. page 5, lines 26 to 30) explains how
the values a = 1.53 and b = ¢ = 2.29 are obtained. As
regards the oxygen content, it was stated by the
respondent that sintering was carried out in the air,
as is comon in the ceram c nethod.

Thus, notw thstanding the fact that the preparation of
the clained materials was not easy, the skilled person,
taking into account the information in the patent in
suit and his general know edge, was in a position to
prepare materials of this type w thout undue burden
(see the decision T 409/91, QJ EPO 1994, 653, in
particular point 3.5 of the reasons; see also the
decision T 435/91, QJ EPO 1995, 188, points 2.2 to
2.2.3 and 4.1 to 4.2).

Consequently, the Board concludes that the invention
according to claim1 of the auxiliary request 2 is
sufficiently disclosed in the sense of Article 100(b)
and 83 EPC

4.3 Novel ty

4.3.1 For determning the extent of the state of the art in
the sense of Article 54(2) EPC, it is necessary to
consi der whether the patent in suit is entitled to the

clainmed priority.

The priority docunent 26130/88 discloses in the first
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exanple of the Table a material with identica
conposition and identical results and properties as
Exanple 1 of Table 2 of the patent in suit. Thus, the
auxiliary request 2 represents the sanme invention as in
the priority docunent. Moreover, since the infornmation
in the priority docunent 26130/88 is in substance very
close to the auxiliary request 2 and since as set forth
above this request has been found to disclose the
invention in a manner sufficiently clear and conpl ete
for it to be carried out by a person skilled in the
art, the disclosure in the priority docunent is

consi dered as bei ng enabling.

Therefore, the Board concludes that the auxiliary
request 2 is entitled to the priority of, in
particular, the priority docunent 26130/ 88
(Article 87(1) EPC).

The docunents E13 to E17 published after the priority
date of the patent in suit are therefore not conprised
in the state of the art according to Article 54(2) EPC

4.3.2 In the opinion of the Board, none of the prior art
docunents in the sense of Article 54(2) EPC discl oses
or suggests a material according to claim1l of the
auxiliary request 2, so that the subject-matter of
claiml1l is new. This has not been disputed by the
appel | ant .

It is to be noted that the appellant had submtted that
the subject-matter of claim2 was not new in the sense
of Article 54(3) EPC having regard to the content of
docunent E5, which is a European patent application
claimng a priority anterior to the priority of the
patent in suit, in particular having regard to
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Exanple 1 of Table 1 thereof, which is identical to
Exanple 3 of Table 3 of the patent in suit. However,
since according to the auxiliary request 2 none of the
exanpl es of Table 3 of the patent in suit falls within
the scope of the invention, and since noreover docunent
ES5 in particular does not disclose a nmulti-|ayered
super conducti ve oxide material in accordance with
claim2, this claimis new.

I nventive step

As mentioned above, docunent E5 belongs to the state of
the art according to Article 54(3) EPC. This docunent
Is therefore not relevant for the consideration of

i nventive step

Docunent E3 di scloses a high tenperature

super conducti ve oxi de having Bi-Sr-Ca-Cu,Q conposition
whi ch conprises at |east two high tenperature

super conducti ng phases. There is no suggestion in any
of the remaining cited prior art docunents regarding a
substantially single phase ABi CuO conposition as set
out in claiml of the patent in suit, so that it was
not obvious to the skilled person to arrive at the
clainmed invention in view of the cited prior art.

For the foregoing reasons, the Board concludes that
claims 1 and 2 are new in the sense of Article 54 EPC
and that they involve an inventive step in the sense of
Article 56 EPC
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For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance to mai ntain
the patent on the follow ng docunents:

Clains 1 and 2 according to the auxiliary request 2,
filed on 3 Decenber 2001;

Descri ption:

Page 1 according to the auxiliary request 2, filed on
3 Decenber 2001

Pages 3, 4, 5 and 8 to 10 filed during the ora
proceedi ngs before the opposition division on
28 Cct ober 1997; and

Page 2, 6 and 7 filed during the oral proceedi ngs on
12 Decenber 2001

The Regi strar: The Chai r man:

D. Spigarelli R K. Shukl a
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