BESCHWERDEKAMVERN
DES EUROPAI SCHEN

PATENTAMTS OFFI CE

I nternal distribution code:
(A) [ ] Publication in QJ

(B) [ ] To Chairnmen and Menbers
(O [X] To Chairnen

DE
of 30

Case Nunber:

Appl i cati on Nunber:
Publ i cati on Nunber:

| PC:

Language of the proceedi ngs:

Title of invention:

BOARDS OF APPEAL OF
THE EUROPEAN PATENT

CHAMBRES DE RECOURS
DE L' OFFI CE EUROPEEN
DES BREVETS

Cl SI ON
November 2000

T 0174/98 - 3.3.5
89112193. 1
0350770

C04B 35/ 46

EN

Sem conductive ceram c conposition

Pat ent ee:
TDK Cor por ati on

Opponent :
BC Conponents Hol di ngs B. V.

Headwor d:
Ceram ¢ conpositions/ TDK

Rel evant | egal provisions:
EPC Art. 108, 84, 54, 111(1)
Keywor d:

"Admi ssibility of the appeal
anmendnent )"

Deci si ons cited:

novelty (yes, after

(yes),

T 0301/87, T 0472/88, T 0127/85

Cat chword

EPA Form 3030 10.93



9

Européisches European
Patentamt Patent Office

Beschwerdekammern Boards of Appeal

Office européen
des brevets

Chambres de recours

Case Nunber:

Appel | ant :

(Proprietor of the patent)

T 0174/98 - 3.3.5

DECI SI ON

of the Technical Board of Appeal 3.3.5

Repr esent ati ve:

Respondent :
( Opponent)

Repr esent ati ve:

Deci si on under appeal

Conposition of the Board:

Chai r man:
Menmber s:

of 30 Novenber 2000

TDK Cor poration

13-1, N honbashi 1-chone
Chuo- ku

Tokyo-to 103 (JIP)

Ei senf hr, Speiser & Partner
Martini strasse 24
D- 28195 Brenen (DE)

BC Components Hol di ngs B. V.
PO Box 8777
5605 LT Ei ndhoven (NL)

van West enbrugge, Andries
Neder | andsch COct r ooi bur eau
Scheveni ngseweg 82

PO Box 29720

2502 Den Haag (NL)

Deci sion of the Qpposition Division of the
Eur opean Patent O fice posted 28 Novenber
revoki ng European patent
to Article 102(1) EPC

R K. Spangenberg

M M Eberhard
J.

H van Mber

1997

No. 0 350 770 pursuant



-1 - T 0174/ 98

Summary of Facts and Subm ssi ons

3052.D

Eur opean patent No. 350 770 based on application
No. 89 112 193.1 was granted on the basis of eight
clainms. Ganted claim1 reads as foll ows:

"1l. A sem conductive ceram c conposition conprising

- Sr of 0.05 to 0.95 nolar parts based on SrQ

- Pb of 0.05 to 0.85 nolar parts based on PbQ

- Ti of 0.90 to 2.00 nolar parts based on Ti G
and

- Rof 0.01 to 0.30 nolar parts based on its
oxi de;

wherein Ris at |east one material selected from
the group consisting of rare earth elenments, Bi,
V, W Ta, Nb and Sb, in which

- the amounts of rare earth el enents, except Ce,
as well as the anpbunts of Bi and Sb are based on

1/ 2(R,0y) ,

- the anounts of V, Ta and Nb are based on
1/ 2(RQ), and

- the amounts of Ce and Ware based on RO, and RO,
respectively; and

wherein the conposition is subjected to firing in
an oxi di zi ng at nosphere.”
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The respondent (opponent) filed a notice of opposition
requesting revocation of the patent on the grounds of

| ack of novelty and |ack of inventive step. In support
of his argunents, the respondent relied on

JP- A- 63- 146 404 and an English transl ation thereof
(hereinafter D1).

The opposition division revoked the patent on the
ground of lack of novelty. In its decision, it held
that claim1 as granted was not novel over the

di scl osure of D1. D1 disclosed a therm stor el enment
havi ng a perovskite-type structure and conprising 0.075
nol ar parts of SrO and the sanme amount of PbO toget her
wi th 0.0022 nolar parts of Y,0,. The wording of claiml
enconpassed any sem conductive conposition which had
been fired in an oxidising atnosphere and which
cont ai ned, anong any ot her conponent, at |east the

t hree conponents Sr, Pb and R (e.g. Y) in the required
amounts. Claim 1l even enconpassed conpositions rich in
Ba. The conposition disclosed in D1 fell within the
definitions set out in claiml.

The appellant (proprietor of the patent) | odged an
appeal against this decision. He submtted an auxiliary
request wth the statenment of grounds of appeal. In a
comuni cation the parties were infornmed of the
provi si onal opinion of the board on the novelty of
claim1l according to each of the requests on file. In
reply to the said comuni cation, the appellant filed
amended clains 1-4 as a new auxiliary request on

27 Cctober 2000. Caim1l of this request differs from
claim1 of the main request by the incorporation of the
additional feature "with the proviso that bariumis not
present” at the end of the claim Oral proceedi ngs were
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hel d on 30 Novenber 2000 in the absence of the
respondent. The latter had inforned the board on

20 Novenber 2000 of his intention not to attend the
oral proceedings.

The appel lant's argunents can be sumrari sed as foll ows:

The respondent’'s doubts regarding the adm ssibility of
t he appeal were not justified since the statenent of
grounds of appeal contained reasons why the subject-
matter of the patent as defined in the auxiliary
request fulfilled the requirenent of patentability. The
deci sion of the opposition division could only be
attacked as a whol e.

The clarity objection raised by the respondent was not
rel evant. The exanpl es of the description which were
said to fall outside the scope of the invention will be
deleted in order to avoid any di screpancy between the
clainms and the description. Furthernore, clarity of the
claims was not a ground of opposition.

The wording of claim1 according to the auxiliary
request excluded the presence of barium by neans of a
disclaimer. As Dl solely dealt with bariumtitanate

whi ch was nodi fied by replacing Ba with both Sr and Pb,
the subject-matter of this claimwas novel with respect
to D1. It also involved an inventive step since a
docunent relying fully on Ba could not render obvious a
material not containing this el enent.

The respondent submtted the follow ng argunents:

The statenent of grounds of appeal did not contain any
argunent in favour of the main request. Therefore, it
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appeared that the provisions of Article 108 EPC had not
been fulfilled in connection with the main request, and
t hus, part of the appeal woul d be inadm ssible.

There was a contradi ction between claim1 of the

auxi liary request and the description. A considerable
nunber of ceram c conpositions, which were said not to
be included in the scope of the invention, did fal
within the ranges defined in claim1l. This discrepancy
resulted in a lack of clarity and | ack of support of
the clains. Apparently a further limting feature
shoul d have been incorporated in claim1, which feature
coul d, however, not be directly derived fromthe
application. Furthernore, the added feature that barium
was not present mght also lead to clarity problens in
view of the preference given in the specification for

t he presence of barium The reference to conpositions
free of bariumon page 3 of the description was made in
the context of a prior art application rather than with
respect to the patent in suit.

Claim1l of the auxiliary request |acked an inventive
step. It was clear fromthe description that the

cl aimed conpositions did not exhibit the alleged effect
over the clainmed range. According to the EPO case | aw,

i nventive step could not be acknow edged if the problem
to be solved according to the invention was not sol ved
by a substantial part of the clained range. Reference
was made to FR-A-2 317 742 in connection with the

i nventive step of bariumfree conpositions.

The appel |l ant requested that the decision of the

opposi tion division be set aside and that the patent be
mai ntai ned as granted (main request) or, alternatively,
on the basis of anmended clainms 1 to 4 according to the
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auxiliary request submtted on 27 Cctober 2000. The
respondent requested in witing that the appeal be
di sm ssed.

Reasons for the Decision

3052.D

The respondent argued that part of the appeal appeared
to be inadm ssible. In the respondent’'s opinion the
requi renents of Article 108 EPC had not been fulfilled
because the statenment of grounds of appeal contained
only the follow ng sentence in connection with the main
request: "It is the patent proprietor's assessnment that
claiml according to the main petition is allowable".
These argunents are not convincing for the foll ow ng
reasons:

The statenent of grounds of appeal contains reasons why
the subject-matter of the patent in suit restricted to
bari um free conpositions would nmeet the requirenent of
novelty with respect to D1. Therefore, it contains

| egal and factual reasons why the decision should be
set aside in the case of the auxiliary request filed
with the statenment of grounds of appeal. This was not
contested by the respondent. The fact that the
statenent of grounds of appeal contains no

substanti ation as regards the main request cannot
render the appeal inadm ssible since an appeal cannot
be partly adm ssible (it is adm ssible or not) and the
statenment of appeal contains reasons why the argunents
given in the contested decision do not apply to barium
free conpositions according to the auxiliary request.
Therefore, the board considers that by submtting
reasons in favour of the novelty of the [imted claim
t he appellant has sufficiently dealt with the grounds
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of the decision of the first instance and thus, the
requi renent of Article 108, third paragraph, is nmet. As
t he appeal also conplies with the other requirenents
set out in Articles 106, 107, 108 and Rule 64 EPC, it
is adm ssi bl e.

Mai n request (clains as granted)

3052.D

Dl discloses a sintered therm stor element having a
perovskite-type structure and positive characteristics.
This therm stor el enent has the conposition

(Bag. 55N 0.075PPo.075) Ti 1.0:05 + 0.0022 Y,O; + MO, + 0.024 Si O,
It has been obtained by sinultaneously m xing of the
"switching tenperature shifting materials" Sr and Pb
(see page 1, |ast paragraph; page 3, |ast paragraph;
page 4, lines 18 to 21; Table 2 and Fig to 2). This
conposition conprises 0.075 nolar parts of SrQ 0.075
nmol ar parts of PbO, 1.01 nolar parts of Ti O, and 0.0022
nmol ar parts of Y,0,. These values fall within the ranges
defined in claim1 of the main request. The

sem conductive ceram c conpositions according to
claiml are defined as "conprising” Sr, Pb, Ti and R
As this wording does not exclude the presence of other
conponents in addition to Sr, Pb, Ti and R the clai ned
conposition may al so include Ba. Therefore, the
conposition of the therm stor elenment disclosed in D1
falls within the clainmed definition. Furthernore, the
appel I ant has neither argued nor shown that the process
feature stated in claiml, ie the firing step in an
oxi di zi ng at nosphere, would lead to a ceramc
conposition which differs fromthe sintered thermstor
el ement disclosed in D1. In these circunstances, the
board considers that subject-matter of claim1l
according to the main request is not novel over the

di scl osure of D1. As claim 1l does not neet the



-7 - T 0174/ 98

requi rement of novelty set out in Articles 52(1) and
54, the main request nust fail.

Auxi | iary request

3052.D

The amendnents in claim1l of this request neet the
requi renents of Article 123(2) and (3)EPC. It is
directly and unanbi guously derivable fromthe
application as originally filed and fromthe patent in
suit that the sem conductive ceram c conpositions may
or may not include barium (see application as filed:
claims 1 and 5; page 41, second paragraph; page 43,
lines 6 to 8, page 44, lines 2 to 5; Tables 1 to 6

whi ch di scl ose exanples with and without Ba; patent in
suit: clains 1 and 5; page 35, lines 22 to 33; page 36,
lines 6 to 7 and 24 to 25; Tables 1 to 6). The
alternative that the conpositions do not contain barium
is thus disclosed in both the application as filed and
the patent in suit. Clains 2 to 4 correspond to
original clains 2 to 4 and to granted clains 2 to 4. By
excl uding the presence of bariumin the conpositions,
the scope of protection of the anended cl ai ns has
clearly been restricted over that of the granted

cl ai ns.

Concerning the objection under Article 84 EPC rai sed by
t he respondent, the board observes that lack of clarity
and | ack of support of the clains are not grounds of
opposition. According to the case |aw of the boards, in
t he case where clainms have been anended during the
opposi tion proceedi ngs, the opposition division and the
board have in principle the power to deal with such
issues only if they arise out of the amendnents nmade to
the clains (see decisions T 301/87, Q) EPO 1990, 335;

T 472/ 88 EPOR 1991, 487).
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However, objections to lack of clarity may be rel evant
to opposition proceedings insofar as they may influence
t he deci sions on issues under Article 100 EPC, for
exanpl e novelty or inventive step. In such cases these
obj ections need not be investigated further than is
necessary to enabl e assessnment of the issue already at
hand (see T 127/85, QJ OEB 1989, 271).

In the present case, the sole anmendnent in claim1 of
the auxiliary request is the addition of the proviso
that bariumis not present. The alleged deficiency, ie
t he di screpancy between claim 1 and sone of the
exanpl es marked with an asteri sk whose conpositions are
said not to be included in the scope of the invention
al t hough they fall within the clained range, and the
assunption that a further limting feature m ght be
mssing in claim1, concern both claiml of the main
request and claiml of the auxiliary request.

Therefore, the alleged |ack of clarity and support by

t he description does not arise out of the said
amendnment. Furthernore, the anmendnent nmade does not
give rise to an anbiguity in the claimwhich would need
to be dealt with in order to exam ne novelty. The

al l eged lack of clarity of claim1 has no influence on
the novelty issue and, therefore, it need not be
further investigated for the assessnment of novelty.

Claim1 of the auxiliary request is directed to

sem conductive ceram c conposition which do not contain
barium On the contrary, bariumis a nmandatory
conponent of the therm stor elenments disclosed in DL.
Therefore, the conpositions of claiml are novel with
respect to the disclosure of D1, as al so acknow edged
by the respondent.
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6. The question whether or not the bariumfree ceramc
conpositions according to claim1l involve an inventive
step with respect to the cited prior art has not been
exam ned by the opposition division. Furthernore, the
respondent raised the objection that the conpositions
defined in claim1 did not have the alleged effect over
t he whole clainmed range for the first time in his
letter of 5 COctober 2000. Although a nunber of effects
are indicated in the patent in suit, he neither
i ndi cated which effect was not achi eved, nor devel oped
this point any further in witing and did not attend
t he oral proceedings. In these circunstances, the
board, in the exercise of its discretionary power
pursuant to Article 111(1) EPC, finds it appropriate to
remt the case to the opposition division for further
prosecuti on.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of clains 1 to 4 of the
auxiliary request filed on 27 October 2000.

The Regi strar: The Chai r man:

S. Hue R Spangenberg

3052.D



