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Summary of Facts and Subm ssi ons

Eur opean Patent Nr. O 550 205, granted on application
Nr. 92 311 454.0, was revoked by the Opposition
Di vi sion by decision posted on 19 Decenber 1997. It
based the revocation on the finding that the subject-
matter of clains 1 and 10 of the patent as granted did
not fulfil the requirenent of novelty (Article 54 EPC)
in view of docunent:
Dl: US-A-4 948 936.

1. Clainms 1 and 10 read:

"1. A process of welding a rotatable machi ne conponent
(10, 12) conprising the steps of:

a) rotating the conponent about a |ongitudinal axis of
rotation thereof;

b) preheating an area of the conponent to be wel ded;

c) depositing a plurality of weld beads (22, 26, 28, 30)
in said area;

d) post weld heat treating said area; and
e) cooling said area to roomtenperature;

wherein steps b) through e) are carried out during
continuous rotation of said conponent.

10. A process of repairing a defect in a turbine rotor
(12) by welding conprising the steps of:
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a) renoving the defect by machining an area contai ni ng
t he defect;

b) rotating the rotor (12) about its longitudinal axis
of rotation;

c) preheating said area and adj acent areas to a
predet erm ned tenperat ure;

d) welding said area;

e) post-weld heat treating said area at predeterm ned
tenperatures; and ; and

f) cooling said rotor to roomtenperature

wherein said rotor (12) is continuously rotated during
steps c) through f).

On 13 February 1998 the Appel |l ant (Patentee)

simul taneously filed an appeal by facsimle and paid

t he appeal fee. The statenment of grounds of appeal was
filed by facsimle dated 29 April 1998. It requested
setting aside the decision in question and mai ntai ning
the patent as granted or according to one of three
auxi liary requests.

The Respondent (Opponent) replied to the appeal with
letter of 27 August 1998, requesting rejection of the
appeal. It requested remittal to the first instance for
consi dering the question of inventive step in case the
Board coul d not dism ss the appeal.

In a comuni cation pursuant to Article 12 of the Rules
of Procedure of the Boards of Appeal the Board
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expressed the opinion that the subject-matter of
claims 1 and 10 as granted appeared to fulfil the
requi renents of novelty over Dl. Since no exam nation
in respect of inventive step had been carried out by
the Opposition Division on these clains, the Board
intended to refer the case back to the Qpposition
Division, pursuant to Article 111(1) second sentence
EPC, for continuation of the opposition proceedi ngs.
Oral proceedings could thus be di spensed with. The
parties agreed to this procedure and withdrew their
requests for oral proceedings.

I n support of its request the Appellant argued that D1
did not disclose rotation of the component during
preheating, post-weld heat treatnment as well as
cool i ng.

The Respondent argued that according to exanple | of D1
a groove was nmade in a shaft to be repaired to form an
undercut. A flame was used to preheat the undercut
during 30 mnutes at 500°F;, to achieve this, it was
necessary to rotate the shaft (steps b) and c) of
claims 1 and 10 respectively). As the post-weld heat
treatment was perfornmed at the sanme tenperature for

15 mnutes, it was clear that this should al so take

pl ace while rotating the shaft (steps d) and e) of
claims 1 and 10 respectively). According to exanple I
of D1 the cooling also took place while rotating the
shaft. On a proper interpretation of D1 also the
cooling of the shaft in exanple | had to take place
while rotating it (steps e) and f) of clainms 1 and 10
respectively).

Reasons for the Deci sion

2517.D
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The appeal is adm ssible.

Novelty (Article 54 EPC)

The closest prior art for the discussion of novelty of
claiml is considered to be D1, which discloses a
process for welding a shaft conprising the steps of:

a) rotating the shaft about its longitudinal axis to
form an undercut;

b) preheating the undercut;

c) depositing a plurality of weld beads in the area
of the undercut;

d) post weld heat treating said area; and

e) cooling said area to roomtenperature.

D1 discloses step b) as being perfornmed while rotating
the shaft, see columm 12, lines 39-43, which state that
after the shaft was nmounted for rotation in a |athe,

t he undercut was preheated at 500° for 30 m nutes. The
passage then further reads: "The shaft was revol ved at
a circunferential rate of 0.7 to 1.3 foot/mn. A gas
shielded flux cored weld head was set to travel ..... "
If the preheating did not take place while rotating the
shaft, in the Board' s opinion the sentence would have
read: "The shaft was then revolved at a circunferenti al
rate of 0.7 to 1.3 foot/mn. A gas shielded flux cored
wel d head was set to travel ..... "

D1 al so discloses the deposit of a plurality of weld
beads in the area of the undercut while rotating the
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shaft, see colum 12, lines 43-60 (step c)).

However, Dl does not disclose steps d) and e) as being
performed while rotating the shaft.

D1 contains two separate disclosures of this process:

- one relating to Exanple I (colum 12, line 33 to
colum 13, line 15), in which there is a nention
of post weld heat treatnent at 500°F for
15 m nutes and of cooling, however both w thout a
mention of rotation of the shaft during each of
t hese steps and

- one relating to Exanple Il (colum 13,
lines 18-30), repeating Exanple I "with the
exception that instead of post weld heat treating
(PWHT) the deposited weld netal (enphasis added by
the Board), the deposited weld netal was wrapped
inor with an insulator and the shaft was
continually rotated, both of which functioned to
slowy cool the weld deposit instead of cooling
anbiently.”

W appi ng the workpiece in or with an insul ator and
slowy cooling the shaft is described as a repl acenent
for the post weld heat treatnent and anbi ent cooling
and therefore cannot be considered as a post weld heat
treat ment.

The Respondent argued that fromthe fact that the
preheating took 30 m nutes and the post-weld heat
treatment 15 m nutes, both steps nust have been
performed while continuously rotating the shaft.



2.5

2.5.1

2.5.2

2517.D

-6 - T 0179/ 98

However, the Board, except for the rotation in the
preheating step, cannot find any objective basis for
t hat assunption in the description of the welding
process in DI.

In its decision the opposition division argued that D1,
when considered as a whole, in particular the passage
relating to exanple Il and clains 34 and 41, clearly
appeared to teach continuous rotation of the workpiece
t hroughout the entire process.

In view of the fact that the exanpl es di scussed above
relate to two different processes, in which certain
process steps of the first exanple are replaced in the
second exanpl e by other process steps, the Board cannot
share this opinion

Considering clains 34 and 41 relied upon by the
Qpposition Division, it is to be noted that:

Claim 34 is dependent on claim28 and as such rel ates
to a "flux cored arc wel ding process for depositing a
weld netal onto a revolving cylindrical workpiece
havi ng a | ongitudi nal axis conprising the steps of:

(a) noving along a |ongitudinal axis of a revolving
cylindrical workpiece a weld deposit zone to
deposit a weld netal onto the revol ving
cylindrical workpiece in a spiral fashion to form
a deposited weld netal, and

(b) insulating the deposited weld netal,

additionally conprising revolving the cylindrical
wor kpi ece" .



2.5.3

2517.D

-7 - T 0179/98

Claim4l is dependent on claim38, thus on claim37 and
as such relates to a "flux cored arc wel ding process
for depositing a weld netal onto a revol ving
cylindrical workpiece conprising above about 0.30% by
wei ght carbon and having a | ongitudinal axis conprising
t he steps of:

- nmovi ng along a longitudinal axis of a revolving
cylindrical workpiece, per each 0.1 foot/mn. to
2 feet/mn. circunferential rate of revolution of
the cylindrical workpiece, a weld deposit zone at
a relative feed velocity of from about 1/32 inch
per each revolution of the cylindrical workpiece
to about 2 inches per each revolution of the
cylindrical workpiece, wherein the weld deposit
zone is depositing a weld netal onto the revol ving
cylindrical workpiece in a spiral fashion to form
a deposited weld netal, and

- i nsul ating the deposited weld materi al

- additionally revolving the cylindrical workpiece".

It is correct that these two clains do not explicitly
excl ude the presence of a post-weld heat treatnent, as
do the other clains of D1 referring to insulating the
deposited weld material (clainms 8, 18, 22, 30, 40).
However, such an explicit conbination of insulation
with post-weld heat treatnent finds no support in the
description of DI and is contradictory to the exanpl es
(all based on either exanmple I or I1) contained
therein. The latter clearly indicate the insulation of
the deposited weld material as an alternative to the
post-wel d heat treatnent of the area of the weld
deposit and not as a step which could or should be



- 8 - T 0179/ 98

added to the step of post-weld heat treatnent.

According to the case | aw of the Boards of Appeal a
docunent conprised in the state of the art only

di scl oses those features which are directly and
unanbi guously derivable for the skilled person.
According to the Board that is not the case here in
respect of the conbination of the post-weld heat
treatment of the deposited weld material and the
insulation of the area of the weld deposit.

2.6 Thus there is no explicit nor an inplicit disclosure in
D1 of a post weld heat treatnent while rotating the
shaft as clained in claiml.

3. The above considerations equally apply to the process
of claim 10, which also involves the step of post-weld
heat treatnment under rotation (step e)).

The process according to either claiml1l or claim10 is
t heref ore deened novel over DI1.

4. The deci si on under appeal has only gone into the
guestion of novelty of the subject-matter of clains 1
and 10 in respect of the docunment D1. The ot her
docunents avail able in these opposition appeal
proceedi ngs were not brought forward by the Respondent
in connection with an objection for |ack of novelty,
but for lack of inventive step. The Board is satisfied
t hat none of these docunents discloses all features of
either claim1 or claim10.

The process according to either claiml1l or claim10 is
t herefore novel (Article 54 EPC)
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5. In the decision under appeal the question of inventive
step has not been addressed by the Qpposition Division.
To allow the parties a consideration of this question
in tw instances the Board decides to nmake use of its
powers pursuant to Article 111(1), second sentence EPC
toremt the case to the Qpposition Division for
further prosecution.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Cpposition Division for
further prosecution.

The Regi strar: The Chai r man:

M Patin P. Alting van Ceusau
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