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Summary of Facts and Submn ssions
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The appeal is fromthe decision of the Qpposition
Division to mai ntain European patent No. 0 422 948 in
amended formwith clains 1 to 13 filed wth the letter
dated 6 Novenber 1996. Claim 1l thereof reads as
fol | ows:

"Use of a water soluble ionene polyner to inhibit the
adhesi on of bacterial cells to solid surfaces and
control biological fouling in agueous systens w thout
killing the fouling organi sns wherein said i onene

pol yner is added to said agqueous systemin an anount of
0.1 ppmto 50 ppm based on the wei ght of aqueous I|iquid
in the system"”

The Qpposition Division held that the clainmed subject-
matter was novel with respect to

D2: EP-A-0 354 889,

a docunent belonging to the state of the art pursuant
to Article 54(3) and (4) EPC. It was stated that the
teaching of D2 taken as a whole did not nmake avail abl e
to the skilled person the teaching that an effective
control of biofouling could be achieved by inhibition
of adhesi on, whereby at the sane tinme the killing of
the fouling organi sns was avoi ded.

In the statenent of the grounds of appeal, the
appel | ant (opponent) attacked the clains as nmintai ned
by the Opposition Division on the grounds of
unal | owabl e extension (Article 123(2) EPC),

i nsufficient disclosure (Article 83 EPC), |ack of
novelty (Article 54(1) EPC) and |ack of inventive step
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(Article 56 EPC). Wth respect to |lack of novelty,
inter alia, reference was nade to D2.

During oral proceedings, which took place on 13 March
2001, the respondent submtted four sets of clains as
auxiliary requests. In claiml1 of the first auxiliary
request the upper Iimt of the anmount of ionene pol yner
to be used is replaced by "10 ppnf; in claim1l of the
second auxiliary request the anount of ionene polyner
to be used is from"1l to 10 ppnf, and in claim1l of the
third auxiliary request this ambunt is from"5 to

10 ppnf'; the rest of the text of these clains remai ned
unanmended. Claim 1l of the fourth auxiliary request read
as follows:

"Use of a water soluble ionene polynmer to inhibit the
adhesi on of bacterial cells to solid surfaces and
control biological fouling in aqueous systens w t hout
killing the fouling organi sns wherein said ionene

pol ymer is added to said aqueous systemin an anount of
5 ppmto 10 ppm based on the wei ght of aqueous |iquid
in the system and wherein said ionene polyner is
derived froma reaction of epichlorohydrin,

epi bromohydrin or 1,1 -oxybis(2-chloroethane) with N
met hyl met hanam ne or NN, N ,N -tetranet hyl -1, 2-

et hanedi am ne. "

Wth respect to the novelty objection based on D2, the
appel | ant argued essentially that the only feature not
explicitly disclosed in D2 was the use of the ionene
pol ymer without killing the fouling organi sns, but that
this feature was not clear enough for a proper
limtation. Moreover, since the process conditions were
the sane, the effects nust al so be the sane.
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\Y/ The respondent argued in line with the contested
deci sion that D2 did not disclose the feature of
preventing fouling without killing the fouling
organi sns. Fromthe exanples, according to which
additionally to the ionene polyner, biocides were used,
it was clear that the fouling organisns were kill ed.
Wth reference to the decision of the Enlarged Board of
Appeal G 2/88 (QJ EPO 1990, 93) it was further argued
that for novelty of a use claimit was only rel evant
what was actually nmade avail able to the public, not
what m ght have been inherent in what was made
avai |l able to the public.

VI, The appel | ant (opponent) requested that the decision
under appeal be set aside and that the European patent
No. 0 422 948 be revoked.

As main request the respondent (patentee) requested
that the appeal be dism ssed. As auxiliary requests,
t he respondent requested that the decision under appea
be set aside and the patent be naintained on the basis
of any of auxiliary requests 1 to 4, taken in their
nunerical order, submtted during the oral proceedings.

Reasons for the Decision

1. The patent in suit concerns the use of a water soluble
i onene polyner for inhibiting bacterial adhesion and
controlling biological fouling in aqueous systens. The
use of polyners derived froma reaction of
epi chl orohydrin wi th N-nethyl met hanam ne
(dinmethylamne) is specifically nentioned and cl ai ned
in auxiliary request 4. The use of said polyner for
sai d purpose is disclosed in D2, see page 3, lines 38
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to 41 and 55 to 57, page 4, lines 16 to 20 and 42 to
44, D2 further discloses that the polyner can be used
i n unexpectedly | ow concentrations (page 3, lines 58 to
61). The concentration can be as low as 0.1 ppm
Preferably the amount is fromabout 5 ppm (page 7,
lines 4 to 13). Thus | eaving out of consideration the
feature "without killing the fouling organisns”, which
will be discussed in the follow ng, D2 discloses al
features of clains 1 according to all requests. It
remains to be deci ded whether said remaining feature
actually confers novelty upon the clained use.

According to the summary of the invention in the patent
specification the addition of the ionene polyner in an
anmount of 0.1 ppmto 50 ppmeffectively inhibits the
adhesi on of the bacterial cells to exposed surfaces

wi thout killing the fouling organisnms and al so w t hout
harm ng non-target organisns (page 3, lines 14 to 18).
In the patent specification it is further indicated
that while the present polyners are known to be
bactericidal at concentrations above certain threshold
| evel s, the inventors have found that they are
effective in preventing the adhesi on of bacteria even
at concentrations substantially below the threshold

| evels (page 4, lines 5to 7). For product C, a polyner
according to claim1l of auxiliary request 4, the
exanpl es of the patent specification reveal that at a
dose of 5 ppmthe bacterial growmh is only slightly
inhibited. On the basis of the exanples it was

concl uded that the fouling organisns were not killed
and the total bacterial population was not affected
(page 5, lines 19 to 25 and Table 3). Fromthese
statenents it follows that "without killing the fouling
organi sns" in the context of the patent in suit neans
that the polyner is added in a concentration bel ow the
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threshold | evel for substantially affecting the
bacterial popul ation including the fouling organisns,
or, in other words, the non-killing of the fouling
organisns is the nere consequence of adding the polyner
in a concentration below said threshold Ievel.

The use of polyners with the sanme chem cal conposition
as polynmer C at the sanme dose of 5 ppmfor reducing or
elimnating slime or other mcrobiol ogical deposits on
parts of the equi pnent has al ready been disclosed in D2
(page 7, lines 7 to 13 in conbination wth page 4,
lines 42 to 44). It is not stated there that by the
said treatnment the fouling organisns are kill ed.

The respondent argued that in D2 the purpose of killing
the fouling organisns followed fromthe contenporary
use of biocides. Therefore he concluded the clained use
was different fromthe use disclosed in D2.

The Board cannot, however, agree with this |ine of
argunment. D2 does not require the additional use of

bi ocides. D2 explicitly discloses that an object of the
invention is to provide a new nethod, by which the use
of toxic biocides is elimnated or greatly reduced, ie
to provide a paper m Il deposit control nethod which is
environnental |y acceptable (page 3, lines 18 to 19).
The use of biocides is only optional (page 2, lines 58
to 61). Moreover, in Table 1 conparative exanples are
presented showi ng that the addition of the polyner at
certain dosage points has a sline reducing effect in a
paper nmachi ne, where at the sane dosage poi nt

(Exanpl e B) or at another dosage point (Exanmple C) a

bi oci de i s added. The exanples reveal that it is not
necessary to have a biocide in the shower water tank
for reducing the sline built-up.
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Therefore, a skilled person would have inferred from

the disclosure of D2 that in the absence of additiona
bi oci des the fouling organisns are not killed by the

use of the ionene polyner.

However, even if the non-killing of the fouling

organi sns were to be regarded as a new y di scovered
techni cal effect occurring in the use of the ionene

pol ymers at the | ow dosage described in D2, this
feature woul d not confer novelty to clains 1 of any of
the present requests before the Board, because, as has
been expl ai ned above, this feature is no nore than a
further explanation of the phenonena underlying the use
of the ionene polyner for controlling biologica
fouling known from D2. The feature does not inply any
technical activity different fromthe technica
activities disclosed in D2 nor does it end up in a new
techni cal application which would not necessarily be
correlated with the application or use for controlling
bi ol ogi cal fouling known from D2 and whi ch coul d be
clearly distinguished therefrom It has never been

al l eged by the respondent that non-killing of the
fouling organi sns could constitute a technical aimon
its own to be achieved i ndependently fromthe contro
of bi ol ogical fouling.

As has rightly been stated in decision T 892/94 (QJ EPO
2000, 1, 3.4 et seq. of the Reasons) there is only a
new use constituting a novel functional technica
feature within the neaning of decision G 2/88 (QJ EPO
1990, 93) where the newy discovered technical effect

| eads to a use of the known substance for a hitherto
unknown purpose reflecting said effect (see also the
wor di ng of the answer given by the Enlarged Board to
gquestion of lawiii) (Headnote Ill) in decision
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G 2/88). As has also been confirned in | ater decisions
there nust be a new technical application or use which
IS not necessarily correlated with the known
application or use and can be clearly distinguished
therefrom (see e.g. T 892/94, 3.5 of the Reasons,

T 233/96 of 4 May 2000, 8.6 et seq. of the Reasons, for
a diagnostic use). The nere explanation of an effect
obt ai ned when using a known conpound for a known

pur pose cannot confer novelty on a claim even if the
new y di scovered technical effect underlying said known
use is indicated in the claim (T 706/ 95 of 22 May 2000,
2.5 of the Reasons, T 189/95 of 29 February 2000, 2.4
of the Reasons).

As the latter is the case here, novelty cannot be
attributed on this basis.

4. For these reasons the Board holds that the subject-
matter of clainms 1 according to all requests | acks
novelty over the state of the art as disclosed in D2.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The patent is revoked.
The Regi strar: The Chai r man:
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