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Summary of Facts and Submn ssions

1823.D

The appel |l ant (=patent proprietor) has appeal ed agai nst
t he decision of the opposition division revoking

Eur opean patent nunber 0 548 848 (application nunber

92 121 611.5). The patent concerns a di spl acenent

det ecti ng devi ce.

The appeal was based on clains according to a nmain or
subsidiary request filed wwth the statenent setting out
the grounds of appeal. The respondent (=opponent)
replied to the appeal and the appellant responded
thereto. Consequent to subsidiary requests of both
parties, oral proceedi ngs were appoi nted, the

communi cati on acconpanyi ng the summobns assessing the
argunents of the parties, declaring the intention of
reaching a final decision at the oral proceedi ngs and
al so touching on substantive issues in relation to the
prior art. Follow ng the summons and in advance of the
oral proceedings the appellant filed fresh main and
subsi di ary requests contai ning anended cl ai ns.

During the oral proceedings, clarity of clains as
amended was addressed. The board drew attention in this
respect inter alia to a feature involving "two optica
m xi ng el ements” in the context of "light beans"
mentioned in the independent clains. The appel |l ant

expl ained his view of the functioning of the detecting
device to the board and, in the light of this

expl anation, offered to review the clains. Comments
were made by the respondent and interruptions to the
oral proceedings were nade to afford the appel |l ant
opportunities to review clains as anended in order to
nmet the clarity objection. The appellant each tine took
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the opportunity to effect further anmendnents, the
wor di ng of independent clains 1 and 14 finally arrived
at according to the main and the subsidiary requests
bei ng as fol |l ows:

Mai n request

"1. A displacenent detecting device for detecting
information relating a displacenent of an object

havi ng:

a light source;

a light beamtransform ng optical elenment for
transform ng converge-di verge condition of a |ight beam
fromsaid |ight source;

an optical splitting elenment for splitting the Iight
beam transfornmed by said |ight beam transform ng
optical elenent so that at least two |ight beans split
by said optical splitting elenent are irradiated onto
sai d object; and

a detection system including:

two optical mxing elenents for mxing and interfering
two light beans from anong said at |east two |ight
beans, which conme fromsaid object to produce m xed and
interfered |ight beans;

a light-receiving elenent for detecting said m xed and
interfered |ight beam respectively; and

a signal processing circuit for neasuring the

di spl acenent of said object depending on a detection
signal of said light-receiving el enent,

characterized in that

a transparent nenber is provided, whereby said |ight
beam transform ng optical elenment is integrally

provi ded on one surface of said transparent nenber,
said light splitting elenent and said two optica

m xing el enments are integrally provided on anot her
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surface of said transparent nmenber, said |ight
splitting elenent and said optical m xing elenents are
aligned in a predeterm ned positional relation with
each other, and said |ight beamtransform ng optica

el ement and said light splitting elenent are aligned in
a predeterm ned positional relation so that the |ight
beam from said |ight source passes through said
transparent menber fromsaid |ight beamtransform ng
optical elenent to said optical splitting elenment. "

The wordi ng of independent claim14 differs fromthat
of claiml as follows:

"A di spl acenent detecting device for detecting
information relating a displacenent of an object
having” is replaced by "An apparatus for driving an
obj ect havi ng"”,

"to produce mxed and interfered Iight beans" is
replaced by "to produce a plurality of m xed and
interfered |ight beans", and

- "characterized in that" is replaced by "and the
apparatus further conprising: a driving unit for
effecting relative drive between said object and said
l'ight-receiving elenent; and a control unit for
controlling said driving unit on the basis of a
detection signal of said |ight-receiving el enent;
characterized in that".

Subsi di ary request

The wordi ng of independent claim1 differs fromthat of
claim1 of the main request as foll ows:

"a detection system i ncluding:
two optical mxing elenents for mxing and interfering
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two |ight beans fromanong said at |east two |ight
beans, which cone from said object to produce m xed and
interfered |ight beans;

a light-receiving el enment for detecting said m xed and
interfered |ight beam respectively;”

is replaced by

"a detection system i ncluding:

two optical mxing elenents for mxing and interfering
two |ight beans fromanong said at |east two |ight
beans, which cone from said object to produce a m xed
and interfered Iight beam respectively;

a light-receiving el enent for detecting said m xed and
interfered |ight beam"™

The word "integrally" is deleted in the characterising
part of the claimand the penultinate feature of the
claimbeginning "said light splitting el enent and said

optical mxing elenents..." is anended to read as

foll ows:

"said light splitting elenent and said optical m xing
el ements are integrally fornmed to be aligned in a
predeterm ned positional relation with each other on
sai d transparent nenber,"

The wordi ng of independent claim14 differs fromthat
of claim1l as follows:

"A di spl acenent detecting device for detecting
information relating to a displacenent of an object
havi ng" is replaced by "An apparatus for driving an
obj ect havi ng"”,

- "characterized in that" is replaced by "and the
apparatus further conprising: a driving unit for
effecting relative drive between said object and said
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l'ight-receiving elenent; and a control unit for
controlling said driving unit on the basis of a
detection signal of said |ight-receiving el enent;
characterized in that",

"said two m xing el enents are provided on
anot her surface" is replaced by "said optical m xing
el ements are provided on anot her surface".

The cases of the parties as advanced during the ora
proceedi ngs can be summari sed as foll ows: -

Request s

Appel | ant

Setting aside of the decision under appeal and

mai nt enance of the patent on the basis of the main or
the subsidiary request as filed during the ora
proceedi ngs.

Respondent

Di sm ssal of the appeal.

Subm ssi ons

Appel | ant

The anmended features of clains 1 and 14 of both the
mai N and the subsidiary requests pertaining to the two
optical mxing elenents are based on the arrangenent

di scl osed in the patent specification wwth reference to
Figure 1C, and in particular on the paragraphs at

lines 39 onward of page 3 of the patent specification.
From anong the at least two |ight beans diffractively
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split by the optical splitting elenent, irradi ated onto
the object and diffractively radi ated back by the
object, two are then diffractively m xed and interfered
by the two optical m xing elenents 32B and 32C. The two
l'ight beans to be m xed are therefore different from
the two |ight beans split by the optical splitting

el ement. The correspondence between the split |ight
beans and the |ight beans for m xing is nmade clear in
the anmended claimby virtue of both the term"from
anong" and the comma in the anended feature "[...]

m xing and interfering two |ight beans from anong said
at least two |ight beans, which cone from said object”.
Anmended clains 1 and 14 give a teaching sufficiently
clear to be understood by the person skilled in the
art, for whomno other interpretation can be given to
the light beamsplitting and m xi ng arrangenent defi ned
in the amended cl ai m

Respondent

The anmended features of clains 1 and 14 of both the
mai n and the subsidiary requests pertaining to the two
optical mxing elenents are not clear in the sense of
Article 84 EPC. In particular, it is not clear in the
anended cl aimwhich two Iight beans fromthe object are
referred to, and whether or not the two |ight beans to
be m xed correspond with two of the |ight beans split
by the optical splitting elenment. Therefore, it is not
clear how the light fromthe light source is actually
brought into interference at the optical m xing

el ement s.

At the end of the oral proceedings, the board gave its
deci si on.
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Reasons for the Deci sion

2.1

2.2

1823.D

The appeal conplies with the provisions nmentioned in
Rule 65(1) EPC and is therefore adm ssible.

Mai n request - Article 84 EPC

In conparison with claim1l as granted, claim1l of the
mai n request has been anended, inter alia, to specify
that the detection systemincludes "two optical m xing
el ements for mxing and interfering two |ight beans
fromanong said at |least two |ight beans, which cone
fromsaid object to produce m xed and interfered |ight
beans”. The "said at |least two |ight beans” refer to
the "at |east two |ight beans" split by the optica
splitting elenment and irradi ated onto the object as
previously defined in the claim

The provision of two optical m xing el enents according
to the anended feature is described in the patent
specification with reference to Figures 1 to 10 as
conprising two optical m xing elenments 32B and 32C, the
el ements being optionally segnented 32B;- 32B, and 32C;-
32C, as shown in Figures 3 and 7. Unlike the Doppler

di spl acenent sensors subsequently described with
reference to Figures 12 and 13 and devoid of optica

m xi ng neans, the displacenent detecting devices, which
i nvol ve "optical mxing elenents”, require three |ight
beans (R,, R; and R,;) split by the optical splitting

el ement and giving rise by diffraction to two pairs of
i ght beans (R,; ' and R*, and R, and Ry?!) each being
m xed and interfered by a respective one of the two
optical mxing elenents 32B and 32C (see in particul ar
Figure 1C and page 3, line 45 to page 4, line 17 of the
patent specification). The m xi ng operation by two
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m xi ng optical elenents, according to the patent
specification, therefore requires four |ight beans for
m xing originating fromthree different |ight beans
split by the optical splitting nmeans. The rel ation
between the at least two |light beans irradiated onto
the object and the "two |ight beans from anong said at
| east two |ight beans, which come fromsaid object” is
thus in the context of the anended claimnot clear.
Neither is it clear in the fornulation of the anmended
feature in what way just two |ight beans can be m xed
and brought into interference by neans of two different
optical mxing elenents so as to produce m xed and
interfered light beans. The claimis therefore not

cl ear.

The expl anation given by the appellant concerning the
functioning of the described enbodi nents invol ving
"optical mxing elenments” was not in disagreenent with
the analysis given in point 2.2 above. However, the
board is not persuaded by the approach of the appell ant
that a person skilled in the field of optical splitting
and m xi ng techni ques woul d consi der the clained
wor di ng cl ear because of the description. In the
board's view, the skilled person understands, as a
matter of |anguage, fromthe wording "said at |east two
i ght beans", that the beans referred to are those
antecedent in the claim The skilled person then has a
starting point in the nunber specified in the claim
i.e. two, and thus knows that two |ight beans con ng
fromthe object derive fromanong said two split |ight
beans, i.e. just two of two to be m xed and interfered
by the two m xing elenents. As can be seen fromthe
expl anation given in point 2.2 above, producing m xed
and interfered |light beans froma two to two
configuration does not make technical sense as a three
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to two pairs configuration is required. If the claimis
understood as that the two beans to be m xed derive
fromnore than two split beans (i.e. any nunber of
beans to just two, still not to two pairs), then the
split beans concerned are indefinite, so that a further
| ack of clarity is created as it is unclear what beans
are selected such that an interference at the m xi ng
elements is achieved. Wiile it is true that enbodi nents
described in the detail ed description are technically
sound, the anmendnent to the clai mdoes not derive from
t hese enbodi nents, but is intrinsically incorrect. Thus
t he approach of the appellant woul d have the board
accepting that clainms do not have to contain correct or
even any essential technical features of the invention
as the skilled person nerely has to correct or fill in
what is neant fromthe description. Such an approach is
far renoved frominterpreting correct and present
features of the claimin the |ight of the description
and cannot convince the board of clarity of the claim

Therefore, the board had to conclude that claim1 as
anended in accordance with the nmain request is not
clear as required by Article 84 EPC

| ndependent claim 14 includes the anended features
correspondi ng to those anal ysed above in relation to
claiml1, differing only in that the expression "to
produce m xed and interfered |ight beans” is repl aced
by "to produce a plurality of mxed and interfered

i ght beans”. This difference does not bear on the

I ssues discussed in points 2.1 to 2.3 above, and
therefore the conclusion reached in point 2.4 with
regard to claim1l also applies to claim1l4 of the main
request.
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3. Subsi diary request - Article 84 EPC

In conparison with claim1 as granted, claim1l of the
subsi di ary request has been anended, inter alia, to

i ncorporate the sane anendnents di scussed in point 2
above with regard to claim1l of the main request,
except for the replacenent of the expression "to
produce m xed and interfered |ight beans" by the
expression "to produce a mxed and interfered |ight
beam respectively”. Since this difference does not
affect the common features of the main and subsidiary
request which are not clear, the conclusion reached in
point 2.4 with regard to claim1 also applies to
claiml1l of the subsidiary request. A corresponding
concl usion applies furthernore to i ndependent claim 14
which is subject to the sane uncl ear anendnent.

4. Patentability

Since clains presented by the appellant during ora
proceedi ngs before the board | acked clarity, there was
no room for pursuing substantive aspects of the case
touched upon in the communi cation acconpanyi ng the
summons to oral proceedi ngs.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

1823.D
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P. Muartorana E. Turrini

1823.D



