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Summary of Facts and Submn ssions

1351.D

The appel |l ant (patentee) | odged an appeal against the
deci sion of the Opposition Division revoking patent
No. 0 524 181.

Opposi tion had been fil ed against the patent as a whol e
based on Article 100(a) EPC (lack of novelty and

i nventive step). During the opposition proceedings the
ground for opposition according to Article 100(c) EPC
(i nadm ssi bl e amendnent) had al so been rai sed.

The Qpposition Division held that the subject-nmatter of
claim1l of each of the requests of the appellant either
ext ended beyond the disclosure of the application as
filed, and thus of fended agai nst the provision of
Article 123(2) EPC, or involved an extension of
protection as conpared with the patent as granted and

t hus of fended agai nst the provision of Article 123(3)
EPC.

The appel | ant requested that

(1) t he Board decide in an enl arged conposition,
conprising two legally qualified nenbers and
three technically qualified nenbers.

(ii) the decision under appeal be set aside and it be
deci ded that the clains of the main, first and
second auxiliary requests as considered by the
OQpposition D vision are adm ssi ble and do not
of fend agai nst the provisions of Article 123(2)
and (3) EPC and that the case be remtted to the
first instance for further prosecution.
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(iii) the question of whether the revocation of a
Eur opean patent for purely formal reasons
constitutes an of fence agai nst constitutiona
property rights should be referred to the
Enl ar ged Board of Appeal.

An auxiliary request for oral proceedi ngs was
subsequent |y w t hdrawn.

The respondents I, Il and Il (Opponents A, Al and
A1l1) requested that the appeal be dism ssed and, in
the case of respondents | and Il, as an auxiliary
request, that oral proceedi ngs be held.

The mai n request of the appellant is for maintenance of
the patent in suit as granted, claim1l of the patent in
suit as granted reading as foll ows:

"A nmethod of injection nolding a plastic article with
gas- assi stance conprising the steps of:

Injecting a pressurized charge of nolten plastic
through a flow path and into an article-defining cavity
of a nold,

depressurizing the nolten plastic in the flow path by a
controlled anbunt after the injection step;

i ntroduci ng a charge of gas pressurized at a
predeterm ned | evel into the nolten plastic for
assistance in nolding the article in conformty with
the article-defining cavity;

mai nt ai ni ng the gas under pressure while the plastic
solidifies in the article-defining cavity;

and renoving the article fromthe nold

characterized in that

the pressurized charge of nolten plastic is injected by
advanci ng a reci procable, rotating screw to knead and
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melt plastic granules into a nolten nmass, said screw
functioning as a ram

that depressurizing the nolten plastic is carried out
by controlled retraction of the reciprocable, rotating
screw and/or by controlled retraction of a pin with a
tip bounding a portion of the flow path,

and that the pressurized gas is vented prior to
renoving the article fromthe nold."

In claiml of the first auxiliary request of the
appel l ant, the words "by controlled retraction of the
reci procable, rotating screw and/ or" appearing in
claim1 of the main request of the appellant are
del et ed.

In claiml1l of the second auxiliary request of the
appel l ant, the characterizing portion of claim1l of the
mai n request of the appellant is anended to read as
fol | ows:

"characterized in that the pressurized charge of nolten
plastic is injected through the flow path defined as
the head of a cylindrical opening in a barre

containing a reciprocable rotating screw to knead and
melt plastic granules into a nolten mass, a passageway
in a valve interposed between the cylindrical opening
and a nozzle, a passageway in the nozzle, an opening in
a sprue, a runner systemand a gate by advanci ng said
screw functioning as a ram

that depressurizing the nolten plastic is carried out
by controlled retraction of a pin with only its tip
bounding a lateral portion of the flow path,

i ntroduci ng the charge of pressurized gas at a sel ected
point into the flowath downstream of the valve while
said valve is in its closed position,
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and that the pressurized gas is vented prior to
renoving the article fromthe nold."

The appel |l ant argues essentially as foll ows:

As the main argunent, it is submtted that, during

i njection, the screw nay either continue to rotate or
be advanced wi thout rotation. Reference is nmade to the
cat al ogue E12 (Spritzgieltechnik 1990), pages 24 and
28. Whilst the word "rotating”" in claiml of the main
request and of both auxiliary requests is semantically
related to the steps of injecting and depressuri sing,
the technical neaning of the termis not specifically
related to these steps. The extent of protection of
claim1l of the main request covers both the possibility
of the screwrotating or not rotating as it functions
as a ram rotation only being necessary during kneadi ng
and nelting of the plastics granules. The subject-
matter of claim1 of the main request does not extend
beyond the content of the application as filed and thus
conplies with the requirenent of Article 123(2) EPC.

As a secondary argunent, in the event that claim1 of
the main request is construed as requiring rotation of
the screw during the steps of injecting and
depressurising, it is submtted that rotation of the
screw during injection and retraction is inplicitly

di sclosed in the application as filed. Caim1l of the
mai n request thus also conplies in this case with the
requi rement of Article 123(2) EPC

As a tertiary argunent, it is submtted that the term
"rotating" does not provide a technical contribution
and nerely serves to limt the protection conferred by
the patent in suit. According to the decision G 1/93 of
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the Enl arged Board of Appeal (QJ EPO 1994, 541), the
i ntroduction of such alimtation is permssible.

Mor eover, by replacing the term"rotational" by
"rotating", the appellant has not obtained an undue
advantage, the term"rotating" not being decisive with
reference to the questions of novelty and inventive
step, and an adverse effect on the interests of third
parties has not been created, neither has their |ega
security been danmaged. Hence, the inescapable trap
mentioned in decision G 1/93 and its sanction, nanely
the revocation of the patent in suit wthout
consideration for the intellectual and industria
property rights contained in the invention as discl osed
in the application as filed is contrary to the
constitutional principle relating to the protection of
i ndi vidual property rights because it is too harsh and
inequitable in view of the rather m nor deviation from
the provisions of the EPC

The respondents argue essentially as foll ows:

The term"rotating" is not synonynous with the term
"rotational". Rotating neans that the screwis actually
rotating, whereas rotational neans that the screwis
capable of rotating. There is no disclosure in the
application as filed of the screw rotating during

i njection or depressurisation. The amendnents made to
claim1 of all the requests submtted by the appellant
t hus include process steps which were not disclosed in
the application as filed and thus extend the scope of
protection beyond the content of the application as
filed contrary to Article 123(2) EPC

The term "rotating" cannot be del eted w thout extending
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the scope of claiml1l of all the requests submtted by
t he appel |l ant beyond the nethod clained in claim1 of
the patent in suit as granted, since this would be
contrary to Article 123(3) EPC.

Reasons for the Decision

1351.D

Conposition of the Board of Appea

According to Article 21(4)(b) EPC, the Board may inter
alia be enlarged so as to consist of three technically
qual i fied nmenbers and two legally qualified nmenbers
when the Board of Appeal considers that the nature of
the appeal so requires. In the present case, the Board
does not consider that there are any |egal or technica
I ssues which woul d require such an enl argenent of the
Boar d.

Mai n request and first auxiliary request of the
appel | ant

The application as filed discloses a nethod of
injection nolding a plastic article with gas-assistance
and an apparatus for carrying out the nethod. The
description of the application as filed opens with a

di scussi on of the background art, in particular the
probl ens associated wth contai nnment of the gas within
the injected plastic. The description then continues
with the disclosure of the invention, which utilises a
depressurisation step in order to reduce the resistance
presented by the plastic to entry of the gas. Neither

t he di scussion of the background art nor the disclosure
of the invention nmakes any reference to the question of
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whet her or not the screwis rotating during injection
and depressurisation. The description is conpleted by a
description with reference to the drawi ngs of a
preferred nmethod and apparatus according to the

i nventi on.

The description wwth reference to the draw ngs
commences at page 6 of the published PCT internationa
application. The nethod is first explained with
reference to Figure 1, which is a flow chart of a

nmet hod of injection nolding a plastic article with gas-
assi stance having six steps, nunbered froml to 6. O
interest to the question of whether or not the
application as filed discloses a nethod wherein the
screw is rotating during injection and depressurisation
are steps 1 and 2.

Step 1is, in fact, divided into two sub-steps, in the
first of which plastic granules within a barrel are
melted by rotation of the screw and by heater bands.
This is conventional, heat being generated in the
plastic by virtue of the shearing action of the screw
In the second sub-step, the nolten plastic mass is
injected into the article-defining cavity of the nould
by advanci ng the screw as an injection ram An

i ndication that injection takes place after nelting of
the granules is given by the use of the word "then" in
line 18. The paragraph at page 6, lines 8 to 24, does
not, however, explicitly state whether or not the screw
is rotated during advancenent.

In step 2, the volune of the flow path is increased,
thus depressurising the nolten plastic. This can be
achi eved either by retracting the injection ram or
anot her reciprocabl e nenber. The paragraph at page 6,
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line 25 to page 7, line 2 does not explicitly state
whet her or not the screwis rotated during retraction
of the screw

The description continues frompage 8 I|ine 5 with a
description of the apparatus for practising the nethod
of the invention. At page 8, lines 13 to 16, it is
stated that the screw "is rotational to knead, nelt and
advance plastic materials into a nolten nmass", that is,
the functions of the first sub-step of step 1 referred
to above. At page 8, line 18, it is stated that the
screw "is also reciprocable to inject the nolten
plastic mass". There is thus again no explicit

di scl osure of whether or not the screwis to be rotated
duri ng advancenent. However, the fact that the

par agraph at page 6, lines 8 to 24 appears to suggest
that the functions disclosed as being achi eved by
rotating the screw, that is to forma nolten nmass from
the granul es, are conpleted before injection of the

nol ten mass, woul d appear to indicate that the screw
should not, in fact, be rotated during injection. In a
nmet hod i nvolving rotation of the screw during
injection, nelting of the granules continues during

I nj ection.

At page 10, line 30, to page 11, line 6, the
advancenent of the screwis discussed with reference to
Figure 3. Retraction of the screw is discussed at

page 11, lines 20 to 24. These passages again nerely
refer to the screw functioning "as a ranf during

i njection and being retracted and do not nmake any
reference to rotation.

Finally, the clains nake no reference whatsoever to
rotati on of the screw
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The application as filed thus does not contain any
explicit teaching of rotation of the screw during
either injection or retraction. The person skilled in
the art wishing to carry out the teaching of the
application would further not find any incentive in the
application as filed to rotate the screw during either
injection or retraction. The application as filed thus
al so does not contain any inplicit teaching of rotation
of the screw during either injection or retraction.

It is known in the prior art, as illustrated by the
cat al ogue E12 (see pages 24 and 28), that injection can
be carried out wwth the screw either rotating or not
rotating. It is nore usual not to rotate the screw,
thus enabling the volune of plastic to be accurately
determ ned. On the other hand, it is known in the art
that the screw may be rotated during injection so that
further plastic is nelted during the injection step. In
this way, in the case of large articles, the size of

t he screw does not have to be increased proportionally
to the increase in size of the articles to be noul ded.

It thus cannot be accepted that to construe the word
"rotating"” as requiring that rotation takes place is a
mere narrow, semantic interpretation, far renoved from
the practical approach of the person skilled in the
art. On the contrary, the person skilled in the art is
aware of the fact that, under sone circunstances, it
may well be desirable to rotate the screw during
injection and will read claim1l of the nmain and first
auxiliary requests as being restricted to a nethod in
which the screwis rotated during injection.

The argunent of the appellant to the effect that the
extent of protection conferred by claiml of the main
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and first auxiliary requests conprises a screw which is
rotating or not rotating during injection cannot be
accepted. The semantic interpretation of the term"the
pressuri zed charge of nolten plastic is injected by
advancing a reci procable, rotating screw to knead and
nelt plastic granules into a nolten nass, said screw
functioning as a ram as neaning that the screwis
rotated during injection is on all fours with the
practical or technical understanding of the term since
the person skilled in the art is aware that the option
of rotating the screw during injection is avail able and
t hus, upon reading the claim w Il understand that this
option shoul d be adopt ed.

It simlarly cannot be accepted that rotation of the
screw during injection is inplicitly disclosed in the
application as filed. At page 6, lines 13 to 17 of the
application as published, the reader is told that
"plastic granules are nelted into a plastic mass by a
screw within a barrel. The rotation of the screw and
the heater bands heat and nelt the plastic and advances
it toward a chanber at the nozzle end of the machine".
This is conventional in the art and results in nolten
mass of plastic being available for injection. The
description then continues "the injection of the nolten
pl astic mass then occurs by ... advancing the screw as
an injection ram'. Insofar as there is any inplicit
teaching in this passage (see point 2.2 above), it is
that the screw should not be rotated when acting as a
ram during injection.

When the screw is not rotated, the volume of plastic
injected into the nould can be accurately determ ned.
Wien the screwis rotated, further plastic is nelted
during the injection step, thus shortening the cycle
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time and allowng larger articles to be noul ded w t hout
a corresponding increase in the size of the barrel and
screw. The fact that different technical effects are
achi eved by the rotation or non-rotation of the screw
inplies that the feature provides a technica

contri bution.

2.7 Thus, claim 1l of the main request offends against the
provision of Article 123(2) insofar as it is specified
that "the pressurized charge of nolten plastic is
i njected by advancing a reciprocable, rotating screw'
and that "depressurizing the nolten plastic is carried
out by controlled retraction of the reciprocabl e,
rotating screw', in view of the fact that a nethod of
i njection noul ding including such steps is not
di sclosed in the application as filed.

Simlarly, claim1 of the first auxiliary request

of fends against the provision of Article 123(2) EPC
insofar as it is specified that "the pressurized charge
of nolten plastic is injected by advancing a

reci procable, rotating screw', in view of the fact that
a nethod of injection noulding including such a step is
not disclosed in the application as filed.

Second auxiliary request

3.1 Caim1l of the main request, that is, of the patent in
suit as granted, specifies that "the pressurized charge
of nolten plastic is injected by advancing a
reci procable, rotating screw

3.2 Claiml of the second auxiliary request nerely

specifies that injection occurs "by advancing said
screw functioning as a ranf. The claimthus includes

1351.D Y A



3.3

1351.D

- 12 - T 0283/ 98

within its scope both the case in which the screwis
rotated during injection and the case in which the
screw is not rotated during injection. The anendnent of
the claimduring the opposition proceedi ngs thus has
the effect of extending the protection conferred.
Caiml of the second auxiliary request thus offends
agai nst the provision of Article 123(3).

Alimting amendnment was nmade to claim 1l before grant
of the patent in suit, consisting of the introduction
into that claimof the undisclosed feature that the
screw is rotated during injection (cf. point 2.7
above). Thus, the case in which the screw is not
rotated during injection is excluded fromclaim1 of
the patent in suit as granted. This feature nakes a
technical contribution to the subject-matter of the
clainmed invention, since rotation of the screw during
i njection enables further plastic to be nelted during
the injection step, thus shortening the cycle tine and
allowing larger articles to be noul ded wi thout a
corresponding increase in the size of the barrel and
screw. Thus, in accordance with decision G 1/93, the
possibility of maintaining the patent in suit through
the addition of this undisclosed feature is excluded in
the present case.

Constitutional property rights

In decision G 1/93, point 13 of the reasons, it is held
that "it nust be admtted that Article 123(2) in
conmbination with Article 123(3) EPC can operate rather
har shly agai nst an applicant, who runs the risk of
bei ng caught in an inescapable trap ... however, this
hardship is not per se a sufficient justification for
not applying Article 123(2) EPC as it stands in order
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to duly protect the interests of the public". It
follows that the points of |aw which apply in the
present case were fully considered by the Enl arged
Board of Appeal in G 1/93; accordingly, there is no
question requiring referral to the Enlarged Board of

Appeal .

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Dai nese W Mbser
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