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Summary of Facts and Subm ssi ons

1318.D

This is an appeal by the proprietor of European Patent
No. O 365 885 against the decision of the Qpposition
Division to revoke the patent.

Respondent | and respondent Il had opposed the patent
on the grounds that the subject-matter of the clains
did not involve an inventive step having regard in
particular to the foll ow ng docunents:

E3: Proceedings of the 33rd Annual AAS I nternational
Conf erence, Boulder, CO Cct 26-29, 1986,
pages 1669-1676, and

D1: Proceedings of the I|EEE, vol. 72, No. 11, Novenber
1984, pages 1627-1636.

The Opposition Division decided on the proprietor's
mai n request (the patent as granted) and two auxiliary
requests. The main request and the first auxiliary
request were refused for |ack of novelty with respect
to E3. The second auxiliary request was found to

i nvol ve additional subject-matter (Article 123(2) EPC).

On 26 March 1999 the appellant filed four new requests.
Claim1 according to the main request, which was
identical with claim1 as granted, read as foll ows
(omtting the reference signs; the asterisks refer to
the places where features were added according to the
auxi |l iary requests described further bel ow):

A satellite cellular conmunication systemfor
comuni cating anong a plurality of users conprising:
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a plurality of satellite switching neans positioned in
| ow-earth orbit; and

l'ink means for coupling said users to one of said
plurality of satellite switching neans establishing a
conmuni cation |ink between sel ected ones of said users
via said satellite swtching neans (*);

each of said plurality of satellite swi tching nmeans

i ncluding first neans for handi ng-off the comuni cation
link between said satellite switching neans (**);

each of said plurality of satellite sw tching neans
including a plurality of cell neans for providing the
communi cation |ink; and

each of said plurality of satellite swi tching nmeans

i ncl udi ng second neans for handi ng-off the

conmuni cation link froma first to a second cell neans
wWithin the sane satellite switching neans (***).

According to the first auxiliary request the feature
"incl udi ng handi ng-of f said conmuni cation |ink as
satellites nove out of the range of a particular said
user"” was added at position (**) and the feature "and
wherein said satellite switching neans hands-off the
conmuni cation link to another cell and determ nes how
switching of the communication link is to occur" at
position (***).

According to the second auxiliary request the feature
"includi ng handi ng-of f said conmunication |ink as
satellites nove out of the range of a particular said
user, wherein said first nmeans for handi ng-off

determ nes how switching of said comrunication link is
to occur"” was added at position (**).

According to the third auxiliary request the feature

1318.D N
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"wherein each said satellite switching neans is a

di stributed | ocal processor and determ nes how

swi tching of the comunication link is to occur" was
inserted at position (*), the feature "incl uding

handi ng-of f said conmuni cation Iink as satellites nove
out of the range of a particular said user"” at position
(**), and the feature "and wherein said satellite

swi tchi ng neans hands-off the communication link to
another cell" at position (***).

The main request and the first two auxiliary requests
were identical with the correspondi ng requests

consi dered by the OQpposition Division. The third
auxi | iary request had not been presented before.

The appellant, referring to various passages of the
patent application as originally filed, explained what
was believed to be the correct interpretation of
claiml, and in particular of the expression "handi ng-
off". E3, which was said to be of a specul ative
character, neither anticipated the invention, nor
rendered it obvious.

Respondent | argued that the subject-matter of the
requests was not new over E3. Respondent Il was of the
opinion that Article 123(2) EPC had been infringed.

The appel | ant requested that the decision under appea

be set aside and that the patent be maintained as main
request as granted or on the basis of the first, second
or third auxiliary requests submtted on 26 March 1999.

The respondents requested that the appeal be di sm ssed.
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Reasons for the Deci sion

1.1

1.2

1318.D

Construction of the invention

The invention is a satellite cellular system This
system conprises satellites in lowearth orbit, ie at a
hei ght at which satellites are not geostationary but
have a period of perhaps a few hours. The satellites
are capable of switching tel ephone calls fromusers on
earth. Since the satellites are constantly noving, a
comruni cation link set up between two users needs
generally to be redefined during the call. This
process, a kind of dynamic re-routing, is referred to
as handi ng-off. The handi ng-off can be between
different "cells" - corresponding to different antenna
beans - of one and the sane satellite, or between two
satellites. In the first case one speaks of intra-
satellite handing-off, in the second case of inter-
satellite handing-off. According to claim1 (of al
requests) the inter-satellite handing-off is perforned
by a "first neans for handing-off" and the intra-
satellite handi ng-off by "second neans for handi ng-

of f".

A cruci al point throughout the opposition proceedi ngs
has been how the term "handing-off" in claim21 should
be understood, taking into account the way it is used
in the description. Briefly stated, the appellant is of
the opinion that the expression not nerely inplies that
t he physical switching is perfornmed in the satellites,
but that the conplete control of the handi ng-off
process is located there. In particular, the invention
conprises no external control on earth or in a
geostationary satellite. The respondents, on the other
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hand, argue that there is no basis for such a
restricted interpretation since the whole specification
is silent on what kind of handing-off control is used
and where it m ght be situated.

The Qpposition Division was of the opinion that claim1l
cannot be considered as defining a situation where
conplete responsibility for handing-off is resident in
the satellites.

The Board agrees with the Opposition Division's

concl usion. The reasons for this vieww || be given

bel ow, where reference will be nade to various exanples
fromthe text of the patent which were cited by the
appel | ant during the oral proceedi ngs before the Board.

The appel |l ant has pointed out that, according to the
"summary of the invention", the invention is different
fromearlier systens in that the satellites thenselves
establish the conmunication |ink between users. It is
subsequent|ly nmade cl ear that because of satellite
notion calls have to be handed off to an adjacent cel
either of the sane satellite or of a neighbouring
satellite.

The Board finds that this amounts to a disclosure of
intra-satellite and inter-satellite handi ng-off as
such. But these passages provide no details, in
particul ar about the handing-off control.

The appel |l ant has further cited passages indicating
that each satellite is a distributed processor which
determ nes how switching of the call is to occur. It
has been argued that "sw tching" nust be understood as
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not just establishing the call, but also nmaintaining
it. This would nean that the handi ng-off is determ ned
by the satellites.

The Board takes the view that although this
interpretation of "swtching" is not initself an
unreasonabl e one, it is not unanbi guously inplied by
the present context. As already noted, the "summary of
the invention" states that the switches establish a
communi cation |ink between the users. Here the word
"establish" suggests that "sw tching" should be
understood as setting up the initial |ink, wthout

consi deration of how the |ink mght be maintained. It
therefore seens that, in the absence of an express

i ndication, the skilled person would not necessarily
have associated the term"switching"” occurring later in
the description wth maintaining the call. Wat the
cited passage discloses is, in the Board's view, nerely
that a call is established under the control of the
satellites. It does not say anything about re-routing,
or handing-off, of the call. It should al so be noted

t hat establishing and mai ntai ni ng need not be
controlled by the sane unit, as will be seen further

bel ow (point 2) where the prior art in E3 is discussed.

The appel |l ant has al so quoted a passage which states
that each satellite "is a local switch for a particul ar
area, but the area is constantly changing. Therefore,
calls are handed-off as satellites nove out of the
range of a particul ar tel ephone user". Neverthel ess,
the Board cannot see that this information goes beyond
what has al ready been established, nanely that the
satellites act as switches and that handi ng-off nust
take place (the passive construction "are handed-of f"
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was conmmented upon in the decision under appeal).
Agai n, the handing-off control is |eft undefined.

It is furthernore noted that claim®6 nentions "one cel
means operating to hand-off said established

communi cation |ink between users to another one of said
cell neans". This passage seens to be the strongest

i ndi cation of a connection between the cell neans
(situated in the satellites) and the handi ng-of f
process. But again, it is not unanbiguously discl osed
that the satellites have exclusive control over the
handi ng-of f. The neani ng of "operating” mght sinply be
that the cell neans are (sonehow) involved in the

handi ng-off. This would be little nore than a trivia
observation

Nor can the Board see that an overall consideration of
the specification supports the appellant's

under standi ng of the invention. It is true that there
is no nention of any kind of switching control besides
the satellites. It is also true that the appellant's
interpretation is consistent wwth the teaching of the
patent. This is however not conclusive. The fact that a
controlling earth station is not described does not
necessarily nmean that there is none or could not be one
- it may just as well be that the issue of handi ng-off
control was never contenplated at the tine the
application was drafted. Nor is consistency sufficient
- in fact, neither the appellant's nor the respondents’
interpretations of the invention seemto contradict the
patent specification in any way.

The Board thus finds that the invention as it has been
di scl osed concerns a satellite cellular system
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conprising satellites which are capabl e of establishing
cal Il s autononously and which contain (sone) neans for
intra-satellite and inter-satellite handing-off. The

i nvention is however not limted, and could not be
limted without infringing Article 123(2) EPC, to a
systemin which the conpl ete handi ng-off control is
contained in the satellites.

The appellant's main request

The cl osest prior art docunent, and the only one
considered in the decision of the Opposition Division,
is E3. It deals in particular wwth a systemcall ed MS
(Multiple Satellite System). This system conprises
satellites which are in low earth orbits and enpl oy
packet sw tching technol ogy, which inplies that the
satellites contain switching neans. As to handi ng-off,
it is said on page 1671 that when "a cell passes over,
the user's receiving/transmtting antenna woul d adj ust
to its new frequency and an on-board conputer in the
satellite, perhaps under the direction of a traffic
routing (and billing) ground station, would ensure that
comruni cation is not interrupted'. The Board is
satisfied that the skilled person would regard this
statenment as an indication that neans for intra-
satellite handing-off are present in the satellites. It
is further said on page 1674 that "satellite changeover
Is required" as satellites nove. This is regarded as
referring to inter-satellite handing-off. Since,
trivially, handing-off is not possible wthout

"“handi ng-of f neans"” (of sone kind) within the
satellites, such neans are also disclosed in E3. It is
not clearly disclosed that the conplete control of
handi ng-of f coul d be perforned by the satellites, but
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this becones irrelevant with the Board's understandi ng
of the invention according to the patent in suit.

The Board thus concludes, as did the Qpposition
Division, that the subject-matter of claim1l1l is not
new.

The appellant's first auxiliary request

In claiml1l, two additional features have been
i nt roduced.

First, it is specified in connection with the first
nmeans for handi ng-of f that handi ng-off of the

conmuni cation link occurs as satellites nove out of the
range of a particular user. The Board sees this nerely
as a clarification of the expression "handi ng-off",
without imting effect.

Second, it is specified that the swtching neans hands
of f the comunication link to another cell and

determ nes how switching of the conmunication link is
to occur. In accordance with the Board's interpretation
of the invention, "switching" here refers to the
establishment of a link. It appears furthernore
appropriate to understand the word "determ nes" in the
light of the conplete specification as inplying that
the satellites have full control over the establishnent
of the Iink.

In this context the respondents have pointed to the
reference made in E3 to Arpanet: "...the MSS woul d
rightly be dubbed the 'Arpanet in the Sky'. The

obj ective of the MSS is not solely to provide a highly
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survivable, in fact self-healing, jamresistant

network. .. The respondents argue that the salient
characteristics of Arpanet, known eg fromDl, would be

part of the skilled person's general know edge.

The appel lant, on the other hand, is of the opinion
that the reference to Arpanet is void of any
significance and that it is anyway fully obscure what
features Arpanet nmay or may not have possessed.

The Board takes the view that a technical reference of
this kind, however brief, cannot be neglected. The term
has clearly been included in order to convey in a
conpact formsone information which the skilled person
woul d al ready possess or could easily | ook up.
According to DI Arpanet is a network in which the nodes
t hensel ves cal culate their routing tables. The Board
agrees with the respondents that the skilled person
woul d i ndeed realise fromthe context ("survivable",
"Jamresistant") that the author of E3 had Arpanet's

di stributed switching control in mnd. This feature may
be indirectly stated, but the reference to Arpanet is
explicit and - in the Board's view - |eaves no rea
room for doubt as to its neaning.

It is therefore concluded that E3 discloses al so that
the satellites determ ne how the sw tching
(establishnment) of the communication link is to occur.
Thus the subject-matter of claim1 | acks novelty.

The appel lant's second auxiliary request

According to claim1 of this request the first neans
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for handi ng-off determ nes how switching of the
communication link is to occur.

This feature nmakes good sense only with the appellant's
construction of the invention, according to which

"swi tching" includes al so maintaining the comruni cation
link. Wth the Board's understandi ng of the invention,
however, "sw tching" and "nmaintai ni ng/ handi ng-of f" nust
be regarded as separate operations.

The Opposition Division noted that the nmeans for
handi ng-of f could at nost be identified with the cel
nmeans (as stated in claim®6) and that the cell neans
has not been described as determ ning the sw tching,
with the consequence that the addition contravenes
Article 123(2) EPC. The Board finds this conclusion
justified.

The appellant's third auxiliary request

Claim1 according to this request contains sone of the
anmendnents al ready di scussed above in connection with
the first auxiliary request as well as the feature
"wherein each said satellite swtching neans is a

di stributed | ocal processor and determ nes how
switching of the communication link is to occur".

The Board finds that, due to the limted neaning that
can be attributed to the expression "switching”, these
features are al so known from E3 because of its
reference to Arpanet.

Thus the subject-matter of claim1l is not new.
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6. It follows that none of the appellant's requests can be
gr ant ed.

O der

For these reasons it Is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl P. K J. van den Berg
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