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Summary of Facts and Submn ssions

The respondent is proprietor of European patent
No. O 537 773 (application No. 92 117 740.8).

1. The patent was opposed by the appell ant (opponent) on
the grounds of added subject-matter under
Article 100(c) EPC, insufficiency of disclosure under
Article 100(b) EPC and | ack of patentability under
Article 100(a) EPC

The following state of the art was inter alia cited:
D3: EP-A-20 926
D5: US-A-3 964 413

L1, By its decision posted on 3 February 1998 the
Qpposition Division rejected the opposition and thus
mai nt ai ned the patent as granted.

| V. On 9 April 1998 the appellant (opponent) | odged an
appeal against this decision, with the appeal fee being
paid at the sane tine.
The statenment of grounds of appeal was filed on 15 June
1998 together with an expert's report from Prof.

Dr-1ng. Eckart Doege.

V. Oral proceedings before the Board were held on 3 May
2001.

The appel | ant requested that the decision under appea
be set aside and the patent be revoked in its entirety.

1472.D Y A



VI .

1472.D

- 2 - T 0367/ 98

The respondent (patent proprietor) requested that the
appeal be dism ssed and the patent be maintained on the

basi s of:

d ai ns: 1to9 filed in the oral proceedings.

Descri ption: pages 4, 7 and 11 filed in the oral
proceedi ngs
pages 2, 3, 5, 6, 8 to 10, 12, 13 as
gr ant ed.

Dr awi ngs: as granted.

Clam 1l as anended reads as foll ows:

"1l. A nethod of formng a tapered neck around an open
end of a drawn and ironed container (16) to produce a
reduced di aneter portion (212) above a side wall (210)
t hrough a snoboth shaped portion (211) by die necking a
necked-in portion on the end of the side wall (210) and
a reduced dianmeter portion (212) adjacent said open end
with the necked-in portion having a first segnment (CAl)
contiguous with said side wall (210) and a second
segnent (CR1) contiguous with said reduced di aneter
portion (212); characterized by positively reformng
with a die only an upper part of the necked-in portion
consi sting of the second segnent (CRl) and the reduced
di aneter portion (212) in a die necking operation to
decrease the dianeter and |l ength of the reduced

di aneter portion (212) and increase the axial |ength of
the necked-in portion to forma single snooth neck
profile on said container."
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In support of its requests, the appellant nade

essentially the foll ow ng subm ssi ons:

(i)

(i)

(iii)

Amended claim 1 basically corresponds to claim11l
as originally filed in the parent application.
However there is no basis for the generalization
of the wording "netal container"” in claim1ll as
originally filed to "container"”. There is also no
basis in the application as filed for the

repl acenent of the expression "including" by
"consisting of" in the characterising portion of
amended claim1l. CQaim1l as anended is therefore
not all owabl e under Article 123(2) EPC

Claiml as granted requires the step of reformng
only an upper part of the necked-in portion.
Amended claim 1 specifies that this step is
acconpli shed by "positively" reformng only the
upper part with a die. This inplies that the

| ower part nmay al so be refornmed, although not
positively with a die. This alternative, the free
reform ng, being not conprised in claiml as
granted, there is an extension of the scope of
protection and thus a violation of Article 123(3)
EPC.

The requi renent above inplies that the | ower
arcuate portion of the necked-in portion i.e.

that adjacent to the side wall of the container,
Is not positively refornmed and thus undergoes a
smal | plastic deformation. However, the expert's
report fromProf. Dr-1ng. Eckart Doege shows
clearly that the | ower arcuate portion is
according to Table IV significantly reforned. The
58% change gi ven therein cannot be regarded as a
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m nor plastic deformation, on the contrary it
must be considered as a substantial plastic
deformation, which is evidently inconsistent with
the cl ai ned teaching, according to which the
segnent in question is not positively reforned
with a die.

Expressed differently, the expert's report as
well as inter alia Table IV of the patent
specification show that the skilled person would
not be able to arrive at the clained teaching,
that is reformng only an upper part of the
necked-in portion wthout significantly reformng
the | ower arcuate segnent. In such case the

cl ai med teaching woul d not neet the requirenent
of Article 83 respectively 100(b) EPC. In the
alternative there woul d be an objection under
Article 84 EPC (clarity).

Fromthe foregoing it is apparent for a skilled
person that what is actually achieved by the
patent in suit is reformng of the entire necked-
in portion including its |lower arcuate segnent.

Docunent D3 di scl oses a di e necking nethod which
preferably includes three die necking steps. The
first two die necking steps disclosed therein
produce a contai ner having a snooth necked-in
profile. The first die necking operation produces
a tenporary reduced dianeter portion and a
tenporary curvilinear transition portion. The
second di e necking operation conpletely reforns
the entire "tenporary curvilinear transition
portion" formed in the first die necking portion
(cf. page 4, lines 5to 9 of D3 as well as the
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expert's report fromProf. Dr-Ing. Eckart Doege).
It follows that the clai ned nethod | acks novelty
having regard to D3.

Even if the patent should be considered to

di scl ose the clained invention clearly enough for
it to be perforned by the skilled person, in
spite of Figures 6 and 11 and the values given in
the Tables Il and 1V, in a manner that only the
upper portion is significantly reforned, such a

t eachi ng woul d be obvious in view of D3 and
common general know edge. On page 14 lines 14 to
16 it is nanely stated the foll ow ng:

"Alternately, subsequent form ng steps, in
accordance with the percentage limts of step
two, can be used to achieve |arger percentage
reductions, while nmaintaining a single necked
configuration".

Thus, D3 teaches that the two first die necking
steps can be repeated in order to achieve |arger
percent age reductions while maintaining a snooth
necked-in profile. The skilled person would
realise that this can only be acconplished by

i ncreasing the axial |ength of the necked-in
portion and thus by reform ng the necked-in
portion with the exception of its |lower arcuate
segment .

The respondent (patent proprietor) rejected the

argunments brought forward by the appellant. It

submtted that the patent in suit discloses the clained

i nvention clearly enough for it to be perforned by the

skill ed person, even though sone parts of the
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description are inconsistent with the clainmed teaching.
The subject-matter of anended claim 1 was clearly novel
and inventive over the opposed prior art.

Reasons for the Decision

2.1

2.2

1472.D

The appeal is adm ssible.

Formal allowability of the anmendnents; clarity

Contrary to the appellant's subm ssions, the anendnent
of the wording "netal container"” in claim1ll as
originally filed to "drawn and ironed container” in
anmended claiml is inplicitly disclosed in the patent
application as originally filed and thus does not
contravene Article 123(2) EPC, since it is readily
apparent to any technician that a drawn or ironed
container is necessarily nmade of netal. That the
container is forned by drawing and ironing i s apparent
fromthe description and the draw ngs and was not
objected to as such

Caiml as at present anended requires that only an
upper part of the necked-in portion "consisting of" the
second or upper arcuate segnment and the reduced

di aneter portion is "positively" reforned with a die.
This wordi ng can be derived fromthe foll ow ng passage
of the original disclosure page 36, paragraph 2
corresponding to page 11, lines 39 to 47 of the patent
speci fication:

"It can be seen that the second or upper arcuate
segnent CR, which is the upper part of the necked-in
portion is reforned in each subsequent necking
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operation while the tapered portion is enlarged. At the
sane tinme, the first arcuate segnent CA while not being
positively reforned by the die, wll have a change in
Its radius of curvature due to a free formng..."

Reference is also nade to the further pertinent passage
(original page 40 or page 13, lines 21 to 24 of the
specification):

"As in the previous enbodi nent the | ower arcuate
segnent is mnimally freely reforned in the six necking
operations while the upper part of the necked-in
portion including the second arcuate segnent is
repeatedly reforned.”

The above di sclosure can only be construed to nmean that
t he upper part of the necked-in portion consisting of
the second or upper arcuate segnent and the reduced

di aneter portion adjacent the open end are positively
reformed with a die, while the first arcuate segnment is
not positively but freely reforned.

It follows that the above anendnent is adequately
supported by the application as filed and is therefore
al | onabl e under Article 123(2) EPC

The appel | ant contended that by virtue of the added
feature "positively", inplying the alternative of "free
reformng” the | ower part being introduced in claim1l
as presently worded, there is an extension of the scope
of protection and thus a violation of Article 123(3)
EPC. That submi ssion is not correct: the effect of
addi ng the word "positively" in the claimis to exclude
the free reform ng of the upper part fromthe scope of
protection. On the other hand the notion that the | ower
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part may undergo a certain reform ng step was already
to be inplied by the skilled reader of claim1l as
granted, in particular when taking account of the
passages of the description as referred to above under
point 2.2. This neans that the scope of protection
after this anendnent is not extended but |limted since
one possibility is excluded. Thus this addition does
not violate Article 123(3) EPC.

Claiml as at present worded specifies that the upper
portion which is positively reforned with a die is the
reduced di aneter portion adjacent the open end and the
second or upper arcuate segnment. This provi des an
adequate definition of the wording "only the upper
portion". Thus the appellant's subm ssion the term
"only the upper portion” is an indefinite one which
renders the claimunclear (Article 84 EPC) does not
apply any | onger.

I nsufficiency of disclosure

The requirenent in claiml1l that only an upper portion
of the necked-in portion is positively refornmed with a
die is an essential feature of the invention. This
avoi ds failure at that |ocation from excessive work
hardeni ng of the netal as well as scratching of the
outer surface of the container. Al so by positively
reform ng only the upper portion of the necked-in
portion, the first or |lower arcuate segnent of the
necked-in portion which is contiguous to the side wal
IS not overworked.

However, Dr Doege's report shows that the | ower arcuate
segnent is significantly refornmed according to Table IV
of the patent specification. The fact that the | ower
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arcuate segnment is reformed is also illustrated in
Figures 6 to 11 and 19 to 21 of the patent in suit.

This appears to contradict to sone extent the teaching
of claim1l and the effects ained at. There was however
no evi dence or argunent fromthe appellant to suggest
that this contradiction is such that a skilled person
woul d be unable to understand the clained teaching. The
fact that sonme draw ngs and tables do not appear to be
fully consistent wwth the clained teaching is not
sufficient to establish insufficiency of disclosure.

Furt hernore, independent clains 1 and 10 of the granted
patent consistently teach that only an upper part of
the necked-in portion is reforned. This teaching is

al so supported by various passages in the description.
Ref erence is nade to page 3, lines 20 to 23 where the
followng is stated:

"In operation, as the can passes through the apparatus
after the initial operation, each of the die necking
operations partially overlaps and reforns only a part

of previously-fornmed portion to produce a necked-in
portion extends the desired | ength" (enphasis added).

At page 9, lines 22 to 25 it is said that "the | owner
segnent of the tapered portion adjacent the cylindrica
side wall remmins substantially unchanged while the

second acuate segnent or upper part of the tapered
portion is reforned". At the sane page at |ines 28 and
49, it is enphasized that the | ower arcuate segnent of
t he necked in portion "remains essentially unchanged".
Ref erence is also made to page 11, lines 40 to 42 where
it is said that the | ower arcuate segnent is "not
positively refornmed" and at page 13, line 21 where the
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| ower arcuate segnent is said to be "mnimally freely
reformed."” Furthernore, Figure 18 shows clearly that
the | ower arcuate segnent remains in essence unchanged.

The Board assunes therefore that the skilled person
when reading the granted patent as a whole w |
definitely understand the teaching of the European
patent in the sense of reforming with a die only the
upper portion excluding the | ower arcuate segnent but
wi Il construe its neaning that there is sone free
reform ng of the |ower part of the necked-in portion.

Article 100(b) requires not only that a skilled person
be able to understand the teaching of the clai mbut

al so that he be able to inplenent it. This requirenent
IS in the present case net since the interaction of the
first and second dies with the container to produce the
snoothly tapered neck is clearly set forth: the first

| ower arcuate wll have a change in its radius during
the process, but this change is not due to positive
contact by the dies. This change in radius is due to a
free reformng (see page 11 line 21 of the patent in
suit).

The appel |l ant has subnmitted that contrary to the
statenent at page 11, line 42, the free form ng was not
due to the inherent spring back characteristics of the
metal . Since this statenent has been deleted this

obj ection need not be considered further.

It follows fromthe above considerations that the

cl ai med teachi ng can be understood and i nplenented by a
skilled reader. Accordingly the Board concl udes that
the clained invention neets the requirenents of
Articles 83 and 100(b) EPC
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Novel ty

Prior art docunent D3 discloses a die necking nethod
whi ch preferably includes three die necking operations.
In the first die necking operation "a first tenporary
reduced di aneter portion is forned proximl to and

j uxt aposed to the open end of the container, and a
first tenporary curvilinear transition portion is
formed internediate of the tenporary reduced di aneter
portions and the remai nder of the cylindrically shaped
wal | (enphasis added), cf. page 3 |ast paragraph of D3.
In the second die necking operation "the first

" and "the

first tenporary curvilinear transition is refornmed to

tenporary dianmeter portion is reforned...

provide a first curvilinear transition portion that is

internmediate of the first reduced dianeter portion and
the remai nder of the cylindrical shape wall" (enphasis
added), cf. page 4 first paragraph of D3.

Thus contrary to the requirenent of anmended claim11 the
second di e necking operation disclosed in D3 conpletely
refornms the "first tenporary curvilinear transition
portion” fornmed in the first die necking operation.

Furthernore, as correctly stated by the respondent
designation of the curvilinear transition portion
formed in the first die necking operation as
"tenporary” in the description of D3 represents an

addi tional support for the fact that the entire necked-
in portion is conpletely reforned in the second die
necki ng operation. The term"tenporary curvilinear
transition portion"” excludes by definition any type of
per manent structure.

Al'though it is true that D3 teaches the use of
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"subsequent form ng steps” to achieve "l arger

percent age reductions while maintaining a single necked
configuration" (page 4, lines 14 to 16), this does not
change the fact that the second die necking step
conpletely reforns the entire necked-in portion forned
in the first die necking step.

Finally, although Dr Doege in his report enphasised the
contradiction between the cl ainmed teaching and sone
parts of the description, he conceded that in the

cl ai med nethod only the upper portion of the necked in
portion is refornmed. In contrast thereto it was said
that according to Figure 9 of D3, not only the upper
arcuate portion and the tapered portion but also the

| ower arcuate portion were subsequently reforned.

It follows that the subject-matter of anended claim1l1
I's novel over the opposed prior art docunent D3 which
was the only prior art docunent which played a role at
the oral proceedi ngs concerning novetly.

I nventive step

Both parties agreed that docunent D3 represents the
nearest prior art.

An obj ective assessnent of what is actually achieved by
the subject-matter of anmended claim 1l over the nearest
prior art allows the problemto be fornulated as an

i nproved net hod of necking a drawn and ironed contai ner
whi ch avoi ds scratching and overwor ki ng the shoul der
portion extending fromthe side wall to the necked-in
portion (see in particular, page 3, lines 43 to 45, and
page 12, lines 12 to 15 of the patent specification).
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As outlined above, this problemis solved by the step
defined in claim1 of positively reformng only an
upper part of the necked-in portion consisting of the
reduced di aneter portion and the upper arcuate segnent
contiguous with said reduced dianeter portion, so that
the | ower arcuate segnent is not positively reforned,
bei ng not brought into contact with the die when the
reduced di aneter portion and the upper arcuate segnent
are reforned.

As has been already explained in point 4 above, there
i's no disclosure or suggestion in docunent D3 of
reform ng only the upper portion of the necked-in
portion consisting of the reduced dianeter portion and
t he upper arcuate segnent because in the second die
necki ng operation the entire previously necked-in
portion is reforned.

The appel | ant contended that the clained teachi ng woul d
be obvious in view of the passage of D3 at page 14
lines 14 to 16 and common general know edge:

The above passage relates to "the subsequent form ng
steps” and not to the first two steps. It by no neans
teaches a second di e necking operation which positively
reforms only the necked-in portion with the exception
of the | ower arcuate segnent which is freely reforned.

Even if | arger percentage reductions could only be
achieved by reformng only the upper part of the
necked-in portion in the subsequent steps while

mai ntai ni ng a snoot h necked-in profile, this would not
have prevented the skilled person fromperformng the
second di e necking step as taught in D3 that is by
conpletely reformng the entire necked-in portion which
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is formed during the first di e necking step.

The cl ained teaching is also inventive over the

conbi nati on of D3 and D5, because D5 teaches a process
of die formng a short-height, small radius

strengt heni ng hoop at the peripheral edge of the side
wall (colum 4, lines 49 to 51). The strengtheni ng hoop
conditions the container for the second die necking
operation, and allows for a greater than nornal
reduction in dianeter during the second operation. As
shown in Figures 7 and 8 of D5, the container is not in
a condition to produce an end portion, because the
strengt heni ng hoop is placed too close to the open end,
| eaving no roomto create a flange for double seam ng.
The second di e necki ng operation, as shown sequentially
in Figures 9 and 10 of D5, fornms a necked-in portion
axially lower on the container than the strengthening
hoop fornmed in the first operation. The second die
necki ng operation conpletely reforns the strengthening
hoop into the reduced dianeter. It is evident that the
second di e necking operation in D5 does not reformonly
an upper portion of the necked-in portion as required
by claiml1l. Thus, it is clear that D5 does not disclose
or suggest the clainmed solution.

Therefore, in the Board's judgenent the subject-matter
of claim1 involves an inventive step (Article 56 EPQC
so that the patent is to be maintained on the basis of
this main claim

Dependent clainms 2 to 9 which concern particul ar
enbodi nents of the invention clainmed in claim1l are
i kewi se allowable. This is also true for the
description now on file.
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Thus the opposition grounds do no prejudice the
mai nt enance of the patent in anended form

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remitted to the first instance with the
order to maintain the patent on the basis of the
docunents indicated in point V above.

The Regi strar: The Chai r man:

S. Fabi ani F. Gunbel

1472. D



