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Summary of Facts and Subm ssi ons

The mention of the grant of European Patent 0 300 372
in respect of European patent application

No. 88 111 360.9 filed on 14 July 1988 and cl ai m ng the
priority of 15 July 1987 of an earlier application in
Japan (JP 17623/87), was announced on 21 Septenber 1994
(Bulletin 94/38) on the basis of 3 clains.

Caim1l read as foll ows:

"Afilmconprising a uniaxially or biaxially stretched
m nute cellular polyester filmhaving an apparent
specific density in the range of 0.4 to 1.3 and an
opaci fyi ng power of not less than 0.2, and a coating
applied to either one or both of the surfaces of said
pol yester film said coating conprising at |east one
conpound sel ected fromthe group consisting of

t her nopl astic pol yesters soluble in organic solvents:
wat er - di spersi bl e thernopl astic pol yesters cont ai ni ng
sul fonates: al kyd type polyesters: acryl nodified

pol yesters; pol yurethane resins soluble in organic
solvents or dispersible in water; polyisocyanate
conpounds; term nal bl ocked pol yurethane resins; vinyl
type resins soluble in organic solvents or dispersible
in water; epoxy type resins; silicon type resins; urea
type resins; and nelam ne type resins; and 0.01 to 10%
by wei ght, based on the solid conponent of said
coating, of at |east one surfactant selected fromthe
group consi sting of anionic surfactants, cationic
surfactants, anphoteric surfactants; and nonionic
surfactants."”

Dependent Claim2 related to preferred anmounts of
surfactants in the coating conmposition and dependent

2832.D Y A
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Claim3 was directed to specific enbodi nents of the
pol yester film

Notices of Opposition were filed on 10 June 1995 by
Toyo Boseki Kabushi ki Kai sha (Opponent 1) and on

19 June 1995 by ICl Materials (Opponent 11),
respectively, both parties requesting the revocation of
the patent in its entirety on the grounds of |ack of
novel ty, including an objection of public prior use,

and lack of inventive step.

The obj ections were essentially based on the foll ow ng
docunent s:

D1: GB-A-1 415 686,

D3: GB-A-1 264 338,

Dra: GB-A-1 497 101,

Drb: GB-A-1 499 706,

D12: Shell Chenicals Technical Bulletin |ICS/ 69/28
"Teepol 610",

D15: 1Cl Technical Data Sheet MX TD 327 " Meli nex"
Pol yester Film

D19: US-A-3 751 280 and

D20: English translation of JP-A-60 059 348;

as well as on the late-fil ed docunents:

D16: Hi gh yield PET film J.R Newton 1984, |1C
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Anericas |Inc, and

D18: Declaration of R A Rustin, enployee of
Opponent 11.

By an interlocutory decision issued in witing on

24 February 1998, the Opposition Division held that the
grounds for opposition did not prejudice the

mai nt enance of the patent in anended formas submtted
with the letter of 16 June 1997, the anendnents
consisting in (a) the limtation to 0.1 to 3% by wei ght
of the ampbunt of surfactant and the indication that the
t hi ckness of the coating was 0.01 to 0.5 pmin Caiml1,
(b) the deletion of Claim2 and (c) the indication that
the intrinsic viscosity of the polyester was not |ess
than 0.4 in Caim3.

I n substance the Opposition Division took the view
t hat :

(1) The anmendnments in the clainms conplied with the
requi renments of Article 123(2) and (3) EPC

(1) The evi dence submtted by Opponent |1 (i.e.
docunents D15, D16 and D18) was not sufficient
to prove a public prior use. On the one hand,
D15 did not disclose the chemcal "identity"
e.g. conposition of the commercial product
"Melinex X 475" and, on the other hand, the
|ate-filed docunents D16 and D18 did not add
anyt hi ng of substance and had thus been
di sregarded pursuant to Article 114(2).

(iii) The subject-matter of the anended Clains 1 and 2
was novel, since D1 did not explicitly disclose



2832.D

S 4. T 0438/ 98

a mnute cellular polyester filmwth a coating
having a thickness in the range of 0.01 to
0,5 pm

(iv) The subject-matter of amended Clains 1 and 2
i nvol ved an inventive step, since there was no
i ndi cation in docunent D1, even taken in
conmbi nation with docunments D19 and D20, as to
sel ect the thickness of the coating and the
amount of surfactant in the coating conposition
in order to obtain polyester filnms having
excel | ent adhesive properties, in particular
adhesion to printing ink, in conbination with
excel | ent whiteness, coating properties and
opaci fyi ng properti es.

On 25 April 1998 an appeal was | odged by the Appell ant
(Opponent 1) against this decision with sinultaneous
paynent of the prescribed fee.

The argunents presented by the Appellant in the
Statenents of G ounds of Appeal filed on 25 June 1998
as well as in its subsequent subm ssions can be
summari zed as foll ows:

(1) The surface roughness of the polyester film
whi ch was an essential feature of the polyester
film was mssing in Aaim1l. Thus, this
claimdid not neet the requirenents of Article 84
EPC.

(i) The objection of |ack of novelty over Dl was
mai nt ai ned. Al though this citation did not
explicitly disclose a filmhaving the required
t hi ckness, it had to be assunmed that this
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condition was inplicitly fulfilled. As a further
support for this objection a declaration by

M C. Deverell (Docunent D22), one of the
inventors of D1, was submtted with letter of

20 Decenber 1999.

| nventive step was al so denied on the basis of

t he conbination of DI with docunent D21

(JP-A-59 174 423), a new citation considered in
the formof an English translation. Al though D21
had been submtted late, it should be admtted
into the proceedings in view of its rel evance.
Thi s docunent taught that the adhesion of
transparent polyester filnms to printing inks
coul d be inproved by an adhesive coati ng.

In response to the summons to oral proceedi ngs

t he Appellant informed the Board on 5 Septenber
2000 that it would be acconpani ed by two
techni cal experts, one being a Manager at the
Opponent' s conpany and the other being the author
of D22.

In its counterstatenents, the Respondent (Patent

Proprietor) argued essentially as foll ows:

(i)

(i)

The | ate-filed docunent D21 was not rel evant and
shoul d be di sregarded pursuant to Article 114(2)
EPC.

The wording "m nute cellular polyester filnt
inplied an extrenely high surface roughness as
conpared to a non voided polyester film but the
roughness val ue was not an essential feature and
its absence in the clains was not objectionable
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under Article 84 EPC.

(iii) Docunent D1, whether considered in isolation or
in conmbination wth other docunents, neither
explicitly nor inplicitly described a pol yester
filmhaving a thickness in the range of 0.01 to
0.5 ym The conmon coating nethod used in D1
(off-line coating) would not |ead to a coating
t hi ckness having the required values. This
clearly appeared fromthe disclosure of D23
(Encycl opedi a of Pol ynmer Science and Engi neeri ng,
Vol une 3, 1985 pages 552-553). Foll ow ng that
citation, which illustrated common general
know edge, one woul d not necessarily and
i nevitably obtain such a small coating thickness
by operating in accordance with these general
nmet hods.

(iv) The person skilled in the art would not combine
D1 with D21 for the follow ng reasons:

(a) D21 only referred to transparent pol yester
filns;

(b) the coating conpositions used in D21 were
very specific and did not always |lead to
good adhesi on properties to printing ink
and gel ati n;

(c) the presence of a surfactant in the
coating conposition of Exanple 4 of D21
was purely accidental. There was no
t eachi ng concerning the function of the
surfactant in D21; by contrast, in the
patent in suit the presence of a

2832.D Y A
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surfactant was an essential feature for
obt ai ning a good adhesi on to ink.

The techni cal experts should not be given

perm ssion to nake additional technical
contributions. On the one hand, oral proceedi ngs
were not a forumfor presenting new or additional
evi dence; on the other hand, these experts could
not be regarded as independent in view of their
connection wth the opponents and had an obvi ous
interest in the revocation of the patent.

Ref erence was made to the decision G 4/95 .

proceedi ngs took place on 12 Cctober 2000.

During the oral proceedings the foll ow ng
prelimnary issues were consi dered successively:
addi tional technical contribution by the experts
acconpanyi ng the Appellant's representati ve,

adm ssibility of late-filed docunents and wordi ng
of the clains.

(a) The question whether the technical experts
acconpanyi ng the Appellant's
representative should be allowed to nake
techni cal contributions was discussed in
the Iight of the principles set out in the
deci sion G 4/95. The Appellant's
representative specified that these
contributions would not go beyond the
general information concerning the
t hi ckness of coating which a person
skilled in the art would normal ly expect
by using conventional nethods.
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(b) The admi ssibility of the late-filed
docunents D21 to D23 was discussed in view
of their relevance, i.e. their possible
i nfluence on the ultimte outcone of the
case.

(c) Al t hough the anmendnents to the clains did
not give rise to any objection, the
wordi ng of the clains was criticized as
not conprising a nunber of features which
were essential for the definition of the
al I eged i nventi on.

(i) Regardi ng the issue of novelty there was a
consent between the parties that D1 discl osed al
the features of the filmas clained, except the
t hi ckness of the coating. Various docunents were
relied upon, in particular D19 and D7b, to
denonstrate that usual nethods would inevitably
lead to a coating thickness within the terns of
the patent in suit (Appellant) or that this was
not necessarily the case (Respondent).

VI, OQpponent 11, which had not filed an appeal, did not
take an active part in the appeal procedure. In
particul ar, although duly summobned at the oral
proceedings, it did not appear at the hearing.

VIIl. The Appellant requested that the decision under appeal
be set aside and the patent be revoked.

The Respondent requested that the appeal be dism ssed
and that the patent be nmaintai ned as anended,
alternatively that the case be remtted to the first

i nstance, should the Board decide to admt docunment D21

2832.D Y A
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into the proceedings.

Reasons for the Decision

1

2832.D

The appeal is adm ssible.

Procedural nmatters

As it appears fromthe Statenents of Facts and

Subm ssions the Board was faced with two procedural

i ssues arising fromthe Appellant's witten subm ssions
(cf. point I'V(iii) and (iv)).

The first issue concerns the oral subm ssions by
per sons acconpanyi ng the Appellant's representative.

According to the principles set out in the decision

G 4/95 (QJ EPO 1996, 412), if during oral proceedings
before a board of appeal a party w shes that, in
addition to the conplete presentation of its case by
its professional representative, oral subm ssions
shoul d be made on its behalf by an acconpanyi ng person,
t he professional representative should (i) request
perm ssion for such oral subm ssions to be made in
advance to the oral proceedings, (ii) state the nane
and qualifications of the person for whomthis

perm ssion is requested, and (iii) specify the subject-
matter on which this person wishes to speak; in any
case, (iv) these oral subm ssions should be nmade under
the control of the professional representative (cf.
Reasons for the Decision, points 8 and 10).

There is no doubt that the Appellant's letter of
5 Sept enber 2000 announci ng the presence of persons
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acconpanyi ng the professional representative satisfied
t hese principles, since it nmentioned the nanes and
qgqualifications of these persons and specified that
their technical contributions could be made in addition
to the subm ssions nade by the professional
representative or in answer to the questions by the
Board of Appeal. From a procedural point of view, thus,
there was no obstacle to technical contributions by

t hese experts.

During oral proceedings, both were given the
opportunity to provide additional information about
conventional coating nmethods and the thickness of the
resulting coatings. The Respondent, which eventually no
| onger objected to these subm ssions, was in fact able
to provide counter-argunents to the points nade by

t hese experts, so that no inbal ance occurred caused by
their presence.

The second point concerns the late-filed docunments D21
to D23 relied upon by the parties for the first tine
during the appeal proceedings.

The prelimnary discussion of these new subm ssions
brought to light that only D21 was sufficiently
relevant to be admtted into the proceedings in the
sense that it could affect the mai ntenance of the
pat ent .

As pointed out by the Appellant, D21 which discloses
the i nmproved adhesion of a biaxially oriented pol yester
filmto gelatin and printing ink obtainable by applying
a coating within the terns of the patent in suit, was
produced in reaction to the Opposition D vision's
argunment supporting an inventive step and was nenti oned
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in the Statements of G ounds of Appeal, thus at the
first opportunity given to the Appellant, so that there
can be no question of a procedural abuse.

For these reasons the Board decided to admt D21 into
t he proceedi ngs.

Wordi ng of the clains

In its decision the Opposition Division nerely referred
to a nunber of passages supporting the amendnents and
concl uded that the clains as anmended conplied with the
requirenments of Article 123(2) and (3) EPC. Wilst this
concl usion applies without restriction to the
amendnents made in Caiml, the Board deens it
appropriate to consider the wording of present Claim?2
in further detail.

Present Claim2, which originates fromdC aim3 as
granted, wherein the intrinsic viscosity of the

pol yester was required to be not Iess than 4", was
filed on 16 June 1997. In the acconpanyi ng statenent,

t he Respondent (then Patentee) justified the new range
of intrinsic viscosity, i.e. not less than 0.4, by
saying (cf. point 1 "Anmendnents") that this was the
correction of an obvious typing error and that the new
[imt was adequately supported by the description as
originally filed.

The adm ssibility of explanatory amendnents of clains
has been considered in several decisions of the boards
of appeal. In T 271/84 (QJ EPO 1987, 405) the Board
took the view that an amendnent to a claimto clarify
an inconsistency did not contravene Article 123(2) or
(3) EPC if the anended claimhad the sane neani ng as
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t he unanended claimon its true construction in the
context of the specification (cf. Reasons for the

Deci sion, point 2 in conjunction with Headnote 11).
Simlarly, in T 371/88 (QJ EPO 1992, 157) the Board
hel d that the amendnent of a granted patent, whereby a
restrictive termwas replaced by a less restrictive
term did not contravene Article 123(3) EPCif it was
quite clear fromthe descriptions of the patent and the
application that the invention had al ways enbraced the
area defined by the two terns and it had never been
intended to exclude it fromthe protection conferred by
that patent (cf. Reasons for the Decision, point 2.5).
Li kewi se T 200/89 of 7 Decenber 1989, T 673/89 of 8
Septenber 1992 and T 214/91 of 23 June 1992, al
unpublished in Q) EPO, ruled that anmending a claimto
remove an inconsistency did not contravene

Article 123(2) or (3) if the claimas corrected had the
same neaning as the correct interpretation of the
uncorrected claimin the light of the description.

According to established case |l aw, thus, a prerequisite
for an anendnent to be admi ssible is that the granted
claimproperly construed could only be interpreted as
the amended claim which in the present case neans that
t he amendnent nust both correspond to the correction of
an obvious clerical error and satisfy the requirenents
of Article 123(2). Both conditions are obviously net,
since (i) an intrinsic viscosity of not less than 4 is
rat her neaningless and (ii) the description of the
application as originally filed specifies that the

pol yester is preferred to have an intrinsic viscosity
of not less than 0.4, preferably 0.5 to 1.2 and nore
preferably 0.55 to 0.85 (cf. page 9, lines 6 to 99),
which is also in line with the values in the exanpl es.
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For these reasons it can be concluded that the wording
of Claim2 is not objectionable under Article 123(3)
EPC.

During oral proceedings the Appellant al so enphasized a
nunber of objections raised under Article 84 EPC in the
St at enent of G ounds of Appeal

The first concerns an alleged | ack of clarity arising
fromthe anendnments in the clains during the opposition
pr oceedi ngs.

As nentioned above, these amendnents consist primarily
in a narrower range defining the ambunt of surfactant
and in the introduction of the thickness of the coating
applied to the surface(s) of the polyester film The
Board is not aware of any unclarity resulting from
these restrictive conditions, whether by thenselves or
in connection with other features, since the new wei ght
range of 0.1 to 3% cannot be nore obscure than the
original range of 0.01 to 10% by wei ght; the same
applies to a coating having a thickness of 0.01 to 0.5
Mmwi th respect to a coating of originally unspecified
t hi ckness.

The second objection relates to the absence in Claim1l
of certain features which appear fromthe description
as being prerequisites to obtain polyester filns having
the desired properties. According to the Appellant

t hese features were the high surface roughness of the
filmas well as the crystallinity of the pol ypropyl ene
which is incorporated into the pol yester.

Even if the first can be regarded as an essenti al
feature in view of the statenent " The filmused in the
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present application is required to have the properties
menti oned above" (cf. page 4, line 27 of the patent
specification corresponding to page 11, lines 4/5 of
the application as originally filed) specifically
referred to by the Appellant, its absence, which has
the effect that the definition of the filmas clained
is not supported by the definition of the filmas
described, results in a discrepancy at nost

obj ecti onabl e under Article 84 EPC. As conceded by the
Appel I ant, however, this is not a ground for

opposi tion.

In the sanme respect the Appellant put forward that in
t he absence of these essential features the filnms as
defined in aim1l could not have the desired
properties, which neant that the technical problem
underlying the patent in suit was not effectively

sol ved.

As pointed out by the Board, this argunent cannot be
accepted as an objection under Article 84 EPC in
opposi ti on appeal proceedings, since it is a
prelimnary issue to consider when assessing inventive
step (Article 56 EPC), which was not to be decided in
t he present appeal proceedings.

It follows fromthese considerations that the
requirenents of Article 84 EPC nust be regarded as net.

Novel ty

If follows fromthe above Facts and Subm ssions that
the question of public prior use is no |onger an issue.

The Appel |l ant, however, has maintained its objection of
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| ack of novelty against the clainmed subject-matter as
amended in opposition proceedi ngs.

D1 concerns a process for the production of opaque and
voi ded nol ecul arly oriented and heat set |inear

pol yester filmnms, which conprises (i) formng a | oosely
bl ended m xture of particles of a linear polyester with
from3 to 25% by wei ght of a honopol yner or copol yner
of ethylene or propylene, (ii) extruding the blend as a
film (iii) quenching and biaxially orienting the film
by stretching it in nutually perpendi cul ar directions,
and (iv) heat setting the film(cf. Caim1l). These
films have a paper-like texture which makes them

sui tabl e as paper substitutes for photographic prints,
e.g. as supports carrying a photosensitive |ayer

(cf. page 3, lines 43 to 99). There are general

requi renents regarding the thickness of the filns (cf.
page 3, lines 21 to 30), but no indication at al
concerning the thickness of the coating |ayer.

According to Exanples 1 to 5 pol yethyl ene terephthal ate
granul es are tunble bl ended with 5% by wei ght of
granul ar pol ypropyl ene, the resulting blends are then
extruded in the formof a filmand rapidly quenched to
render the polyester conponent anorphous, the filns are
subsequently stretched in both the machine direction
and the transverse direction, and finally heat set
under constant dinmensions. The filns so obtained are
coated firstly with a vinylidene chloride copol yner,
secondly with a gel ati nous subbing layer and finally
overcoated with a gelatinous |light sensitive silver
brom de enul sion (cf. page 4, lines 72 to 75; page 5,
lines 2 to 8).

According to an alternative enbodi nent (cf. page 5,
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lines 12 to 31) the opaque filns obtained in Exanples 1
to 5 are first coated (off-line coating) with a subbing
| ayer conprising a mxture of a butadi ene copol ynmer and
gelatin, then overcoated with a gel ati nous silver

brom de enul sion, the subbing conposition conprising

10 parts of a butadiene/styrene/itaconic acid
copolynmer, 1 part of gelatin, 1 part of an active ionic
enul sifier available comercially under the registered
trade mark "Teepol 610" and 88 parts of distilled water
(parts by weight).

The product "Teepol 610" is identified in D12 as being
a linear anionic surface active agent available in the
formof a 34% aqueous solution of a sodiumsalt of a
secondary al kyl sul phate, which is the active
ingredient (cf. page 12, "Introduction"). As stated in
t he deci sion under appeal, this neans that the above
coating conposition conprises 3% of the surfactant.

Thus, although the reference to D12 provides
clarification concerning the ambunt of surfactant used
in the alternative enbodi nent of D1, this still |eaves
open the question whether, by operating in accordance
with the teaching of D1, one would inevitably obtain a
coating having a thickness within the terns of the
patent in suit.

The Appellant's argunent that D19, which was granted to
the sane applicant as D1, described a coating agent
with the sane conposition also applied on a pol yester
filmin an amount | eading to a thickness of 0.4 pm and
that, consequently, the sane result should be expected
in the alternative enbodi nent of D1, cannot be

accept ed.
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D19 is directed to a nethod for producing a
phot ogr aphi ¢ base which conprises (i) casting a flat
polymeric film (ii) uniaxially or biaxially stretching
it, (iti) coating it with a subbing conposition
conprising a polyneric conponent and a gelatin |ike
conpound, and (iv) heat setting the resulting oriented
and coated film(cf. Caim1l). The applied coat weight
on each side of the finished film e.g. after drying,
orientation and heat setting, is preferably in the
range from1l to 7 ng/dnf (cf. colum 5, lines 48 to 50).

The particular nmethod described in Exanple 1 conprises
(i) nelt extruding pol yethyl ene terephthalate to an
anor phous film (ii) stretching the filmin the

| ongi tudinal direction, (iii) coating the filmby a
reverse roll coater under specific conditions with a
subbi ng conposition corresponding to that used in the
alternative enbodi nent of D1, (iv) stretching the film
transversely, and (v) heat setting the coating film
The coat weight of the subbing coating is said to be

4 ny/dnt per side on the finished oriented and heat set
film(cf. colum 6, line 48 to colum 7, line 12).

In spite of the differences in terns of voiding and
opacity between the filns according to D1 and D19,

whi ch were enphasi zed by the Respondent (cf. statenent
of 4 March 1999, point 2.2.2), the alternative

enbodi mrent of D1 and Exanple 1 of D19 have in fact an

i mportant structural feature in comon, both being
characterized by the use of the sane coating to pronote
adhesi on between a polyester filmand a | ayer to be
adhered (cf. statenment by the Appellant of 20 Decenber
1999, point 2.2.2).

An essential aspect to consider, however, is the nethod
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reported in D19 to apply the coating. According to the
rel evant Exanple 1 the polyester filmis coated (on-
line coating) with the subbing conposition by a reverse
roll coater, the peripheral speed of the coater rol
being 40 ft/mn and the speed of the film being

25 ft/mn. In the Board' s view, there can be no doubt
that the resulting coat weight of 4 ng/dnft is closely
related to these specific operating conditions. This
al so neans that by changing these conditions -
on-line/off-line coating as well as speed - one can
expect a different coat weight, thus a different

t hi ckness.

This contrasts with the statenent in D1 that the |ayer
"may be applied by an suitable nmethod known for the
application of coatings to polyester filmsurfaces”

(cf. page 3, lines 99 to 102). This absence of specific
information can only nmean that, unlike the thickness of
t he support which has to neet particul ar requirenents,
the thickness of the coating is not an essenti al
feature of the filnms described in D1.

I n support of the sanme objection the Appellant also
relied on docunent Dr7b.

This citation describes coated filmassenblies
conprising a support filmof a linear polyester and a
glycidyl (nmeth)acrylate/(neth)acrylate/acrylonitrile
copolynmer primng |ayer applied to at |east one surface
of the support filmin order to pronote adhesion for
functional coatings which may be superinposed upon the
primng layer (cf. Caim2l in conjunction with page 1
lines 20 to 24). The support filmis preferably in the
formof biaxially oriented and heat set filns of

pol yet hyl ene terephthalate (cf. page 1, line 82 to
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page 2, line 2). The coating conposition, which
preferably al so conprises a cross-linking agent and a
catalyst (cf. Claim 20; page 2, |line 102 to page 3,
line 9), nmay be applied to the surface of the support
filmas an aqueous |atex by any suitable known film
coating technique (cf. page 2, lines 18 to 21).
Dependi ng on the end use of the coated film the
primng |layer may have a thickness in the range of 0.01
to 20 um suitably in the range of 0.02 to 0.05 pum in
practice, however, the thickness is often the result of
a conprom se between antagoni stic requirenents, good
adhesi on properties being achieved above a certain
[imt and propensity to the accunul ation of static
charges being avoi ded bel ow another Iimt (cf. page 3,
lines 29 to 52).

Two features have been considered in the exanples nore
specifically.

The first concerns the presence of a non-ionic
surfactant (0.5% by volune) in the conposition used in
Exanple 1 (cf. page 4, lines 5 to 16).

The second concerns the thickness of the various
primng |layers coated on pol yethyl ene terphthal ate
films (cf. Exanple 13 in conjunction with Exanple 3).
As pointed out by the Appellant, all the val ues
reported in Table 2 are between 0.014 and 0. 058 pm

Wi | st these val ues woul d appear to speak in favour of
the Appellant's view, it has to be borne in mnd that
t he range of thickness actually envisaged in this
citation extends up to 20 um thus far above the range
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required in the patent in suit. Thus it cannot be
concl uded that any coating obtained by follow ng the
teaching of DI would inevitably nmeet all the
requirenents of Claim1 of the patent in suit.

A further point to consider is in fact to what extent,
in spite of the close simlarity between the disclosure
of D1 on the one hand, and the teachings of D19 and Drb
on the other hand, it is legitimate to rely on the
latter citations in order to interpret the forner.

In this respect, the Board notes that the authors of D1
have not nade any explicit reference to a prior
docunent in order to clarify the question of the

t hi ckness of the coating, which is not even an
essential feature of the known filns (cf. point 4.2.3
above). Thus, the present situation does not correspond
to that underlying the decision T 153/85 (QJ EPO 1988,
001), wherein a specific reference in a first or
primary document to a second prior docunent nmade it
possi ble to construe the primary docunent by
incorporating part or all of the disclosure of the
second docunent (cf. point 4.2, third paragraph).
Furthernore, in the case of D7b the authors of D1 could
not have envisaged to incorporate any specific feature
fromthat citation, since the latter was filed (19 July
1976) even after the date of publication of D1

(26 Novenber 1975).

The expl anations given by the persons acconpanying the
Appel l ant's representative concerning the thickness of
the coatings relied on the assunption that, in the
patent in suit as well as in the prior art docunents
consi dered above, the layers were in fact
nmononol ecul ar, thus had necessarily the sanme thickness.
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Thi s concl usion cannot be accepted for the foll ow ng
reasons. The first is that neither the patent in suit
nor these docunents have introduced the concept of
nononol ecul ar | ayer as the feature necessary to achieve
the desired properties; there is thus no reason to
reduce the issue of thickness to the interpretation of
an undi scl osed concept. The second is, even if

conpar abl e thi cknesses are indeed to be found in the
patent in suit and in the prior art docunents, there is
no identity of the ranges (patent in suit: 0.01 to

0.5 pm D19:1 to 7 ng/dnf calculated as 0.1 to 0.7 um
D7b:0.01 to 20 um, but at nost a |arge overl ap.

This means that in the field of polyester filns
provided with a coating it has not been denonstrated
that the coating inevitably has a thickness within the
terms of the patent in suit.

For these reasons the Board cones to the concl usion
that the clainmed subject-matter as defined in daiml
and the dependent clains is novel.

Concl usi on

I n accordance with the Respondent's request not to

di scuss the issue of inventive step should docunent D21
be introduced into the proceedings, the Board, in the
exercise of its discretional power pursuant to

Article 111(1) EPC, decides to remt the case to the
first instance for further prosecution.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

The Regi strar: The Chai r man:

E. Gorgmai er C. Gérardin
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