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Summary of Facts and Subm ssi ons

3096. D

This is an appeal against the decision of the Exam ning
Division to refuse application No. 90 119 655.0 on the
ground that the subject-matter of claim1l | acked an

i nventive step. The foll ow ng docunents were referred

to by the Exam ning Division in their decision:

D2:

| EEE G obal Tel ecomuni cati ons Conference, Tokyo
15 to 18 Novenber 1987, pages 1439 to 1443,
article by TOKURA et al.

NACHRI CHTENTECHNI SCHE BERI CHTE, No. 4, May 1987,
pages 92 to 101, Backnang, DE, L. GOHM et al,
"Auf dem Wege zu ei nem universellen
Konmuni kat i onsnet z"

| EEE COVMUNI CATI ONS MAGAZI NE, vol. 26, no. 1
January 1988, pages 34 to 43, New York, US;, MF.
MESI YA: "I npl enentation of a broadband integrated
servi ces hybrid network”

NACHRI CHTENTECHNI SCHE BERI CHTE, No. 4, May 1987,
pages 74 to 78, Backnang, DE; W BONK et al,
"Breitbandkoppel feld mt nonolithisch integrierter
(16x16) - Koppel matri x"

| EEE COVMUNI CATI ONS MAGAZI NE, vol. 25, no. 1
January 1987, pages 69 to 79, New York, US
D.J. HARROLD et al: "The Broadband Universa
Tel econmuni cat i ons Net wor k"

The appel | ant mai ntai ned the clains considered by the

exam ning division and in the statenent of grounds of
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appeal argued that the subject-matter of claim1 could
not be derived fromthe prior art w thout the exercise
of invention. In particular, the skilled person,
starting out fromthe system of D2, would not be | ed by
the di sclosure of any one of D3 to D5 to the clained

I nvention. D2 was concerned with a conditional -access
systemin which the subscriber paid for a decryption
key which was sent upstream All of the channels were
transmtted all of the time to each subscriber, the
necessary bandw dth being provided by a particul ar
fibre optic | oop topology. D2 contained no suggestion
that particular channels be selected for transm ssion
and was primarily concerned with the mechanics of
encryption and decryption. The vi deo-on-denmand systens
di scl osed by D3 to D5 could not readily be incorporated
in the D2 system

I n accordance with an auxiliary request the independent
cl aimwas based on claim 16 consi dered by the Exam ning
Di vi sion and which was said to be concerned with a
fibre-to-curb comuni cati ons system as opposed to the
fibre-to-hone systemof claiml1 of the main request.

In a comruni cation inviting the appellant to ora
proceedi ngs the Board stated that it woul d be necessary
to consider the presence of an inventive step in
claiml in the light of docunents D2 to D6. The Board
al so expressed the prelimnary view that claiml1l of the
auxiliary request gave rise to objection of added

subj ect-matter under Article 123(2) EPC

Oral proceedings were held on 14 Septenber 1999. In the
course of these proceedings the appell ant asked to be
allowed to withdraw the above requests and to file new
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main and auxiliary requests. The proposed nain request
was based on a conbination of clainms 1, 3, 5, 6 and 7
of the withdrawn main request; the proposed first

auxi liary request was based on claim1l of the w thdrawn
mai n request and claim 20 of the application as
originally filed, this claimrelating to the provision
of a subterranean battery unit for a renote site; and
the proposed second auxiliary request was based on
claim?2l1l as originally filed, directed to a
subterranean battery unit.

After deliberation the Board announced t hat these
requests would not be admtted because they were | ate-
fil ed.

The appel | ant thereupon withdrew the existing first
auxiliary request and nai ntained the existing main
request, i.e. the request considered by the Exam ni ng
Division in its decision; accordingly he argued in
favour of the patentability of the clains of this

request .

At the end of the oral proceedings the Board announced
that the debate was cl osed and that the decision was
reserved until two nonths after the date of the ora

pr oceedi ngs.

Claiml of the sole request at the tine the Board
decl ared the debate cl osed reads as foll ows:

"A fiber optic comunication systemfor conveying
digital tel ecommunication signal nessages over a first
optical fiber (21) froma master site (10) to a
plurality of renpte sites (30), geographically
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separated from one another, and over a second optica
fiber (22) fromsaid plurality of renote sites to said
master site, said renote sites being coupled to said
first optical fiber by way of a first fiber coupling
device at a first comon |ocation on said first optica
fiber, and to said second optical fiber by way of a
second fiber coup-ling device at a second common

| ocati on on said second optical fiber, said system
conpri si ng:

at said master site (10),

first neans (101, 120, 123, 126, 133), to which a
plurality of telecomunication channels including

tel evision channels are provi ded, and being coupled to
said first optical fiber (21), for transmtting first
nmessages over said first optical fiber to said
plurality of renote sites (30), said first nmessages
containing first tel ecommunication signals including
tel evision signals requests for transm ssion of which
have been received fromrenote sites, and second neans
(102, 104), coupled to said second optical fiber (22),
for receiving successive bursts of second nessages
transmtted fromrenote sites, said second nessages
containing signals identifying the renote sites
sourci ng said second nessages; and

at a respective renote site (30),

third neans (201, 213, 221, 251) coupled to said second
optical fiber (22), for transmtting said second
nmessages over said second optical fiber to said naster
site (10) in tinme division nultiple access format,

characterized in that
sai d second nessages contain tel evision channel request
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nmessages in tinme division nmultiple access formt
requesting said master site to transmt specified
tel evi sion channel -representative signals as part of
said first nessages in tinmeslots of tine division

mul ti pl ex channel s.

In a subm ssion received on 9 Novenber 1999 the
appel l ant stated that a divisional application had been
filed covering the subject-matter of original clains 1
to 20, i.e. including the above subject-matter. He
requested that a patent be granted based on a new

I ndependent cl ai mconsisting of the subject-matter of
original claim?2l, directed to a subterranean battery
unit (see point |V above).

Reasons for the Deci sion

1.1

1.2

3096. D

Late-filed clains

As noted in the summary of facts and subm ssions the
appellant filed three separate new requests in the
course of the oral proceedings and a further request in
a witten subm ssion after the Board had declared the

debat e cl osed.

If an appellant desires that the allowability of
alternative sets of clainms should be considered in an
appeal, such alternative clains should normally be
filed with the statenent of grounds of appeal or as
soon as possible thereafter, see e.g. decision

T 153/85, QJ EPO 1988, 1. A Board of Appeal may refuse
to consider alternative clains which have been filed at
a late stage, e.g. during the oral proceedings, if such
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clains are not clearly allowable. Only in the nost
exceptional cases, where there is sone clear
justification both for the amendnent and for its |ate
subm ssion, is it likely that an anendnent not
submtted in good tinme before oral proceedings will be
considered on its nerits in those proceedi ngs, see
decision T 95/83, QJ EPO 1985, 75.

Dealing first with the request based on clains 1, 3, 5,
6 and 7, the Board notes that although the individua
features conprised in such clains were present in the
subordi nate cl ains consi dered by the Exam ni ng

Di vision, the particular conbinations of features now
present ed have not been consi dered. These conbi nati ons
woul d require a degree of re-exam nation which is

i nconpati ble with the conduct of oral proceedings.
Simlarly this also applies to the request based on
claiml1l with claim?20 as originally filed.

The request based on claim 21 as originally filed,
re-introduces to the proceedi ngs subject-matter which
was the subject of an objection by the Exam ning

Di vision of lack of unity, in consequence of which
claim 21 was no | onger pursued. This claimwas
therefore never specifically considered by the
exam ni ng di vi si on.

In the present circunstances the Board sees no
justification for the |ate subm ssion of these three
requests. The appellant was inforned in a conmunication
precedi ng the oral proceedings that a party wishing to
submt anendnents to the patent docunents in appea
proceedi ngs should do so as early as possi ble and that
the Board may di sregard anmendnents which are not
submtted in good tine prior to oral proceedings (as a
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rul e four weeks before the date set for the ora
proceedi ngs). Such a period allows the Board tine to
give the revised docunents the necessary consideration.
No satisfactory explanation was given as to why the
clainms were not presented to the Board earlier. Nor is
it clear that the proposed clains would neet the
objections raised in the Board' s communi cation. In the
oral proceedings the Board accordingly refused to
exercise its discretion to admt these requests.

The request based on original claim?2l subsequent to
the oral proceedi ngs was nmade after the Board had
decl ared the debate cl osed. The Board accordingly
refuses to consider this request.

I nventive step

The only issue to be decided by the Board is whether
the subject-matter of claiml of the sole adm ssible
request (i.e. claim1l as considered by the Exam ning
Di vi sion) involves an inventive step.

The application is concerned with the distribution by
nmeans of fibre-optic cables of both television and

t el ephone signals. The problemto be solved is seen as
reduci ng the cost and conplexity of fibre-optic
net wor ks.

Caim1l was refused by the Exam ning D vision on the
basis of the disclosure of D2 when read in the light of
docunments D3 to D6. The Board accepts that these |atter
docunents represent the common general know edge in the
art.
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In the Board's view the appropriate starting-point for
a consideration of inventive step is the conmobn genera
know edge itself rather than docunent D2. All four
docunents D3 to D6 are concerned with devel opnents in
I ntegrated broad band communi cati ons networ ks and | ook
forward to the use of a high bandwidth fibre-optic
network in which existing tel ephone services can be
conbined with tel evision services and interactive
services. Wth the exception of D5 they disclose little
in the way of specific technical detail. Neverthel ess
they show that with one exception all of the features
of the claimpreanble were common general know edge at
the clained priority date; the exception is that the
upstream signals fromthe subscriber, the so-called
"second nessages”, are specified in the claimas being
in the formof "bursts” in time division nmultiple
access format. In the characterising part the "second
nmessages” are said to include tel evision channe
requests (i.e. video-on-denmand) and the tel evision
signals to the subscribers are al so specified as being
in time division multiplex format.

Docunents D3 to D6 explicitly refer to "video-on-
demand” which permts a subscriber to select particul ar
tel evision channels, see D3 at page 94, D4 at pages 35
and 36, D5 at page 76 and D6 at page 72. Although the
primary focus is on transport nechani sns rather than
specific hardware, three docunents al so indicate that
it was envisaged that a pair of fibres be used, one for
each direction of transm ssion, see D3 at Figure 6 on
page 98, D4 at page 39, first full paragraph and D6 at
page 72, paragraph headed "Switched Star"

The subject-matter of claim 1l accordingly adds to the
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common general know edge in the art as represented by
D3 to D6 the use of tinme division nmultiplex signals for
bot h upstream and downstream conmuni cati on

However the use of this format for television signa
distribution is known per se fromD2. The skilled
person, seeking to inplenent the systemdi scussed in D3
to D6 woul d derive from D2 the use of tine division

mul tiplexing for both the upstream and downstream
signals, see para 3.2 "Transm ssion Technol ogi es" at
pages 1441 and 1442.

Thus, starting out fromthe comon general know edge as
exenplified by D3 to D6 the Board concl udes that the
subject-matter of claim11 |acks an inventive step.

The appel | ant argues that because of the provision of
encryption/decryption services in D2 the skilled person
woul d be prejudi ced agai nst the additional provision of
vi deo- on-denand. The Board finds this argunent
unconvi nci ng. As noted above, D2 discloses the use of
time division nmultiplexing for video distribution. The
claimed invention nerely follows the direction in which
the art was noving and nakes use of a nultipl exing
protocol which is known per se.

Since claim1l is not allowable and no further
adm ssi bl e requests have been made, it follows that the
application nust be refused.
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For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl P. K J. van den Berg

3096. D



