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Summary of Facts and Submn ssions

1907.D

In the oral proceedings of 10 February 1998 the
opposi tion division revoked European patent

No. O 365 510 pursuant to Article 102(1) EPC, whereby
the witten decision was posted on 10 March 1998.

The i ndependent clainms 1 and 10 of European patent
No. O 365 510 read as fol |l ows:

"1l. Use of an elongate conpressible and bendabl e foam
cushion that is resistant to surface treatnment for
masking at |least a part of a surface to be treated,
sai d cushi on being renovably applied on said part of
said surface to be treated and renoved after finishing
said treatnment.”

and

"10. A masking nmeans for masking at |least a part of a
surface to be treated, wherein said masking neans is
made of a material that is resistant to the surface
treatment and adapted to be renovably applied to said
part of said surface to be treated, characterised in
t hat sai d maski ng neans conprises an el ongate
conpressi bl e and bendabl e foam cushi on. ™"

In its decision the opposition division cane to the
result that in the |ight of

(D5) JP-U 158470 and its English translation

the subject-matter of granted clains 1 and 10 i s not
novel .
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| V. Agai nst the above deci sion of the opposition division
the patentee - appellant in the follow ng - | odged an
appeal on 6 May 1998 paying the appeal fee on the sane
day. The statenent of grounds of appeal was filed on
8 July 1998.

He requests to set aside the inpugned decision and to
mai ntain the patent as granted.

V. Qpponents | and Il - respondents | and Il in the
followng - request to dism ss the appeal. Opponent 111
has been silent in the appeal proceedings.

VI . The argunents of the parties in support of their above
requests essentially can be sunmari sed as foll ows:

(a) appellant

- (D5) is not a novelty-destroying docunent with
respect to the subject-matter of clains 1 and
10; (D5) is clearly restricted to the
conbi nation of a panel "b" and the boundary
el emrent "3"; the boundary elenent in (D5) acts
as a barrier preventing paint penetration and
has the function to block the gap between
nei ghbouring el enents and has not the function
of maski ng;

- (D5) does not disclose the use of the foam
el emrent "3" wthout the panel "b" in that
masking is carried out by panel "b" and paint
penetration by the foamel enent "3"; only by
hi ndsi ght could a skilled person interpret (D5)
as a novelty-destroying anticipation;

1907.D Y A
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- the boundary line "X' of (D5) has to be
determ ned before the boundary elenent is
applied so that line "X' defines the boundary
line and the elenent "3" as such;

- (D5) is silent about the "bendabl e properties”
and the "conpressibility" of the used boundary
element and it is not nentioned that the
boundary el enment closely conforns to the surface
to which it is applied; notch "3b" is provided
for absorbing any force exerted on the boundary
el ement and woul d not be necessary if it had
sufficient conpressibility;

- summarising, from(D5) not all features of
claims 1 and 10 can be deri ved.

(b) respondents | and Il (see letters of 11 and
18 January 1999):

- (D5) teaches to apply the boundary | ayer "3"
along a line "X'" and thereafter to position a
cover "b"; the boundary layer in (D5) acts as a
barri er against paint penetration as set out in
EP-B1-0 365 510 in colum 6, lines 18 ff, and
Figures 3/4, so that the clainmed use according
to claim1l is known;

- the boundary | ayer known from (D5) has a double
function, nanely to cover an area wth its
adhesive layer and to act with its foaned body
as a barrier, blocking any avail abl e gap between
structural elements;

- Wth respect to Figure 3A of (D5) it is evident

1907.D Y A
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that "3" covers an area along the line "X
whereas el enent "b" is an additional cover
elenment; it is not the result of an ex post
facto analysis that the clainmed and known
boundary el enent achi eves the sane effects since
in (D5) a foaned article is disclosed which is
el ongate, conpressible and bendabl e, which
article is in addition resistant to surface
treatnent and to be used for nmasking at |east a
part of a surface to be treated and which is
removabl e after finishing the surface treatnent;

it has to be observed that (D5) is a novelty-
destroying prior art since the appellant failed
to indicate that clains 1 and 10 are

di stingui shed from (D5) by any specific feature
si nce the enbodi nents of EP-B1-0 365 510 and of
(D5) are identical and since only in granted
claim14 is the formof the boundary |ayer
specified as being substantially cylindrical but
not in the independent clains 1 and 10 to be
consi der ed.

Reasons for the Decision

1907.D

The appeal is adm ssible.

The crucial issue to be decided is novelty. Since
granted clains 1 and 10 are closely related and contain
the sane technical features they can be dealt with
simul taneously in the follow ng.

From (D5) and its English translation filed at the ora
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proceedi ngs dated 10 February 1998 an el ongate foam
cushion "3" is known, see page 1, claiml and page 2,
lines 31 to 34, which cushion is resistant to surface
treatnment. For a skilled person it is obvious that the
foam of pol yethylene resin offers properties as
"conpressi bl e" and "bendabl e", see in particular
claim2 of (D5) where the nature of the foamis
specified within a wide range and see Figure 3A and its
line "X'" on which the boundary |ayer has to be appli ed.
For any skilled person it is clear that a line "X" as
shown can only be covered by an elongate article which
i's conpressible and bendabl e since the inner radius of
any bend requires conpressibility of the boundary |ayer

and since the three dinensional object "a" to be coated
requires bendability of the boundary |ayer to be
applied; otherwise it would not be possible to apply
the boundary | ayer to the shown object to be treated
according to (D5). It has to be added that the
bendability and conpressibility of the boundary | ayer

di scl osed in (D5) can be enhanced by a notch "3b", see
Figure 5 and page 3, line 39 to page 4, line 3, if
required i.e. if a substantial |ateral novenent of

nei ghboured structural elenments (door/franme) is to be

mast er ed.

Whet her or not the word "masking"” is used in the
English translation of (D5) is irrelevant; what counts
Is the technical information derivable fromthis
docunent for a person skilled in the art. Applying a
boundary | ayer "3" along a line "X" to an object "a" to
be treated prior to the treatnent neans masking of an
area which should not be surface treated whet her

di scl osed in these exact terns or not. Appellant's
contrary findings are therefore not to be foll owed by
the Board since identical technical features nust
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produce identical effects irrespective of the wording
used in EP-B1-0 365 510 and in (D5). These findings are
nor eover supported by identical structura
configurations according to Figures 4 in

EP-B1-0 365 510 and (D5), nanely the arrangenent of a
boundary el enent covered with an adhesi on el enent
between a fixed and a novable structural elenent in
that the el ongate boundary el enent acts sinultaneously
as a masking nmeans and a barrier agai nst penetration of
pai nt/dust. ..

Neither claim1 nor claim10 exclude by their wording
the existence of a cover as disclosed in (D5) in case
of large areas to be nmasked; the known cover "b" has
therefore to be seen as a neans for covering | arger
areas in the sense of masking so that in (D5) the
conbi nation of a boundary el enent and a cover achi eves
an extra effect wthout, however, teaching away from
what is clained in clains 1 and 10 of EP-B1-0 365 510.
Appel l ant's argunent that (D5) can only be consi dered
to disclose the subject-matter of clains 1 and 10 by
hi ndsight is therefore not supported by the facts.

In his statenent of grounds of appeal the appell ant
dealt with line "X" of Figure 5 of (D5) and the
application of the boundary elenent. It is observed
that clainms 1 and 10 are not restricted to any
geonetric line to be masked/ covered, rather to the use
of an el ongate, conpressible and bendabl e foam cushi on
and a maski ng neans.

The board is convinced that the known foaned boundary
elenment is able to be applied closely to any surface to
be masked due its bendability and conpressibility

whet her nentioned expressis verbis in (D5) or not since
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agai n identical technical features nust produce

i dentical technical effects. The known notch "3b" is
not a replacenent feature for conpressibility and
bendability of the boundary el enent but is rather

i ntended to achieve an extra effect so that this known
feature again does not teach away fromthe subject-
matter of clains 1 and 10. Since clains 1 and 10 are
not restricted to a specific formof the boundary

el ement, for instance being substantially cylindrical,
this feature cannot serve as a distinguishing feature
W th respect to (D5).

6. Summari zi ng the above consi derations, (D5) is novelty-
destroying prior art to the subject-matter of granted
clains 1 and 10 so that appellant's findings to the
contrary have to be rejected. Ganted clains 1 and 10
not defining novel subject-matter they are not valid
and the patent in suit cannot be maintai ned on that
basi s.

7. Wth a letter dated 19 July 2001 respondent Il filed an
English and German translation of (D5) to facilitate
t he understandi ng of (D5). The board' s findings are,
however, not based on these transl ations,
Article 113(1) EPC

Or der

For these reasons it is decided that:

The appeal is dism ssed.

1907.D Y A
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The Regi strar: The Chai r man:

A. Counillon C T. WIson
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