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Summary of Facts and Submni ssions

2814.D

The appeal lies fromthe Opposition Division's

i nterlocutory decision, dispatched on 24 March 1998,
that, account being taken of the anmendnents nade by the
Pat ent ee during the opposition proceedi ngs, European
patent No. 0 403 809 was found to neet the requirenents
of inventive step over the cited prior art, in
particul ar, docunents

(1) EP-A-0 201 704 and

(3) EP-A-0 227 980,

The i ndependent Claim1 underlying the contested
deci si on read:

"1l. A conposition adapted to be reacted with hydrogen
peroxi de to provide chem | um nescent |ight, said
conposition conprising an oxal ate conpound and a

sol vent solution of a conpound having the formul a

wherein each Ris individually a phenyl group
substituted in positions 2 and 6 by the sane or
different al kyl groups with at |east 2 carbon atons X,
Y and Z are OR! and R' is a substituted or unsubstituted
phenyl, the anpbunt of said conpound being such that it
provides red light."



- 2 - T 0533/98

Cains 2 to 8 were dependent upon C aim 1.

1. In particular, the Opposition Division was of the
opi ni on that docunent (1), represented the cl osest
state of the art and that it could not be expected that
the cl ai ned conpositions would be nore stable than the
conposi tions described in docunent (1).

L1, At the oral proceedings, which took place on 2 Cctober
2001, the Respondent (Proprietor of the patent) filed,
as auxiliary request, a set of six clains, with the
only i ndependent cl ai mreading:

"1l. A conposition adapted to be reacted with hydrogen
peroxi de to provide chem | um nescent |ight, said
conmposition conprising an oxal ate conpound and a

sol vent solution of a conpound having the fornmula

wherein each Ris 2,6-diisopropyl phenyl X, Y and Z are
OR! and R' is phenyl, the amobunt of said conpound being
such that it provides signal red light."

| V. The Appel |l ant (Opponent) alleged that clained
conpositions were not novel since they were publicly
avai | abl e before the clained priority date.

Mor eover, the Appellant contested that the set of

clainms underlying the contested decision net the
requi renment of Article 123(2) EPC

2814.D Y A
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Finally, the Appellant argued that the clained
conpositions | acked inventive step, since there was no
proper basis for considering the aspect of stability
and it was known from docunent (1), that any peryl ene
dye could be used in order to provide chem | um nescent
conpositions, and therefore it was obvious to
substitute the peryl enes described in docunent (1) by
ot her known peryl enes.

The Respondent expressly stated his disagreenent to the
i ntroduction of the objection of |ack of novelty as a
new ground of opposition into the appeal proceedi ngs
relating to an all eged prior use of the clained

conposi tions based on docunents submtted only at the
st age of appeal.

The Respondent subnmitted that the conpositions
according to Caim1l underlying the contested deci sion
were supported by the application as filed and,
consequently, that the requirenent of Article 123(2)
EPC was net.

Furthernore, the Respondent argued that the patent in
suit comuni cates the problem of providing a signal red
colour with a long duration to the skilled person and,
therefore, clearly nentions the problemof stability.
As it could not be deduced fromany of the cited prior
art docunents that the clained conpositions would
provi de chem | um nescent signal red light with a
sufficient long duration, the clained conpositions were
not obviously derivable fromthe cited prior art
docunents.

The Appel | ant requested that the decision under appea
be set aside and that the European patent No. 0 403 809
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be revoked.

The Respondent requested as nmin request that the
appeal be dism ssed or as auxiliary request that the
deci si on under appeal be set aside and the patent be
mai nt ai ned on the basis of the auxiliary request filed
at the oral proceedi ngs on 2 Cctober 2001.

Reasons for the decision

1

2814.D

The appeal is adm ssible.

G ounds of opposition

Al t hough the opposition was based on the sol e ground
that the clainmed subject-matter did not involve an

i nventive step, the Appellant contested for the first
time during the appeal proceedings the novelty of the
clains on the basis of an alleged prior use submtted
wWith the statenent of grounds of appeal.

According to the principle laid down in G 10/91 (QJ EPO
1993, 420, point 18 of the reasons for the decision)
fresh grounds for opposition nmay only be introduced at
t he appeal stage when the Patentee agrees that a fresh
ground for opposition may be considered and in G 7/95
(QJ EPO 1996, 626, point 7.1) it is specifically said
that an objection of lack of novelty is a different

| egal objection having a different |egal basis fromthe
obj ection of lack of inventive step and that,

therefore, the objection of |Iack of novelty cannot be

i ntroduced into the appeal proceedi ngs wthout the
agreenent of the Patentee.
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As | ack of novelty was not an opposition ground and as
t he Respondent expressly stated his disagreenent to the
i ntroduction of the objection of |ack of novelty into

t he appeal proceedings, the Board has no power to
consider this fresh ground for opposition.

Mai n request

Article 123(2) EPC

The Board likes to observe that neither Claim1l of the
application as originally filed, nor aim1l as granted
were [imted to conpounds providing red light. Thus the
skilled reader would have no reason to assune that al

t he conmpounds of the fornula of Claim1l as originally
filed or as granted necessarily produced red light, and
so the skilled reader could not deduce fromthe said
clains that any nore narrow sel ection of these
conmpounds, such as specified in aim1l of the present
mai n request woul d al so produce red |ight.

According to the Respondent, the subject-natter of
Claim1l, directed to a conposition conprising a

peryl ene providing red light, is supported by the
teaching of the description as originally filed on
page 2, lines 18 to 24, that it had been found that
known fl uorescent dyes can be used to produce a red
chem | um nescent |ight and by the description of the
conpounds of fornula (I) on page 2, line 28 to page 3,
line 8 of the application as filed.

However, in deciding whether an anended cl aimneets the
requi rement of Article 123(2) EPC, the decisive
guestion is whether all the features of the said claim
and the cl aimed conbi nati on of such features can be
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directly and unanbi guously deduced fromthe application
as filed.

On page 2, lines 18 to 24, of the application as filed
it was taught that it had been observed that known
fluorescent dyes can be used to produce
chem | um nescent |ight, particularly, a red
chem | um nescent light. Furthernore, on page 2, line 28
to page 3, line 8 it was taught that in the
chem | um nescent conpositions, defined in their
broadest form the anobunt of the perylene is such as to
provide visible light. As the only peryl ene

conposi tions which were described to provide
chem | um nescent red light were the ones cited in the
exanples of the application as filed, a skilled reader
coul d not deduce fromthe application as filed which
conmpositions containing a perylene other than the ones
exenplified provide chem | um nescent red light, |et

al one that all conpositions according to Claiml
provi de chem | um nescent red |ight.

The Respondent argued that it was clear fromthe
application as filed that conpositions according to
present Claiml were preferred conpositions and that
conpositions conprising the nost preferred peryl ene,
1,6,7,12-tetraphenoxy-N, N - bi s(2, 6-

di i sopropyl phenyl)-3, 4,9, 10- peryl ene di car boxym de,
provi de chem | um nescent red light. Therefore, a
skilled person would interpret such teaching that al
preferred conpositions would provide red |ight.

The Board can, however, not follow such argunentation
because nowhere fromthe application as filed it may be
derived that the information given in the exanples that
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conposi tions described therein provide chem | um nescent
red light may be generalised to any conposition as
defined in present Caiml and nowhere fromthe
application as filed it may be deduced whi ch peryl enes
ot her than the ones exenplified provide
chem | um nescent red |ight.

Consequently, the Board conmes to the conclusion that
conpositions conprising perylenes as defined in Claiml
i n such anpbunts that they provide chem | um nescent red
l'ight were not directly and unanbi guously derivable
fromthe application as filed, contrary to the

requi renment of Article 123(2) EPC.

Auxi | i ary request

Article 123(2) EPC

Since CCaim8 as originally filed provides a basis for
the substitution pattern of present Claim1l and it
appears fromExanple 1 as filed that such substitution
pattern leads to the desired red signal |ight, the
Board conmes to the conclusion that the requirenent of
Article 123(2) EPCis net. This was not contested by

t he Appel | ant.

I nventive step

Both Parties and the Opposition D vision were of the
opi ni on that docunent (1) represented the cl osest state
of the art.

I n accordance with the "probl emsol ution approach”
applied by the Boards of Appeal to assess inventive
step on an objective basis, it is necessary to
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establish the closest state of the art being the
starting point, to determne in the light thereof the
techni cal probl em which the invention addresses and
solves, and to exam ne the obvi ousness of the clained
solution to this problemin view of the state of the
art.

The "cl osest state of the art” nust be a prior art
docunent discl osing subject-matter aimng at the sane
obj ective as the clained invention and, if severa
prior art docunents disclose subject-matter aimng at
the sane objective, the "closest state of the art” is
represented by that docunent describing subject-nmatter
havi ng the nost rel evant technical features in common.

As Caim1l is concerned with conpositions providing
chem | um nescent red |ight whereas docunent (1) is
related to chem | um nescent conpositions exhibiting
white light in the dark, enabling one to discern

col ours accurately or exhibiting coloured Iight at an
intensity greater than those commercially avail abl e,
docunent (1) does not disclose subject-matter aimng at
the sane objective as the clained invention and

t herefore, docunent (1) cannot be considered to
represent the closest state of the art and, thus, a
suitable starting point in assessing inventive step.

Since the only available prior art nmentioning the
probl em of providing chem | um nescent red light is the
reference on page 2, lines 21 to 29, of the patent in
suit to US-A-4 379 320, this docunent, further referred
to as docunent (A), is considered to represent the only
suitable starting point in assessing inventive step.

Docunent (A), which was nentioned in the application as
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filed (page 2, lines 1 to 17), was not referred to
before the Qpposition Division or during witten appea
proceedi ngs but only discussed at the oral proceedings
before the Board. Thus the question arises whether or
not this prior art can be considered in these

pr oceedi ngs.

In the present case, the Board is of the opinion that
for the exam nation of an inventive step it is
necessary to objectively exam ne the conplete prior art
on file for equally objectively finding out the problem
whi ch was to be solved by the clainmed subject-matter
The Board follows with this view the decision T 536/ 88
(QJ EPO 1992, 638) stating that while docunents cited
and discussed in the patent in suit are in principle
not automatically subject-matter of an opposition
appeal proceedings, this does not extend to a prior art
docunent in a European patent which is di scussed as
essential prior art in relation to which the technica
problemto be solved is fornmul ated. Such a prior art
docunent forns part of the docunents to be consi dered

i n an opposition appeal proceedi ngs. Docunent (A) is
such a docunent, and so can be consi dered.

Docunent (A) nentions in colum 1, lines 15 to 30, that
typically a chem | um nescent m xture conprises an

oxal ate diester which reacts with hydrogen peroxi de and
a fluorescer conpound, that the best |ight efficiency
with chem | um nescent m xtures has been obtai ned using
fluorescers which emt in the yellow region of the

vi sible spectrumand that a second fl uorescer can be

i ncorporated to obtain a red em ssion, but that the
efficiency of such mxtures is unduly |ow due to the
instability of the reaction mxture. In order to emt
red light, docunent (A) proposes in colum 1, lines 31
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to 41, the incorporation of a red fluorescer in the

wal I's of the container so that the red fluorescer in
the wall can be activated by the light emtted fromthe
chem | um nescent m xture w thout being subjected to
deconposition due to instability in the
chem | um nescent m xture.

According to page 2, lines 26 to 29, of the patent in
suit articles known from docunment (A) have the drawback
that it produces a red-orange col our and not a true
pure red col our designated as "signal red" with an

em ssion at a wavel ength of approximately 625
nanonetres.

As, in the present case, the problemto be sol ved
consists in providing articles which do not have the
drawbacks of the articles known from docunent (A), the
techni cal probl emunderlying the invention consisted
thus in the provision of articles which are suitable to
provi de chem | um nescent signal red |light over a
sufficient |ong period.

The patent in suit clains to solve this probl em by
provi ding for the production of useful articles
conpositions according to Caim1l (see point II1
above) .

The first point to be considered in assessing inventive
step is then whether it has been convincingly shown
that by the process according to Claim1l the problem
underlying the patent in suit has effectively been

sol ved.

It has never been contested that with the test report
provided with letter dated 16 January 1998 a credible
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case has been put forward that the probl em underlying
the invention, as defined in point 4.2.3 above, is
effectively solved by the clainmed process.

Therefore, it remains to be decided whether a skilled
person woul d have expected that the clained
conpositions would be suitable for providing
chem | um nescent signal red |ight over a sufficient

| ong peri od.

The Appel l ant argued that a skilled person woul d have
done so, since it was known frompage 3, lines 24 to
26, of document (1) that any perylene dye which is

sol uble in the solvent solution used to produce the
conpositions described therein nmay be used and that it
was obvi ous to choose a known fl uorescent comnpound,
such as 1,6, 7, 12-tetraphenoxy-N, N -bi s(2, 6-

di i sopropyl phenyl) -3, 4,9, 10- peryl ene di car boxi m de.

However, docunent (1) relates to conpositions which,
when activated in the presence of hydrogen peroxi de and
a solvent, either exhibit chem | um nescent white |ight
in the dark, which |light enables one to discern colours
accurately, or exhibit coloured |light at a high
intensity (see page 2, lines 4 to 17).

As nowhere in docunent (1) the problem of providing
chem | um nescent signal red Iight as defined in the
patent in suit is nentioned, this docunent cannot give
any hint how the known problem of insufficient
stability of red fluorescers in chem | um nescent
conposi tions conprising an oxal ate, a solvent and

hydr ogen peroxi de, as described in colum 1, |ines 27
to 30, of docunent (A), could be overcone.
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Docunent (3) describes aryl oxy-substituted peryl ene-
3,4,9,10-tetracarboxylic acid diimdes, which are
suitable for the conventional apparatuses for
concentrating |ight over a particular area in plastic
sheets or filns and which have high fluorescence and
good solubility in the nediumused, coupled w th good
| i ght fastness and a broad absorption range (see

page 2, lines 14 to 68) and Exanple 2 specifically
teaches that 1,6,7,12-tetraphenoxy-N, N -bis(2, 6-

di i sopropyl phenyl) -3, 4,9, 10- peryl ene di carboxi m de has
a &, emssion of 613 nanonetres in CHO .

As docunent (3) is only concerned with conpounds
suitable for concentrating light, this docunent is
conpletely silent about the properties of such
conmpounds when used for producing chem | um nescence, in
particular, the stability of such conpounds in the
presence of an oxal ate, a solvent and hydrogen

per oxi de. \Wereas for concentrating |ight the used
conpositions and their ingredients nust be stable to
light, in particular, daylight, for being suitable in
chem | um nescence the conpositions and their

i ngredi ents nust rather be stable in the
chem | um nescent medi um

Therefore, a skilled person could not deduce from
docunent (3) that the conpounds according to Caiml
woul d be sufficiently stable to provide a
chem | um nescent signal red Iight over a sufficiently
| ong peri od.

As both docunments (1) and (3) are silent about
conpositions suitable for providing chem | um nescent
signal red light, as defined in the patent in suit, the
cl ai med conpositions were not obviously derivable from
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t hose docunents.

The Appellant also contested that the stability of the
cl ai med conpositions could formthe basis for inventive
step, since the application as filed and the patent in
suit were silent about this problem and, consequently,
the problem of stability was constructed by hindsight.

However, according to the jurisprudence of the Boards
of Appeal of the EPO a refornulation of the problem
can be allowed provided the skilled person can
recogni se the sane as inplied or related to the problem
initially suggested (see decision T 184/82 QJ EPO 1984,
261, point 4 of the reasons).

In the application as filed on page 1, lines 18 to 30,
and in the patent in suit on page 2, lines 10 to 16, it
is said that there existed no sinple neans to produce
red chem | um nescent |ight which is satisfactory for

t he users, because the conpounds used were shown to be
unstable in the reaction and the duration of the

chem | um nescence obtained in this manner was too short
to be of comercial interest. As it is also said on
page 2, lines 18 to 24, of the application as filed and
on page 2, lines 30 to 33, of the patent in suit that
it has been unexpectedly observed that known
fluorescent dyes can be advantageously used to produce
a red chem | um nescent light, it is inplicitly taught
in the application as filed and in the patent in suit
that the clainmed conpositions have a satisfactory
stability in order to be used for providing
chem | um nescent signal red |light over an acceptable
period of tine.

This isinline wwth the statenent in the introductory
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par agr aph of docunment (A), i.e. the closest state of
the art, that m xtures contai ning one of the known red
fluorescers have an efficiency which is unduly | ow, due
probably to the fact that the red fluorescer is
unstable in the reaction mxture (see colum 1,

lines 26 to 30).

Consequently, the problemof stability was not
constructed by hindsight.

4.2.7 Therefore, the Board conmes to the conclusion that the
conmpositions according to Claim1l1 were not obviously
derivable fromthe cited prior art.

Clains 2 to 6, which represent preferred enbodi nents of

Claim1, derive their patentability fromthe sane
i nventive concept.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.
2. The matter is remtted to the first instance with the
order to maintain the patent on the basis of clains 1

to 6 filed as auxiliary request at the oral proceedi ngs
on 2 Cctober 2001 and a description to be adapted.

The Regi strar: The Chai r man:

2814.D Y A
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N. Maslin A. Nuss
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