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Summary of Facts and Submn ssions

The appel | ant (opponent) | odged an appeal against the
i nterlocutory decision of the Opposition Division
mai ntai ning the patent No. 0 342 286 in anended form

In the decision under appeal, it was held that the
grounds of opposition submtted by the appellant under
Article 100(a) and (b) EPC (lack of novelty and

i nventive step and insufficiency of disclosure) did not

prejudi ce the mai ntenance of the patent as anended.

The follow ng docunents were referred to in the appea
pr oceedi ngs:

D1 AU- A- 49304/ 72

D4 GB-A-1 327 758

D15 US-A-3 856 721

D21 "New devel opnents in offset blankets",
Chanberl ain, Professional Printer, Volunme 22,
Nunber 6, pages 2 to 7

WAES US-A-4 042 743

1. Oral Proceedings were held before the Board of Appea
on 13 Septenber 2001.

(i) The appellant requested that the decision under
appeal be set aside and the patent be revoked.

(ii) The respondent (patentee) requested that the
deci si on under appeal be set aside and that the
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patent be mmintained on the basis of the follow ng
docunent s:

(a) clainms 1 to 11 submtted as main request
during oral proceedings; or

(b) <clainms 1 to 11 submtted as first auxiliary
request during oral proceedings; or

(c) as second, third or fourth auxiliary
requests: clains 1 to 11 respectively filed
as first, second and third auxiliary requests
on 26 February 1999.

The mai n request includes two i ndependent clains, which
read as follows:

"1.

A nethod of making a | am nated printing bl anket
construction conprising the steps of:
provi ding at |east one fabric substrate |ayer
(26),

formng an internedi ate conpressi ble |ayer (24)
of an el astoneric material on said substrate |ayer
(26) said internmedi ate conpressible |ayer having a
substantially uni formthi ckness and havi ng
m crocapsul es i ncorporated therein, said
m crocapsul es being substantially uniformy
di stri buted throughout said internedi ate
conpressi bl e | ayer,

providing a surface |layer (20) over said
I nternmedi ate conpressible layer to forma printing
bl anket construction, and

vul cani zing said construction to cure said
| ayers,

characterized in that, before a step of finally



2493.D

- 3 - T 0634/ 98

vul cani zi ng said construction, the elastoneric
material of the internediate conpressible layer is
partially vul canized at a tenperature bel ow t he
melting point of said mcrocapsules for a tine
sufficient to cause said elastoneric material to
crosslink to a degree sufficient to substantially
fix the positions of said mcrocapsules wthin
said internedi ate conpressi ble |ayer, thereby
providing said internediate |ayer (24) with
substantially uniformy distributed voi ds of
substantially uniformsize."

A |l am nated printing blanket construction (10),
made by a nethod according to any preceding claim
conprising at |east one substrate |ayer (26), a
surface | ayer (20), and an internedi ate
conpressi ble layer (24) conprising an el astoneric
material having a cellular structure with a
plurality of closed cells formng voids, said
internmedi ate | ayer (24) having a substantially

uni form thi ckness, said voids being of
substantially uniformsize and being substantially
uniformy distributed throughout said internediate
conpressi ble layer, said voids not being

I nt erconnected. "

Caiml of the first auxiliary request differs from

claim1 of the main request in that

(i) the term"vul canizing said construction to
cure said |ayers" is anended to read "finally

vul cani zing said construction, at a tenperature

hi gher than that at which said mcrocapsules nelt,
to cure said | ayers"; and
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(ii) the term"characterized in that" is replaced
by "wherein".

Claim9 of the first auxiliary request is identical to
claim9 of the main request.

In the witten and oral procedure, the appellant argued
essentially as foll ows:

As regards the main request, the objections under
Articles 123(2) and 84 EPC rai sed agai nst the previous
mai n request, but now wi thdrawn by the respondent, are
wi thdrawn, it being accepted that the term"before a
step of finally vulcanizing said construction" is

cl ear.

Clainms 1 and 9 are excessively broad and enconpass
matter which goes beyond the teaching of the patent in
suit, so that the requirenents of Article 83 EPC are
not met. In particular, with respect to the expression
inclaiml, "the elastoneric material of the

i nternmedi ate conpressible layer is partially vul cani zed
at a tenperature below the nelting point of said

m crocapsules for a tine sufficient to cause said

el astonmeric material to crosslink to a degree
sufficient to substantially fix the positions of said
m crocapsules within said internedi ate conpressible

| ayer", there is no teaching of how to achieve the
claimed result outside the tenperature range (43 to
77°C) and duration (1 to 12 hours) specified in the
descri ption.

It is disputed that the person skilled in the art could
determ ne a suitable tenperature range and duration for
the partial vul canization step w thout undue
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difficulty. It would be inpossible to know if the

m crocapsul es had been successfully fixed in place as
required by claiml1l. The terns "substantially uniformy
di stri buted voi ds" and "of substantially uniformsize"
are nmerely relative. The photom crographs submtted by
the respondent do not form part of the disclosure of
the patent in suit.

The decisions of the Boards of Appeal T 409/91 and

T 435/91 both confirmthat it is necessary for the
subject-matter of the clains to be supported over the
whol e cl ai ned range. The decision T 68/ 85 deals with an
I ssue under Article 84 EPC and is not relevant to the
guestion of sufficient disclosure.

Caim1l |acks novelty in view of the disclosure of
docunent D4. According to the sentence at colum 7,
line 36 to columm 8, line 4 of the patent in suit, the
first vul cani zation step can involve "substantially
conpl ete" vul cani zation of the elastoneric |ayer. The
subsequent step of vul canization of the construction
may thus only concern vul cani zati on of the outer |ayers
and not of the elastoneric layer. In this case, there
Is a one step vul cani zation of the elastoneric |ayer.

Docunent D4 proposes the use of glass and phenolic
resin mcrocapsules, so that the vul canization step at
the disclosed tenperature of 140°C is carried out bel ow
the nelting point of the mcrocapsules. This is
confirmed in the case of phenolic resins by the

di scl osure of docunment WAE 5 (columm 4, lines 7 to 12).

The subject-matter of claim9 | acks novelty for the
sanme reasons as claim1.



2493.D

- 6 - T 0634/ 98

As regards the first auxiliary request, all objections
are w t hdrawn.

In the witten and oral procedure, the respondent
argued essentially as foll ows:

The patent in suit bears a priority date fifteen years
after the publication of docunment Dl. Curing of
printing blankets containing mcrocapsules in the

el astoneric | ayer had becone a well known technol ogy at
the priority date of the patent in suit, curing
profiles being available, so that the person skilled in
the art would know how | ong a conplete cure woul d take.
It is quite conceivable that m crocapsul es capabl e of
resisting higher tenperatures wll becone avail abl e,
enabl i ng higher tenperatures to be used in the partia
vul cani zation step

According to decision T 68/85, it is permssible to use
functional features to define a technical result, if it
is not possible to provide a nore precise definition.

Claiml specifies that "the internedi ate conpressible

| ayer is partially vulcanized at a tenperature bel ow
the nelting point of said mcrocapsules”, that is, at a
| ower tenperature than the final vul canization step. A
single vul canization at a single tenperature would not
address the problemas specified in the patent in suit.
It is not the intention to cover m crocapsul es which do
not nelt at all.

Caim9 is directed to a novel printing bl anket
construction as denonstrated by the photom crographs on
file. The reference to "substantially uniformy

di stributed voids of substantially uniformsize" neans
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a greater degree of uniformty than that obtained in
the prior art, obtained as a consequence of the initia
fixing step specified in claim1l. The fact that a
greater degree of uniformty is achieved may be seen
fromthe phot om crographs acconpanying the affidavit
from M. Easley.

There is no appreciation in the prior art of the
problenms arising fromthe nelting of the m crocapsul es,
| eading to aggl oneration of the voids and hence a | ack
of uniformty. The evaporation step proposed in
docunent D1 does not involve heating to a tenperature
at which any significant vul cani zati on occurs.

The declaration of M. Shrinpton to the effect that he
was aware before the priority date of the fact that
partial wvulcanization at |ow tenperature i s necessary
to achieve even void distribution does not constitute
prior public know edge. In view of his enploynent by
Dunl op, he woul d be expected to keep any such know edge
confidential. The allegation that this was common
general know edge is not supported by any
docunentation. The step of festooning printing blankets
prior to vul canization was carried out nerely to
evaporate solvent, as is the case in the nethod of
docunent Dl1. Vul cani zation tenperatures are not reached
during such a step, ow ng to sol vent evaporation and
the heat capacity of the bl anket.

Caiml of the first auxiliary request conplies with
the requirenents of Article 123(2) EPC, a basis for the
amendnment being found in the published application at
colum 3, lines 16 to 19 and at colum 8, lines 55

to 57.
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Reasons for the Deci sion

Mai n request

1

2493.D

Al'lowability of anendnents

In place of the wording "before final vulcanization of
said construction" as contained in claiml as granted,
the wording "before a step of finally vul canizing said
construction” was introduced. Reference is made to such
a final vul canization step in the published version of
the application as filed at colum 8, |ines 30 and 50.
These passages refer to the step being carried out on
the printing blanket construction, that is, the
assenbly of the fabric substrate, the elastoneric |ayer
and the surface layer. In addition, the anendnent does
not result in any matter being clainmed which was not
claimed in claim1 as granted. The anendnent thus
conplies wth the requirenents of Article 123 (2) and
(3) EPC.

Carity

The term "before a step of finally vul cani zing said
construction” as used in claim1 is also clear and,

I ndeed, the appellant did not raise any objection of
| ack of clarity to this wording.

Sufficiency of disclosure

It is alleged by the appellant that clainms 1 and 9
enconpass matter which goes beyond the teaching of the
patent in suit, so that the requirenents of Article 83
EPC are not net. In particular, with respect to the
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expression in claiml, "the elastoneric material of the
i nternmedi ate conpressible layer is partially vul cani zed
at a tenperature below the nelting point of said

m crocapsules for a tine sufficient to cause said

el astoneric material to crosslink to a degree
sufficient to substantially fix the positions of said
m crocapsules within said internedi ate conpressible
layer”, it is alleged that there is no teaching of how
to achieve the clained result outside the tenperature
range and duration specified in the description, that
is, 43 to 77°Cfor 1 to 12 hours and that the person
skilled in the art is not in a position to carry out
the invention outside these ranges.

In the opinion of the Board, the person skilled in the
art could determ ne a suitable tenperature range and
duration for the partial vul canization step w thout
undue difficulty. Wilst the tenperature range and
duration taught in the patent in suit may be regarded
as a guideline, the person skilled in the art woul d be
aware that, for exanple, it may be possible to use
tenperatures higher than 77°C, if the material of the
m crocapsul es had a nelting point above this
tenperature. Such higher tenperatures would enable a
shorter tine to be used. It would be possible to know
if the mcrocapsul es had been successfully fixed in

pl ace as required by claim1l by exam nation of the
final product. The terns "substantially uniformy

di stri buted voi ds" and "of substantially uniformsize"
nmust be construed in the context of a printing bl anket
construction and in the light of the object of the

i nvention. The voids nust be such as to result in a
printing bl anket having a conpressible |ayer which
responds evenly to conpression at right angles to its
surface, thus giving rise to a consistent printing

2493.D Y A
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qual ity over the surface of the bl anket.

There is thus no serious doubt that the person skilled
inthe art is in the position to performthe invention
al so outside the ranges of tenperature and duration

specified in the description w thout undue burden, so
that the requirenents of Article 83 EPC are sati sfied.

4. Novel ty

4.1 Docunent D4 di scloses a nethod of making a | am nated
printing blanket construction conprising the follow ng
steps, as specified in the pre-characterising portion
of claim1:

provi ding at |east one fabric substrate |ayer
(strengt hening |ayer A),

formng an internedi ate conpressible |ayer (B) of
an el astoneric material on said substrate |ayer (A,
said internedi ate conpressible |ayer having a
substantially uni formthi ckness and havi ng
m crocapsul es i ncorporated therein, said mcrocapsul es
bei ng substantially uniformy distributed throughout
said internedi ate conpressible |ayer

providing a surface |ayer (C D) over said
I nternmedi ate conpressible layer to forma printing
bl anket construction, and

vul cani zing said construction to cure said | ayers
(page 4, lines 20 to 23).

This was not di sputed between the parties.
4.2 In addition, in the opinion of the Board, the features
of the characterising portion of claim1l do not serve

to distinguish the subject-matter of the claimfromthe
di scl osure of docunent DA4.

2493.D Y A
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Docunent D4 suggests the use of mcrocapsul es of gl ass,
phenolic resin, carbon or thernoplastic material. In
the case of glass, phenolic resin and carbon

m crocapsul es, the vul cani zati on tenperature
(exenplified at page 4, lines 20 and 21 of docunent D4
as being 140°C) is below the nelting point of said

m cr ocapsul es.

Docunent D4 further teaches that the cells forned by
the m crocapsul es are substantially uniformy
distributed in the polyner (page 2, lines 5 to 9 and
claim8). It cannot be accepted that the term

"uni formy" nust be construed as neani ng "nore
uniformy than in the prior art". The termis construed
as set out in paragraph 3 above.

In addition, according to docunent D4, vul canization is
carried out "before or after assenbly of the
conpressible layer with the other blanket |ayers”

(page 2, lines 56 to 59). In the case in which

vul cani zation is carried out after assenbly of the
three |l ayers, docunent D4 thus discloses a single

vul cani zation step, carried out at a tenperature bel ow
the nmelting point of the mcrocapsules. It was all eged
on behal f of the respondent that the claimspecifies a
two step vul cani zi ng procedure: a first, |ow
tenperature vul canizing step carried out to fix the
positions of said mcrocapsules within said

i nternmedi ate conpressible layer; followed by a fina

vul cani zing step carried out at a higher tenperature.
Thi s cannot, however, be derived fromthe |anguage of
claim1, since the claimdoes not specify the
tenperature at which the final vulcanization step is to
be carried out, nor that the partial and fina

vul cani zati on steps are not carried out consecutively.
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It is thus considered that a single vul canization step,
carried out at a tenperature below the nelting point of
the m crocapsul es on the printing bl anket construction
woul d satisfy the requirenments of the claim Such a
step woul d inevitably have the effect of passing the
poi nt at which the elastoneric material is caused to
"crosslink to a degree sufficient to substantially fix
the positions of said mcrocapsules within said

i nternmedi ate conpressi ble [ayer” at sone point during
the curing procedure.

The subject-matter of claim1 thus | acks novelty in
vi ew of the disclosure of docunent D4, so that the main
request of the respondent is not all owable.

First auxiliary request

5.

2493.D

Al'lowability of anendnents

The feature introduced into claim1l as conpared with
claiml1l of the main request, of "finally vul cani zi ng
said construction, at a tenperature higher than that at
whi ch said mcrocapsules nelt, to cure said |ayers", is
di scl osed in the published version of the application
as filed at colum 8, lines 55 to 57.

In addition, the anmendnent restricts the scope of the
claim The anmendnent thus conplies with the
requi renents of Article 123 (2) and (3) EPC

Sufficiency of Disclosure
The claimalso conplies with the requirenments of

Article 83 EPC for the same reasons as given above with
respect to the nmain request (cf. paragraph 3 above).



- 13 - T 0634/ 98

7. Novel ty

None of the cited prior art docunments discloses a

met hod of maeking a | am nated printing bl anket
construction in which the construction undergoes a two
step vul cani zation, conprising a partial vulcanization
step carried out at a tenperature below the nelting
poi nt of the m crocapsules and a final vul canization
step carried out at a tenperature above the nelting
poi nt of the m crocapsul es.

As di scussed above, docunent D4 teaches a single

vul cani zation step, carried out either before or after
assenbly of the conpressible layer with the renai ning
bl anket | ayers.

Docunent D1 simlarly teaches a single vul cani zation
step, carried out after assenbly of the conpressible
| ayer with the remai ni ng bl anket |ayers (page 6,
lines 1 to 5).

The only disclosure of a two step vulcanization is in
docunent D15. This docunent does not, however, relate
to printing blankets, but to syntactic foam materials
for use in buoyancy devi ces.

The decl aration by M. Shrinpton does not suggest that
any know edge which he, or other enpl oyees of Dunl op,
may have possessed before the priority date of the
patent in suit of the necessity of a prelimnary, |ow
tenperature, partial vul canization step was nade
avai l able to the public.

The subject-matter of claiml1l is thus new.

2493.D Y A
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Caim9 is directed to a | am nated printing bl anket
construction nade by a nethod as clained in any of
clains 1 to 8 Omng to the | ow tenperature parti al

vul cani zing step, the voids are substantially uniformy
di stri buted throughout said internedi ate conpressible

| ayer and are not interconnected. OMng to the
subsequent step of vulcanizing the construction at a
tenperature higher than that at which the m crocapsul es
melt, the blanket will exhibit cells in the
conpressible layer in which the material of the

m crocapsul es has been nelted and either reforned to
forma coating on the walls of the voids, or interacted
with the elastoner to forma new coating substance (see
patent in suit, colum 8, lines 45 to 56). The bl anket
as clainmed in claim9 thus has a novel structure as
conpared with the structures obtained follow ng the

met hods of the prior art, in which either m crocapsul es
having a high nelting point are used, in which case,
the m crocapsules retain their original structure in
the finished product; or |ow nelting point

m crocapsul es are used, which results in aggloneration
and hence interconnected voi ds.

The subject-matter of claim9 is thus al so new.

I nventive step

Cl osest prior art

Docunent D1 represents the closest prior art and

di scl oses a nethod of making a |am nated printing

bl anket construction conprising not only the features
set out at paragraph 4.1 above in connection with the
di scl osure of docunent D4, but also a vul canization
step carried out at a tenperature higher than that at
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whi ch said mcrocapsules nelt (page 9, lines 22 to
page 10, line 1).

It was suggested on behalf of the appellant that
docunment D4 could equally be regarded as the cl osest
prior art. This cannot be accepted in view of the fact
that this docunent does not disclose a vul canization
step carried out at a tenperature higher than that at
whi ch said m crocapsules nelt.

(bj ect of the invention

The object of the invention is to provide a nethod of
maki ng a | am nated printing blanket construction having
I nproved conpressibility characteristics.

Sol uti on

According to claim 1, the above object is achieved by a
two step vul cani zation, conprising a partia

vul cani zation step carried out at a tenperature bel ow
the nelting point of the mcrocapsules and a fina

vul cani zation step carried out at a tenperature above
the nelting point of the mcrocapsul es.

As stated above in paragraph 7, the only disclosure in
the cited prior art of a two step vulcanization is in
docunent D15, which does not relate to printing

bl ankets, but to syntactic foammaterials for use in
buoyancy devi ces. The problem facing the inventors of
docunent D15 was to avoid charring of the polyneric
mat eri al caused by build-up of heat during

vul cani zati on of conparatively |large sections. Such a
probl em does not arise in the manufacture of printing
bl ankets and there is no indication in docunent D15
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that a two stage vul cani zati on could inprove the
conpressibility characteristics of printing blankets.

The subject-matter of claim11l thus involves an
inventive step. Clains 2 to 8 are directed to preferred
enbodi nents of the nethod according to claim1. These
clains thus simlarly involve an inventive step.
Caim9 is directed to a | am nated printing bl anket
construction made by a nethod as clained in any of
clains 1 to 8 and, accordingly, the subject-matter of
claim9, as well as clains 10 and 11 which are
appendant thereto, also involves an inventive step.

The first auxiliary request of the respondent is thus
al lowable, and it is not necessary to consider the
remai ning auxiliary requests.

For these reasons it is decided that:

1

2493.D

The deci si on under appeal is set aside.

The case is remtted to the first instance with the
order to maintain the patent on the basis of the
foll ow ng docunents:

(a) clains 1 to 11 submitted as first auxiliary
request during oral proceedings; and
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(b) pages 3, 4 and 5, submitted during ora
proceedi ngs, and pages 2 and 6 as granted; and

(c) drawings, Figures 1 and 2, as granted.

The Regi strar: The Chai r man:

M Dai nese W Moser
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