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Summary of Facts and Subm ssi ons

2887.D

On 17 April 1998 the appellant (applicant) |odged an
appeal agai nst the exam ning division's decision, whose
grounds were di spatched on 9 February 1998, to refuse
for lack of novelty the European patent application

No. 94 304 037.8 (publication No. 0 627 550). The
appeal fee was paid sinultaneously and the statenent of
grounds of appeal was received on 19 June 1998.

The follow ng prior art docunments were cited in the
exam ni ng division's deci sion:

D1: GB-A-2 059 515

D2: EP-A-0 433 560

D3: WO A-89/07194

The followi ng prior art docunent was cited during the
appeal proceedi ngs:

D7:  US-A-4 075 849

In the statenment of grounds of appeal the appellant
argued that the anended clains filed therewith were
cl ear, novel and inventive. Follow ng conments by the
board in a communication and a tel ephone call, the
appel l ant filed new pages of the patent application.

After adding a reference nuneral plainly omtted in
error, claim1l reads as follows:

"“A turbo-charger conprising a turbine housing defining
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a turbine chanber, an exhaust gas inlet to the turbine
chanber, an exhaust gas outlet (3,7;23,18;24,27) from
t he turbine chanber, a passageway (4,6, 8; 14, 16, 20; 33)
whi ch extends between the inlet and outl et

(3,7;23,18; 24,27) and bypasses the chanber, a valve
(5;15) nounted in the passageway (4,6, 8;14, 16, 20; 33),
means for controlling the valve (5;15) to selectively
open and cl ose the passageway (4,6, 8; 14, 16, 20, 33),
characterised in that:

(1) t he passageway (4,6, 8;14, 16, 20; 33) conpri ses an
annul ar portion (8;20;33) which conmuni cates at
its upstreamend with a chanber (6;16) defined
around the valve (5;15) and opens at its
downstreamend into the outlet (3,7;23,18;24,27)
in a direction such that gas issuing fromthe
annul ar portion (8;20;33) of the passageway
(4,6,8;14,16,20;33) is directed substantially
parallel to the axis of the turbine in which
direction gas flows fromthe turbine chanber
t hrough the outlet (3,7;23,18;24,27);

(ii) the annular portion (8;20;33) of the passageway
is located coaxially with and radially outside a
first portion (7;23) of the outl et
(3,7;23,18;24,27) and opens at a second portion
(3;18) of the outlet (3,7;23,18;24,27) downstream
of said first portion (7;23);

(ii1) the annular portion (8;20;33) of the passageway
(4,6, 8; 14, 16, 20; 33) reduces in radial width

towards its downstream end; and

(tv) the first portion (7;23) of the outlet tapers
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radi al ly outwards towards the downstream end of

the annul ar portion (8;20;33) of the passageway
(4,6, 8; 14, 16, 20; 33) and the second portion (3;18)
of the outlet (3,7;23,18; 24, 27);

whereby disruption in the flow of gas fromthe turbine
chanmber in outlet (3,7;23,18;24,27) is mnimsed."

The appel | ant

requests (see the letter dated 25 Novenber

1999) that the decision of the exam ning division be set

aside and that a patent be granted on the basis of:

Cl ai ns:

Descri ption:

Dr awi ngs:

The appel | ant

clainms 1 to 3 filed with the letter of
25 Novenber 1999.

pages 1, la, 2, 3 and 4 filed with the
letter of 9 Novenber 1999, and
page 5 as originally filed.

Figures 1 to 3 (sheet 1/2) filed with the
letter of 9 Novenber 1999, and

Figures 4 to 9 (sheet 2/2) as originally
filed.

requests oral proceedings if the board

proposes to dism ss the appeal.

t he Deci si on

The appeal is adm ssible.
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Anmendnent s

Al the features of the originally filed claim1l1l are to be

found in the present claim1.

The pre-characterising portion of the present claim1l and
part of its section (i) conme fromthe originally filed
claim1. The rest of section (i) is based on parts of the
originally filed clains 2 and 4. Section (ii) is based on
the rest of the originally filed claim?2. Section (iii) is
based on the rest of the originally filed claim4.

Section (iv) is based on the originally filed claim3,
clarified using Figures 1, 3 and 4 as well as the specific
description relating thereto. The clause fromthe word
"whereby" to the end of the claimis based on the originally
filed description e.g. the |ast paragraph of page 1,

lines 17 and 18 of page 3, lines 11 and 12 of page 4, and

the last |ine of page 5.

The present claim2 is derived fromFigure 1 and lines 1 to
9 of the originally filed description. The present claim3
is derived fromFigures 2 and 3 and page 3, line 31 to

page 4, line 1 of the originally filed description.
The present description consists of the originally filed
description, adapted to the present claim1l and to

acknow edge the nost relevant prior art.

Sheet 1/2 of the present draw ngs corresponds to the

originally filed sheet except for sonme m nor corrections.

There is thus no objection under Article 123(2) EPC to the
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present version of the application.

The purpose of the present invention

Claim1l states that gas issuing fromthe annul ar
portion of the passageway is directed substantially
parallel to the axis of the turbine in which direction
gas flows fromthe turbine chanber through the outlet.
This inplies that the gas fromthe turbine is to flow
substantially parallel to the axis of the turbine. The
word "parallel” is preceded in each case by the word
"substantially" and indeed it is clear that in practice
each flow will not be perfectly parallel to the turbine
axis e.g. the flowfromthe turbine will have been

di sturbed by the rotation of the turbine.

It is also clear that in practice disruption in the
flow of gas fromthe turbine in the outlet cannot be
el i m nated, indeed the claimuses only the word
“mnimsed".

Wil e the board can accept the wording "substantially
parallel” and "disruption ... mnimsed", this wording
can be applied to a greater or |esser extent to the
arrangenents of the prior art.

It can be argued that Figure 1 of Dl shows the bypass
flow |l eaving the jet nozzle 9 roughly parallel to the
turbine axis. The sane coul d be argued of D2, see the
axial direction of the end of the bypass duct 31 on
Figure 1 and the statenment of coaxiality in colum 4,
lines 40 to 43. Since the flowin the present invention
will not be perfectly parallel to the turbine axis but
wi Il conprise sone helical notion, even D3 (see
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Figure 2) with its deliberately helical flow nust be
consi der ed.

It has been stated in section 3.2 above that in
practice disruption in the flow of turbine gas cannot
be elimnated by the present invention but nerely

m ni m sed. However the disruption by the bypass gas to
the flow of gas fromthe turbine in D1 to D3 seens to
be less than in prior art arrangenents (e.g. D7) where
the bypass gas enters the outlet at right angles to the

turbine axis.

Neverthel ess the intention of the present invention is
clear, not to achieve a jet punp effect by a deliberate
action of the bypass gas on the turbine gas (e.g. as in
D1 and D3) but to nake the two gas flows parallel.

Si nce however the independent claimis to the turbo-
charger itself and this turbo-charger needs to be
defined in terns of technical features and not nere
intentions, it will be necessary to conpare the |ist of
technical features in claim1 which produce the
parallel flows with the technical features disclosed by
the prior art docunents.

It seens to the board that - at |east at the present
stage of the exam nation of this patent application - D7
Is the nost appropriate starting point for the
assessnent of inventive step (since it would not seem

| ogical to start fromthe turbo-charger of D1 or D3

with a jet punp effect and then deliberately renove

this effect).

Conparison of the technical features of claim1l and the

prior art
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4.1 The present claiml is divided into two portions using the
di scl osure of D7, see in particular Figure 4, lines 24 to 32

of colum 2 and lines 5 to 16 of colum 3.

The passageway 26 (Figure 2) bypassing the turbine chanber
I's opened or closed by a val ve nenber 66 (Figure 4).
Downstream of a head portion 72 of this valve nenber 66, the
bypass gas enters an exhaust chanber 76 and passes through
an opening 78 to join the gas that has passed through the
turbi ne and | eave the turbine housing 16 through di scharge
openi ng 24. Unlike the turbo-charger defined by the present
claim1, the exhaust chanmber in the prior art turbo-charger
of D7 is not annularly shaped. The bypass gas enters the
outl et duct perpendicularly to the flow comng fromthe
turbine (instead of substantially parallel thereto).

Thus in no way could it be said about this prior art
arrangenent that disruption in the flow of gas fromthe
turbi ne chanber in the outlet is mnimsed.

4.2 The three different enbodi nents shown in Figures 1 to 3
of D1 each have bypass passageways but it is only in
t he enbodi nent shown in Figure 1 that the bypass
passageway 8 conprises a duct 10 which is annular. The
quantity of gas flow ng through the bypass passageway
is controlled by an axially displaceabl e annul ar slide
12 that varies the cross-section of jet nozzle 9 (see
page 1, lines 59 to 64 and 103 to 106).

Wil e - dependent on the size of the cross-section of
jet nozzle 9 - the bypass flow may | eave the jet nozzle
9 roughly parallel to the turbine axis, the
construction by which this is achieved differs from
that set out in the present claim1. In particular, the

2887.D Y A
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annul ar slide 12 of Dl does not taper "radially
outwards towards the downstream portion of the annul ar
portion of the passageway and the second portion of the
outlet”. Moreover the purpose of the construction of D1
is to produce a jet punp effect (see lines 37 to 46 of
page 1) and thus differs fromthe purpose of the
construction of the present invention which is to
mnimse disruption in the flow of gas fromthe turbine
chanber .

4.3 The present claim 1l specifies both a chanber around the
val ve and an annul ar portion of the passageway but it
seens that in D2 the bypass duct 31 downstream of the
opening 6 corresponds to the annular portion of the
passageway W t hout there being any chanber around the val ve
(see Figure 1 and colum 4, lines 29 to 32). The bypass
duct 31 is narrower at its exit than at the start so it
could be said to be reducing in radial w dth towards
its downstream end. Because the axial part of the
passageway 31 upstream of the outlet is so short and is
preceded by a radial part, it seens that the gas
i ssuing fromthe passageway wi Il be directed diagonally
to the axis of the turbine. Therefore despite colum 4,
lines 40 to 43 ("Die Zum schung des Teil strones in den
Haupt abgasstrom erfol gt koaxial und somt verlustarm am
Ende des Bypass-Kanal es 31") there will be disruption
in the flow of gas fromthe outlet, noreover the very
wor ds "Zum schung am Ende des Bypass-Kanal es” inplies
an interaction. The first portion of the outlet ends at
an outward step and therefore does not satisfy the
requi renent of claim1l1l of tapering radially outwards
towards the downstream portion of the annular portion
of the passageway 31 and the second portion of the
outl et.

2887.D Y A
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It can be seen on Figure 3 of D3 that the bypass

channel 8 is not annul ar. Mreover the gas issuing from
the outlets 9 is directed in a screwlike direction,

not substantially parallel to the axis of the turbine.

In its decision the examning division cited only the

t hree docunents D1 to D3 as being novelty destroying
for the claiml1l then on file. The board has expl ai ned
why the subject-matter of the present claim1l is novel
over the disclosure of each of these docunents D1 to D3
and al so over D7. Wile there are other docunents
listed in the search report the board cannot see that
any of these is novelty destroying.

Therefore the subject-matter of claim1l1l is considered novel
within the neaning of Article 54 EPC

Remittal to the first instance

Thus the reason for refusal given in the decision does not
apply to the present claim1l. However it is still necessary
to exam ne whether the other requirenents of the EPC are
satisfied and so the board remts the case in accordance
with Article 111(1) EPC to the exam ning division for
further prosecution on the basis of the clains, description

and drawi ngs specified in the above section V.

The appel |l ant has rai sed no objection to the board's

i ntention expressed in section 5 of its communication of 18
June 1999 to remt the case. Wiile remttal neans that the
application is not yet to be granted, it also nmeans that the
deci si on under appeal is being set aside and that the

application is not being refused. There is therefore no need
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to appoint the oral proceedings requested if the board

proposed to dism ss the appeal.

It is pointed out that this conditional request for ora
proceedings is a request in the present appeal proceedi ngs
and will have no effect in the further proceedi ngs before

t he exam ni ng di vi si on.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

G Mgouliotis C. Andries
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