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Summary of Facts and Subm ssi ons

1722.D

On 8 May 1998 the appellants (applicants) filed an
appeal agai nst the decision of the exam ning division
di spatched on 10 March 1998 to refuse the European
patent application No. 94 923 054.4 (Internationa
Publ i cati on No. WO A-95/03990). The appeal fee was paid
on 9 May 1998 and the statenent of grounds of appea

was received on 12 June 1998.

In its decision the exam ning division found that the
subject-matter of claim1 according to the nain request
and claim1l1 according to the auxiliary request
infringed Article 123(2) EPC

In the statenent of grounds of appeal the appellants
requested that the case be remtted to the departnent
of the first instance for further prosecution on the
basi s of the above-nentioned clains and requested ora
proceedi ngs shoul d the Board of Appeal intend to reject
the mai n request.

The board explained in the communi cati on sent on 11 My
1999 that it considered the main request to be
unal | owabl e, that it had therefore appointed ora
proceedi ngs and that it considered also the auxiliary
request unal |l owabl e, adding that if anmended clains were
filed which clearly did not infringe Articles 123(2)
and 84 EPC then it m ght be possible to cancel the ora
proceedings and to remt the case to the first instance
for further prosecution (Article 111(1) EPC)).

The appellants withdrew the request for ora
proceedings and in the letter of 14 June 1999 asked for
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the case to be remtted to the first instance for
further prosecution on the basis of a new i ndependent
claim1.

On 6 July 1999 the board faxed a communi cation
explaining that, in fornmulating this claiml to neet

obj ections under Article 123(2) EPC, the appellants had
renoved parts of claim1l of the auxiliary request filed
with the appeal but thereby had returned fairly closely
to an earlier version of claim1 objected to by the
exam ning division for lack of inventive step. The
board concluded it did not consider it appropriate to
remt the case with this claim1l to the first instance
and that the oral proceedi ngs would take place as
schedul ed.

The appellants' letter of 7 July 1999 confirnmed that
the representative would not attend the ora

proceedi ngs and enclosed a new claim1l for an auxiliary
request.

Caiml of the main request reads:

"An adhesi ve tape dispensing equipnent in which a tape
wound on a reel (5) is unwound fromthe back surface of
the underlying layer, including: a supporting structure
(1) with a handle (1A); on said supporting structure a
support shaft (3) for a tape reel (5); on said
supporting structure (1) a pressure roller (7) around
whi ch the tape unwound fromsaid reel is deflected;
characterized by:

- an elenment (612) which is novabl e angul arly about a
hi nge axle (610) supported by said supporting structure
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(1) and parallel to the axis of said shaft (3) and
which carries, at a distance from said hinge axle, an
addi ti onal tape supporting and defl ecting nenber (616),
sai d supporting and defl ecting nenber being positioned
and forced to press on the periphery of the reel (5) to
reduce to a mninumthe free section of the trajectory
of the tape (N) fromthe point P of detachnment fromthe
reel (5) to the first point of contact with the said
support and defl ecti on nenber (616);

- a sleeve (620) arranged coaxial with said hinge axle
(610) and

- an elastic neans (618) urging said additional tape
supporting and defl ecting nenber (616) agai nst said
reel (5); said elastic neans (618) being housed within
a seat (620A) in said sleeve (620)."

Claim1 of the auxiliary request has all the wording of
claim1l of the main request and adds at the end the
feature:

"whereby when the reel (5) is nearly enpty, the tape
unwound fromthe reel (5) is deflected around said

def |l ecti on nenber (616) and around said sl eeve (620)."

The follow ng prior art docunents were referred to in
t he appeal proceedings:

D1: DE-A-3 311 170

D2: EP-A-0 178 696

D3: US-A-3 567 557
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The oral proceedings took place on 15 July 1999. The
appel l ants did not appear but, since they were duly
sumoned, the oral proceedi ngs were continued w thout
them in accordance with Rule 71(2) EPC. At the end of
the oral proceedings the present decision was taken.

In witing the appellants requested that the exam ning
di vi sion's deci sion be set aside and that the case be
remtted to the departnent of the first instance for
further prosecution on the basis of claiml1 filed with
the letter of 14 June 1999 (main request) or claim1l
filed with the letter of 7 July 1999 (auxiliary
request).

Reasons for the Deci sion

1

1722.D

The appeal is adm ssible.

Caiml1l of the main request - inventive step

As set out in section 5 of the board's conmunication of
6 July 1999, D1 discloses (see Figure 1) in the wording
of claim1l of the nmain request:

An adhesi ve tape di spensing equi pnent in which a tape
wound on a reel (15) is unwound fromthe back surface
of the underlying |ayer, including: a supporting
structure (2, 3); on said supporting structure a
support shaft (13) for a tape reel (15); on said
supporting structure (2, 3) a pressure roller (11)
around which the tape unwound fromsaid reel is

defl ected; wth:
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- an elenment (17) which is novable angularly about a
hi nge axle (16) supported by said supporting
structure (2, 3) and parallel to the axis of said
shaft (13) and which carries, at a distance from
sai d hinge axle, an additional tape supporting and
defl ecting nenber (20), said supporting and
defl ecti ng nmenber being positioned and forced to
press on the periphery of the reel (15) to reduce
to a mnimumthe free section of the trajectory of
the tape fromthe point of detachnment fromthe
reel (15) to the first point of contact with the
sai d support and defl ection nenber (20); and

- an elastic neans (22) urging said additional tape
supporting and deflecting nenber (20) against said
reel (15).

Caiml of the main request specifies the follow ng
features which are not disclosed by Di:

(a) the supporting structure (1) has a handle (1A),

(b) a sleeve (620) is arranged coaxial wth said hinge
axle (610), and

(c) said elastic neans (618) is housed within a seat
(620A) in said sleeve (620).

The handl e, feature (a), was seen as obvious by the
exam ni ng divi sion, see section 2 of the conmunication
of 22 May 1996 and section 2 of the comunication of
27 January 1997. The board agrees. The exam ni ng
division relied on there being classifications,

probl ens and fields commobn to the present application
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and D1, stating that the skilled person would

i nvestigate both autonmatic and hand- operated tape

di spensers and would start from Dl rather than from D3
whi ch addressed a different problem

Wil e the appellant signalled his readiness in

section 3 on page 3 of the letter of 7 July 1999 to
limt the application to the subject-matter discl osed
in Figures 11 and 12, the anmendnents are not on file
and the present description (i.e that as originally
filed) refers on page 1, lines 4 to 9, to the invention
relating to "di spensers of the manual type or

di spensers of the automatic type". Simlar information
can be found nine and ten lines fromthe bottom of
page 1, in lines 17 to 20 of page 4, and in the second
par agraph of page 8 of the originally filed

descri ption.

Moreover, the word "handle” in the claimis
insufficient to specify that the clained tape

di spensi ng equi pnent actually is of the manual i.e.
hand- operated, portable type. It is alnost certain that
t he equi pnment of D1, although not of the hand-operated
type, has a handl e sonewhere on the supporting
structure for doing sonmething or other. Alternatively,
even if it did not have a handle, it would be obvious
to provide one for sone purpose or other, wthout

t hereby changi ng the equi pnent to the hand-operated

t ype.

Further, it is not possible to determ ne which is the
probl em which is presented by the prior art and is
solved by the handle since the latter's function is not
clear fromthe claimand the handl e seens to have no
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relationship wwth the other features of the claim

Regardi ng features (b) and (c) referred to in the above
section 2.2, the board pointed out in the conmunication
of 6 July 1999 that D2 discloses a sim|ar adhesive

t ape di spensing equi pnent to that of D1.

A lever arm 15 shown in Figure 1 of D2 corresponds to
the el enment 612 of the present claiml and to the arm
17 of D1. The lever arm 15 of D2 is biassed by a spring
24 (i.e. elastic neans) acting between the frame and
the lever arm15. This spring 24 is shown in nore
detail in Figure 3 as being wound around a ful crum 14
(i.e. hinge axle) between two sleeves inserted in the
sides 3 of the frane.

The board finds that it would be obvious to the skilled
person to replace the gas spring arrangenent 22 of D1
by the coil spring arrangenent 24 of D2, particularly
in view of the third paragraph of page 6 (hand-witten
nunber) of the description of DL.

Caim1 of the main request specifies that the elastic
means is housed within a seat in a sleeve whereas in D2
the elastic nmeans (spring 24) is housed between two

sl eeves.

The board however cannot see a precise and inventive
di fference here. The claimspecifies "a sleeve" but
this does not exclude there being nore than one sl eeve
(e.g. two sleeves as provided in D2). Quite why the
space between the two sleeves in D2 should not be a
seat and quite what the significance is in the present
application of a sleeve is not clear to the board (in
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t he absence fromthe claimof any nore details of the
sl eeve and its function).

2.5 For the reasons set out in sections 2.1 to 2.4 above,
the board finds that it would be obvious for the
skill ed person starting fromD1l to arrive at equi pnent
satisfying claim1l of the main request.

2.6 Accordingly claim1l of the main request is unallowable
(Articles 52(1) and 56 EPC) and the nmain request as a
whol e i s unal | owabl e.

3. Claim1 of the auxiliary request

3.1 Anmendnent s

3.1.1 This claimcontains all of the originally filed
i ndependent claim5 plus parts of the originally filed
clains 6, 8 and 9. The other features of the claim
precedi ng the word "whereby" (five lines fromthe
bottom of the clain) can best be derived from
Figures 11 and 12 and the relevant parts of the
description (in particular the paragraph bridging
pages 7 and 8 but al so those ot her passages that
plainly also apply the enbodi mrent of Figures 11 and
12).

3.1.2 The board explained in its conmunication sent on 11 My
1999 what the skilled person would, and what he woul d
not, derive fromthe drawi ngs of the present
application. In section 3.3 of this conmunication the
board stated that:

"It is not in dispute that the skilled person | ooking

1722.D N
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at Figure 11 would realise that, when the reel 5 of
tape is nearly enpty, the oscillating elenent 612 and
shaft 616 are in the dotted line position and that in
this position the tape unwound fromthe reel 5 is

defl ected around said defl ection nenber 616 (not 116),
and around a sl eeve 620 coaxial with said hinge axle
610. "

Thus the board sees a basis in the originally filed
application for the wording in claiml of the auxiliary
request follow ng the word "whereby" (five lines from
the bottomof the claim.

Accordingly the board finds that claim1 of the
auxiliary request is not objectionable under
Article 123(2) EPC

Thus, while the application was refused by the

exam ning division for contravention of Article 123(2)
EPC, this objection no |onger applies to claim1l of the
auxiliary request. Moreover the exam ning division's
argunents in the file do not deal with all the features
of claiml1l of the auxiliary request, nor of course with
all the argunents nmade in the appellants' letter of

7 July 1999.

Wiile the claimis still not clearly restricted to

equi pnment of the manual type, it does make clear the
function of the sleeve. In the letter of 7 July 1999
the appellants explain why the elastic neans is housed
within a seat in the sleeve, why the possibility of the
tape contacting the sleeve influences the positioning
of the hinge axle, why the positioning of the hinge
axl e influences the conpactness of the equipnent to
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make it suitable for manual use, and why the cl ained
subject-matter differs fromthe disclosures of D1 and
D2.

3.4 The exam ni ng division has not taken a position on the
subject-matter of claiml1 of the auxiliary request, in
particul ar having regard to inventive step

The board considers it appropriate, in view of the
above comments and in order not to deprive the
appel l ants of one instance of jurisdiction, to remt
the case to the first instance for further prosecution
on the basis of claim1l of the auxiliary request.

The board notes that the appellants have agreed to

limt the dependent clains, description and drawi ngs to
t he subject-matter disclosed in Figures 11 and 12.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of claiml filed with the
letter of 7 July 1999 (auxiliary request).

The Regi strar: The Chai r man:

1722.D
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N. Maslin C. Andries

1722.D



