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Summary of Facts and Submn ssions
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Opponent Ol appeal ed the decision of the opposition
di vi si on concerni ng nmai nt enance of European patent
No. O 376 481 in anended form

The i ndependent clainms 1 and 17 approved by the
opposi tion division read as foll ows:

“1l. A mail handling nmachi ne for processing mail pieces
of varying size and thickness along a flow path and
conpri si ng:

(a) a mail piece singulator station (17) positioned to
receive mail pieces and including:

(i) nmeans for singulating the mail pieces to produce a
single mail piece; and

(ii) drive neans (83) for advancing the single nai
piece in a downstreamdirection

(b) a sealer station (21) for noistening and sealing
open glued or gunmed flaps on the mail piece and
posi ti oned downstreamto receive the single mail piece
fromthe singulator station and including drive neans
(19) for advancing the sealed mail piece in a
downstream di rection

(c) a postage printer station (27) |ocated downstream
of the sealer and positioned to receive the seal ed mai
pi ece and inprint postage value indicia thereon and

i ncluding drive neans (M) for advancing the seal ed
mai |l piece to the printer and for renoving the

i nprinted seal ed envel ope;

characterized by:

(d) means (13) for controlling the drive nmeans in at

| east one of the stations whereby downstreamdrive
nmeans are activated for processing an arriving nai
piece while it is still being processed at an upstream
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station; and

(e) nmeans for controlling the velocity of the drive
means in at |east one of the stations in accordance
with the size or thickness of the mail piece."

"17. A process of high speed handling of mail in a
mai | i ng machi ne capabl e of processing m xed mail of
varying thickness and size at a sequence of stations
along a flow path, each station having drive neans,
sai d process including at |east the steps of
transporting each mail piece to a weighing station and
wei ghi ng each nmai|l piece and then printing indicia on

t he wei ghed mail piece, characterized by dynam cally
varying the transport velocity of each mail piece by
controlling the drive neans in at |east one of the
stations in accordance with its thickness or size while
the mail piece is undergoi ng upstream processing in the
machi ne. "

Clains 2 to 16 are dependent on claiml. Clains 18 to
22 are dependent on claim17.

Oral proceedings were held before the board on

12 Cctober 2001, during which the followi ng prior art
docunents were consi dered:

FD1: US-A-3 877 531;

ND2: EP-A-0 227 998; and

FD5: EP-A-0 225 288.

The appel |l ant requested that the decision under appea
be set aside and the patent revoked.
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The respondent requested that the appeal be dism ssed
and the patent be nmaintained in the form approved by
t he opposition division.

Furthernore the respondent presented an auxiliary
request based on clains filed with a letter dated
4 July 2001

The appel |l ant essentially argued as foll ows:

FD1 di sclosed a mailing nmachine conprising features (a)
to (c) of claim1. Furthernore Figure 1 of FDl showed
each station of the machi ne as having drive neans at
its beginning and its end and it would be apparent to a
skill ed person that the drive neans of two adj acent
stations had to be synchronised so that feature (d) of
claiml was al so disclosed in FD1. Furthernore feature
(d) would constitute a necessity in a machine
conprising several nodules in series such as described
in FDL. In such nodul ar machi nes each nodul e woul d have
its own drive and the nodul es woul d be coordi nated by a
m croprocessor. Thus only feature (e) of claim1 was
not disclosed in FD1. Feature (e) would not work if
applied to individual mail pieces because, unless the
di stances between successive nmail pieces were kept

| arge (which woul d be di sadvant ageous), a nmil piece
nmovi ng fast in the machine could overtake a precedi ng
mai |l piece driven at a slower velocity. Thus, it
appeared that feature (e) did not relate to the contro
of the velocity of an individual mail piece but rather
to the control of the velocity of the whol e nachine.
Furthernore feature (e) did not provide a conbination
effect wwth features (a) to (d).

ND2 showed a mail handling nachine with a singul ator
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station in which paranmeters of mail pieces, in
particular their thicknesses or sizes, were used to
control the distance between the mail pieces to

i ncrease the throughput of the machine. Thus ND2 showed
that throughput was a concern in mail handling

machi nes. Furthernore the |ast paragraph on page 18 of
ND2 i ndicated that the nmachi ne shoul d be operated at
maxi mum speed, whi ch woul d be done under manual contro
in ND2. The control of the speed of the machi ne woul d
of course be automated in the case of m xed nmail. Thus
it would be obvious to the skilled person to contro

the speed of a mail handling machine in accordance with
a nmeasured paraneter of the mail pieces to achieve

maxi mum t hr oughput. This was confirnmed by FD5 which, in
general terns, provided an invitation to contro

various functions of a mail handling nmachine in
accordance with the thicknesses of the individual nai

pi eces.

OQpponent O2 submitted witten observations regarding
di sclosure in FDL relating to feature (d) of claiml1,
but did not attend the oral proceedings.

The argunents of the respondent can be sunmarised as
fol | ows:

In the patent, the velocities of the various drive
means were independently controlled so as to increase

t he throughput of the machine. According to claiml,
the velocity of drive neans was controlled in
accordance with the thickness or size of a nmail piece,
whi ch constituted a rough estinmate of the weight of the
mai | piece. To ensure this velocity control, the drive
nmeans were activated while the mail piece was stil
bei ng processed at an upstream station. Thus, features
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(d) and (e) of claim1 interacted and thereby forned a
conbi nati on

The preanble of claim1l was based on the disclosure of
FD1. The rollers of the drive neans of FDl were
continuously rotating and thus not activated for
processing an arriving mail piece. FDl1 indicated that
the ejection of thinner envel opes froma wei ghing
station woul d be del ayed conpared to the ejection of
fatter envel opes. However the rotational velocity of
the rollers used for the ejection always remained the
sanme, so that feature (d) of claim1 was not discl osed
in FD1.

In ND2 the di stance between two nail pieces was
controlled in dependance on the thickness or size of
the | eading mail piece. The | ast paragraph on page 18
of ND2 was irrelevant to the present case as ND2 did
not di sclose any adjustnent of the speed of the

machi ne. Furthernore, in the machine of ND2, the mai

pi ece that was neasured was not the one controlled. In
FD5 the thicknesses of the mail pieces were neasured to
deci de on the content of the mail piece and there was
no control of velocity in FD5. As none of the cited
prior art docunents disclosed controlling the speed of
a mai|l handling nmachine in accordance with the

thi ckness or size of a nmail piece, it was apparent that
the appellant relied on ex post analysis.

It was true that, in the machine according to the
present patent, the velocity of the drive neans had to
be controlled so as to avoid a faster mail piece
overtaking a slower one. The penultimate paragraph of
the description of the patent explained howto avoid
jamm ng due to such an extreme situation; however the

2700.D Y A
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velocity of individual drive neans of the machi ne was
controlled in accordance with the thickness or size of
an individual mil piece.

Reasons for the Decision

2700.D

The appeal is adm ssible.

Docunent FDl1l di scl oses a mail handling machi ne
according to the precharacterising part of claim1 of
the patent in suit. It is not disputed that at |east
feature (e) of claiml1 is not disclosed in FDI1.

Docunment ND2 di scl oses a nmail handling machine in which
t hroughput is increased by controlling the feeding of
successive nmail pieces to the machine froma

singul ator. According to ND2 the thickness or size of a
mai | piece is neasured and the rel ease of the next nai
pi ece fromthe singulator is controlled in dependance
on the neasured thickness or size. The mail pieces are
all driven at the sane, constant transport velocity in
t he machine of ND2, and there is no disclosure of the
vel ocity being controlled in dependence on the

t hi ckness or size of a mail piece. The |ast paragraph
on page 18 of ND2 indicates that there are [imts to
the possibility of increasing throughput by increasing
the transport velocity and that inprovenent in the

t hr oughput can be achi eved by the invention described
in that docunent, i.e. by controlling the distance

bet ween successive mail pieces. Thus, docunent ND2
teaches a different solution than the present patent to
I ncrease the throughput of a mail handling machi ne.

Docunment FD5 di scl oses a nmail handling machine in which
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the thicknesses of the handl ed mail pieces are
detected. In particular the nmail pieces are sorted in
accordance with their thicknesses by controlling
various machi ne functions. However FD5 does not

di scl ose controlling the velocity of neans driving the
mai | pieces, nor does FD5 suggest feature (e).

Thus feature (e) of claim1 of the patent in suit is
not di sclosed in any of the docunents cited by the
appel lant. In the judgenent of the board, feature (e)
Is not inherently obvious to the notional person
skilled in the art.

The board therefore concludes that the subject-nmatter
of claiml1l is to be regarded as novel and involving an
i nventive step wthin the neaning of Article 56 EPC.
This remains true, whether or not feature (d) of
claim1 can be found in FDI1.

Simlarly the subject-matter of independent claim17 is
consi dered as novel and involving an inventive step,
because claim 17 al so includes the feature of
controlling the velocity of neans driving a mail piece
in accordance with the thickness or size of the nai

pi ece.

The sane applies to the subject-matter of the dependent
cl ai ns.

Since the grounds for opposition invoked by the
appel l ant do not prejudice the nai ntenance of the
patent in the anmended form approved by the opposition
di vision, there is no need to consider the proprietor's
auxi |l iary request.
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O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M  HOr nel | W J. L. Weel er

2700.D



