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Eur opean patent No. 0 486 150 was granted on
20 Decenber 1995 on the basis of European patent
application No. 91 309 060. 1.

The granted patent was opposed by the present
respondents on the grounds that its subject-matter

| acked novelty and/or inventive step (Article 100(a)
EPC) .

Wth its decision posted on 5 June 1998 the Qpposition
Di vision found that the patent could be maintained in
amended formon the basis of a set of clains 1 to 5
according to the fourth auxiliary request presented by
the present appellants (proprietors of the patent) at
the oral proceedings held on 22 April 1998.

Claim1 of this request reads as foll ows:

"A steel |am nate gasket (A; B) for an interna
conbustion engine having a plurality of cylinder bores
(Hc) and at least one fluid hole (Hw) therein,
conpri si ng:

a plurality of plates (A10, All, Al2; B10, Bl1l
B12) for constituting the steel |am nate gasket, each
pl ate having first holes corresponding to the cylinder
bores (Hc) and at | east one second hol e correspondi ng
to the fluid hole (HW) of the engine, said second hol e
bei ng | ocated between the first hole and a gasket edge
portion (Allc; Bllc),

means (Alla; Blla) for sealing around the fluid
hol e of the engine, said sealing neans entirely
surroundi ng the fluid hole, and
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a supporting bead (Allb; BlOa) situated between
t he gasket edge portion (Allc; Bllc) and the sealing
means facing the gasket edge portion, said supporting
bead being integrally forned on one of the plates,

sai d supporting bead (Allb; BlOa) operating as a
bead which is effective for only partly supporting the
seal ing neans (Alla; Blla) and which extends only
partly round the sealing neans (Alla; Blla) w thout
extendi ng around the entire edge of the gasket, said
supporting bead being | ocated separately and curving
generally along the sealing neans at a predeterm ned
di stance away from both the sealing neans and the
gasket edge portion so that when the gasket is
ti ghtened, the supporting bead receives a part of the
tightening pressure applied to the sealing neans and
provi des surface pressure higher than the surface
pressure of the sealing neans, the higher surface
pressure being achieved by virtue of the supporting
bead bei ng either higher (Allb; Bl0Oa) than the sealing
nmeans or by being forned on a plate (B10) which is
thicker than the plate (Bllc) containing the sealing
nmeans so as to protect the sealing neans agai nst creep
rel axation."

Dependent clains 2 to 5 relate to preferred enbodi nents
of the gasket according to claim1.

In its decision the Qpposition Division had given the
reasons for not allowing the main and first to third
auxiliary requests considered by it. These were that
the subject-matter of claim1 of the main request

| acked novelty, that the subject-matter of claim1l of
the first and second auxiliary request |acked inventive
step and that claim 1l according to the third auxiliary
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request was uncl ear.

An appeal against this decision was filed on 23 July
1998 and the fee for appeal paid at the sane tine.

The statenent of grounds of appeal was filed on

29 Septenber 1998. Wth this statenent the appellants
submtted a new set of clains 1 to 4 on the basis of
whi ch the patent was to be maintained in anmended form

The new claim 1l corresponds to the claim1l accepted by
the Opposition Division except in that the statenent at
the end of the claimas to how the higher surface
pressure i s achi eved has been anended to read:

"t he higher surface pressure being achi eved by virtue
of the supporting bead having a characteristic sel ected
fromat | east one of: the supporting bead bei ng higher
(Allb; Bl10Oa) than the sealing neans; being fornmed on a
plate (B10) which is thicker than the plate (B11)
contai ni ng the sealing neans; and, being fornmed on a

pl ate (B10) which is harder than the plate (Bll)

contai ning the sealing neans so as to protect the
seal i ng neans agai nst creep relaxation."

Dependent clains 2, 3 and 4 correspond to the dependent
clainms 2, 3 and 5 accepted by the Cpposition Division.

In support of their request the appellants argued that
in drafting the fourth auxiliary request at the ora
proceedi ngs before the OQpposition Division in order to
neet the objection that claim1l according to the third
auxiliary request was too broad in anbit they had

I ntroduced references to two specific possibilities of
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achieving the required technical result of a higher
surface pressure at the supporting bead, but had

i nadvertently relegated the third specific possibility
- wherein the supporting bead is fornmed on a plate

whi ch is harder than the plate containing the sealing
bead - to the role of a preferred feature to be used in
conbi nation with the other two possibilities, as stated
i n dependent claim4. That there were indeed three

di stinct possibilities envisaged in the origina
application for achieving the desired technical result
was clear for exanple fromcolum 4, paragraph 3 of the
publ i shed A-docunent and fromthe originally filed

cl ai ns.

Wth a letter dated and received 28 January 1999, the
second respondents (opponents 02) stated that they had
no objection to the patent being nmaintained in the form
now requested by the appellants.

The first respondents (opponents 01) have nmade no
response to the appeal.

In reply to a comuni cation of the Board dated 15 July
1999, the appellants submtted on 15 Septenber 1999

revi sed pages 1 and 1b, adapted to the terns of the new
claim 1.

Reasons for the Deci sion

1

2347.D

The appeal conplies with the formal requirenents of
Articles 106 to 108 and Rules 1(1) and 64 EPC. It is
t heref ore adm ssi bl e.
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Present claim 1 has been derived fromgranted claiml1
by the addition of the features of granted dependent
claims 2 and 3 concerning the nature and | ocation of
the supporting bead together with, as alternatives
(whi ch may be conbined with each other), a definition
of three techni ques by neans of which a higher surface
pressure at the supporting bead is achi eved. These
three techniques are by providing a supporting bead

whi ch is higher than the sealing neans; by providing
the supporting bead on a plate which is thicker than
the plate containing the sealing neans; and by
provi di ng the supporting bead on a plate which is
harder than the plate containing the sealing neans. The
second and third of these techniques forned the subject
of granted dependent clains 7 and 8, which corresponded
in essence to originally filed clains 7 and 8. The
first of the techniques was not nentioned specifically
in the granted clains, it is however the one used in

t he enbodi nent of Figures 1 to 3 of the patent
specification. It was the om ssion of the third of the
techniques fromclaim2l1 of the fourth auxiliary request
accepted by the Qpposition Division (it was in fact
retained as a preferred enbodi nent in the then
dependent claim4, now del eted) which fornms the basis
of the present appeal.

G ven that present claim1l incorporates all of the
features of granted claiml1l it is apparent that the
requi renent of Article 123(3) EPC has been nmet. Wth
regard to the requirenent of Article 123(2) EPC what
needs to be investigated is whether the origina
application indeed disclosed to the person skilled in
the art the three techniques di scussed above as genui ne
al ternatives which could be enployed individually. This
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is certainly the case with respect to the first of

t hose techni ques, nanely the provision of a supporting
bead which is higher than the sealing neans, since, as
al ready indicated above, it is this technique

excl usively which is used in the enbodi nent of

Figures 1 to 3. In the enbodi nent of Figure 4 on the

ot her hand the supporting bead, as discussed in

colum 4, paragraph 3, of the published A-docunent, is
bot h hi gher than the sealing neans and on a plate which
Is thicker than the plate containing the sealing neans.
Moreover, as stated at the end of this paragraph, the
plate with the supporting bead may al so be harder than
the other plate. Thus here there is an explicit

di scl osure of both the conbination of the first two
techni ques and of all three techniques, but no explicit
di scl osure of the use of the second and third

techni ques individually. However, a clear indication
that the possibility is envisaged of using either the
second or third techni que independently of the first or
of each other is to be found in the terns of origina
dependent clains 7 and 8 which are separately directed
to those two techni ques and are not dependent one on
the other or on a claimwhich requires the use of the
first technique. For this reason the Board is satisfied
that the subject-matter of present claim1l is properly
di scl osed in the original application, so that this
claimneets the requirenents of Article 123(2) EPC

The argunents in the decision of the Opposition

Di vi si on concerning inventive step apply nutatis
mutandis to the newclaiml1l with its added option of
achi eving hi gher surface pressure by neans of the third
techni que nenti oned above. The argunents do not rely in
any way on the two specific techniques previously
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stated in the claimbeing in thensel ves of speci al
merit.

O der

For these reasons it Is decided that:

1. The deci si on under appeal is set aside.

2. The case is remitted to the first instance with the
order to maintain the patent in amended formon the
basis of the follow ng docunents:

Descri ption: Pages 1 (columms 1 and 2) and 1b
submtted on 15 Septenber 1999; page 1la
submtted on 22 April 1998 and colums 3
and 4 as granted.

d ai ns: 1 to 4 submtted on 29 Septenber 1998.
Dr awi ngs: Figures 1 to 4 as granted.

The Regi strar: The Chai r man:

S. Fabi ani F. Gunbel
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