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Summary of Facts and Submn ssions

0629.D

The appel | ant (opponent) | odged an appeal against the
i nterlocutory decision of the Qpposition D vision,
mai ntai ning the patent No. 0 266 109 in anended form

In the decision under appeal, it was held that the
grounds of opposition submtted by the appellant under
Article 100(a) EPC (lack of novelty and inventive step)
did not prejudice the nmai ntenance of the patent as
anmended. The further grounds of opposition under
Articles 100(b) EPC (insufficiency of disclosure)

and 100(c) EPC (added subject-matter) were regarded as
being late filed and, in the absence of a prinma facie
case, were disregarded under Article 114(2) EPC

The foll ow ng docunents were referred to in the appea
pr oceedi ngs:

Dl: US-A-4 451 522

D3: US-A-3 949 139

D4: Chemical Wek/July 4, 1984, Vol. 135, No. 1,
pages 30 to 36

D7: GB-A-2 084 513

D19: Fluorpolyner Gves Ford Flair", British Plastics
and Rubber (Cctober 1983)

D20: "Sol vent-cast Filnms", Plastics Engineering,
May 1983

D22: US-A-4 248 762
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D23:

D26:

D27:

D28:

D29:

D30:

D31:

D32:

O al
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EP- A- 232 959

W nt on Report

Tabl e of Test Scores

W nton Testi nony

Rut ki ewi ¢ Affidavit

Buehne Affi davit

Fi el ds Decl ar ati on

Truog Affidavit and appended test report

proceedi ngs were held before the Board of Appea

on 5 July 2001.

The appel | ant requested that the decision under appea

be set aside and that the patent be revoked.

The respondent (patentee) requested that the appeal be

di sm ssed.

Caiml of the patent as naintai ned by the Qpposition

Di vi sion reads as foll ows:

”1_

A flexible decorative sheet material (10), for use
i n surfaci ng aut onobi | e body panels and the I|i ke,
the finished sheet material (10) conprising a
solid substantially clear filmouter |ayer (11)
and a flexible solid opagque and uni nterrupted

pi gnent ed pol yner |ayer (12), characterized in
that said sheet material (10) has the appearance
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of a base coat/clear coat paint finish when
viewi ng the outer surface thereof, and the
substantially clear filmouter layer (11) is
preformed and is forned of a flexible cast
substantially nol ecul arly unori ented weat herabl e
pol yner selected fromthe group consisting of
fluoropol yners, acrylate polyners, vinyl polyners,
and bl ends thereof, and the pignmented pol yner

| ayer (12) is fornmed on the undersurface of said
prefornmed filmouter layer (11) and is visible

t heret hrough, said pignmented pol yner |ayer (12)
having reflective flakes (14) uniformy
distributed therein and oriented generally
parallel to said outer layer (11) to inpart to the
sheet material (10) the appearance of a base
coat/cl ear coat paint finish."

Caim6 is directed to a shaped article having such a
decorative sheet material adhered thereto and cl aim 10
is directed to a nmethod for meking such a decorative
sheet material .

In the witten and oral procedure, the appellant argued
essentially as follows.

The features "cast" and "weat herabl e" contained in
i ndependent clains 1 and 6 are not disclosed in the
application as filed. Hence, the subject-matter of
these clains does not neet the requirenents of
Article 123(2) EPC

The term "t he appearance of a base coat/cl ear coat
paint finish" is not a distinguishing limting
techni cal feature. Consequently, it should be

di sregarded as a distinctive claimlimtation as
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regards i ndependent clains 1 and 6. Such an
interpretation gives rise to i ndependent clains 1 and 6
enconpassi ng pol yner fornul ations that, according to
docunment D30, result in unacceptable products. It
follows that the alleged invention cannot be perforned
in the whol e range of independent clains 1 and 6.

Hence, according to the case law of the EPO there is

i nsufficiency of disclosure.

According to i ndependent clains 1 and 6, the reflective
flakes "inpart to the sheet material (10) the
appearance of a base coat/clear coat paint finish". In
t he decision under appeal it is held that from docunent
D4 it is known in the art that the appearance of a base
coat/clear coat paint finish neans a high gl oss, wet-

| ook finish. However, it is clear that docunment D4 uses
the term"a high gloss, wet-look finish" to describe

t he appearance properties of paint finishes in general,
i ncl udi ng nonocoat paint fil ns.

It is inaccurate to equate the appearance of a base
coat/clear coat paint finish with high gloss and high
"di stinctness of inmage" (DO ), because nobnocoat paint
finishes can also be equated with high gloss and high
DA . Furthernore, the patent in suit does not provide
any neasurabl e val ues or objective standards with
respect to the undefined terns "gloss", "DAO" and
"wet - | ook"™. Thus, the claimed appearance i s neani ngl ess
to a person skilled in the art. Finally, given the
passage "said pignmented polyner |ayer (12) having
reflective flakes (14) uniformy distributed therein
and oriented generally parallel to said outer

| ayer (11) to inpart to the sheet material (10) the
appearance of a base coat/clear coat paint finish" in
the text of independent clains 1 and 6, and the
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description at colum 1, lines 1 to 50 of the patent in
suit, the alleged invention is nore concerned with the
netal lic appearance of properties of flop or perhaps
bri ght ness and hue, as opposed to gloss or DO.

It is neaningless as a technical limtation of the
clains to define the appearance of a base coat/cl ear
coat paint finish with respect to a given flake angle.

The patent in suit does not provide a teaching which
enabl es the person skilled in the art to provide a
sheet material having the qualities of a base
coat/cl ear coat paint finish produced by spraying in
terns of appearance. In particular, the polyner
conposition, the flake conposition, the flake size and
di stribution, the tenperatures and rates of cooling
used, all have an effect on the appearance of the

mat eri al and should therefore be disclosed in the
patent in suit. This assessnent is further confirnmed by
the test results disclosed in docunent D26, which
clearly denonstrate that the appearance of a base
coat/clear coat paint filmcannot be eval uated with any
reasonabl e level of reliability by subjective visua
eval uati on of such optical characteristics as head-on-
bri ghtness, DA, gloss, and flop, to name just a few.
The i nherent subjective nature, and therefore

i ndefiniteness, of visual evaluations of paint filnms is
even acknow edged by the respondent. Thus, the
appl i cation upon which the patent in suit is based does
not conply with the requirenents of Article 83 EPC

Since the term"the appearance of a base coat/cl ear
coat paint finish" is to be disregarded as a
distinctive claimlimtation, the subject-matter of

i ndependent clains 1 and 6 | acks novelty in view of the
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di scl osure of docunent D3. This docunent discloses a
precoat ed weat herabl e outer clear coat nade from an
acrylic polynmer and a sprayabl e base coat | ayer
conprising a solvent-based acrylic polynmer containing
reflective flakes. Thus, docunment D3 discl oses a sheet
material having all the features of clains 1 and 6;
and, although there is no specific reference to the
mat eri al having the appearance of a base coat/cl ear
coat paint finish, this is inevitable in the absence of
any structural differences between the material of
docunment D3 and that clained in clains 1 and 6.

If the term "the appearance of a base coat/cl ear coat
paint finish" is disregarded as a distinctive claim
limtation, the subject-matter of clains 1 and 6 al so
| acks novelty in view of the disclosure of docunments
D7, D22 and D23.

If the subject-matter of claiml1l is regarded as being
novel, it neverthel ess |acks an inventive step. The
probl em facing the person skilled in the art is to
avoi d the di sadvantages of spraying techni ques. The
solution is to use the materials nmade avail abl e by the
di scl osure of docunent D3. The clains of the patent in
suit also lack an inventive step in view of the

conbi nati ons of docunments D1 and D3 and D7 and D20,
respectively.

VII. In the witten and oral procedure, the respondent
argued essentially as foll ows.

The argunents under Articles 83 and 84 EPC constitute
fresh grounds of appeal which were not raised before
the Opposition Division and should therefore not be
admtted. Further, Article 84 EPC does not constitute a

0629.D Y A
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ground of opposition. In addition, the objections of

| ack of novelty over docunent D7, |ack of inventive
step over the conbination of D1 and D3, and | ack of

I nventive step over the conbination of D7 and D20 were
al so neither raised by the appellant nor considered
during the proceedi ngs before the Qpposition D vision.
Since the respondent does not consent to the

i ntroduction of these fresh grounds, the appeal should
be di sm ssed.

The features "cast" and "weat herabl e" contained in

i ndependent clains 1 and 6 are disclosed in clains 7
and 8 of the application as filed, the remai nder of
these clains al so having been incorporated in

I ndependent clains 1 and 6.

The patent in suit provides a teaching which enables
the person skilled in the art to provide a sheet

mat eri al having the appearance of a base coat/cl ear
coat paint finish. There is no evidence to suggest that
this is not achi evable or that coatings exist whose
appearance cannot be identified by a skilled person.
The experinents referred to in docunent D30 fail to
follow the teaching of the patent in suit and are
therefore irrelevant. Docunent D31 indicates that the
skilled person is able to ascertain whether or not an
article has the appearance of a base coat/cl ear coat
pai nt finish.

Docunent D3 does not disclose a sheet material having
t he appearance of a base coat/clear coat paint finish
Thi s docunent nerely discloses a hot stanp tape used to
give small plastic conponents in vehicle interiors a
netal lic appearance. In addition, the pignent is always
inadifferent layer fromthe platelets. Mreover, the
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features of the reflective flakes being uniformy
distributed and oriented generally parallel to the
outer | ayer are absent from docunent D3.

In Table I'l1l, at colum 8 of docunent D3, the tape is
conpared with brushed alum nium There is nothing in
docunent D3 which woul d suggest that the materi al

di scl osed therein would be suitable to provide the
appearance of a base coat/clear coat paint finish

Reasons for the Deci sion

0629.D

Anmendnent s

Clains 1 and 6 refer to the substantially clear film
outer layer (11) as being "fornmed of a flexible cast
substantially nol ecul arly unori ented weat herabl e
polymer”. It was objected that the features "cast" and
"weat her abl e were not disclosed in the application as
filed. That is not correct. In fact, these features are
di scl osed on page 6, lines 10 to 12 and lines 15 to 17,
respectively, of the application as filed.

Mor eover, since technically limting features have been
added, the scope of protection conferred by independent
clains 1, 6 and 10 is nore limted than that of

i ndependent clains 1, 9 and 15 as granted.

The clains neet the requirenents of Article 123(2),
(3) EPC

Interpretation of independent clains 1 and 6

Prior to the substantive exam nation (Articles 83, 54,
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56 EPC) of the subject-matter clained, an objective
assessnent of the content of independent clains 1 and 6
has to be nmade. More precisely, it has to be
established in the present case whether or not the term
"the appearance of a base coat/clear coat paint finish"
constitutes a distinctive limting technical feature.
This termw || therefore have to be construed in the
light of the description and drawi ngs of the patent in
suit (cf. Case Law of the Boards of Appeal of the EPQ
3rd edition, 1998, chapter 11.B.4).

Claims 1 and 6 specify that the pignmented pol ynmer |ayer
has reflective flakes uniformy distributed therein and
oriented generally parallel to the outer layer (11) so
as "to inpart to the sheet material (10) the appearance
of a base coat/clear coat paint finish".

Whilst it is possible to quantify the appearance of a
materi al by the use of paraneters such as gloss and
DA, it is not considered that the present case is such
as to nmake it possible to supply nunerical val ues of
these paraneters which would inevitably give rise to
the desired result. What is clained is a flexible sheet
mat eri al which, when applied to a shaped article, such
as the bodywork of a car, wll give the appearance of a
finish which is conventionally obtained by applying
first a base coat and subsequently a clear coat by
sprayi ng. Thus, for exanple, as can be inferred from
docunment D4, page 33, left-hand colum, lines 11 to 21,
this termis used to refer to a topcoat which is
distinct from"nmetallic" finishes which contain

alum niumflakes in order to achi eve a gl ossy
appearance but do not include a clear topcoat. In
addition, the orientation of the flakes in such
finishes is not specified.
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Docunment D29 indicates that the individual optica
characteristics discussed therein cannot be used to
determ ne whether or not a finish has the specified
appearance. It is further stated that single coat
finishes may possess high gloss and high DO, thus
enphasi zing the difficulties in defining the appearance
of a base coat/clear coat paint finish in terns of
nuneri cal paraneters. However, it is also stated in
this docunent that "it is recognized that autonobile
appearance specifications exist for base coat/clear
coat paint finishes" (cf. page 5, second ful
paragraph, lines 1 and 2).

Docunents D26, D27 and D28 simlarly confirmthe
difficulties in establishing exact val ues of i ndividua
paraneters such as brightness, DO, gloss and fl op.
This does not, however, nean that the term "appearance
of a base coat/clear coat paint finish" is neaningless.

On the one hand, in docunent D31 it is stated that the
meani ng of the term "appearance of a base coat/cl ear
coat paint finish" is readily understood (cf. page 3,
point 8). On the other hand, an opposing opinion is

gi ven in docunment D29 (cf. page 5, second ful

par agraph), where it is stated that "it would require
conpl ete guesswork to determ ne whether” or not such an
appearance has been achi eved. This opposi ng opi ni on
cannot be accepted. Whilst not placing nore weight on
one generalised statenent rather than the other, it is
the opinion of the Board that, although there exist
borderline cases where two observers may di sagree as to
whet her or not this appearance has been achi eved, the
term neverthel ess remains such as to be capabl e of
characterising the nature of the sheet material. The
termis thus to be regarded as a distinct limting
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techni cal feature.

I nsufficiency of disclosure (Article 100(b) EPC)

It is clear fromthe decision under appeal, points 2.5
to 2.8 of the Reasons, that the objection under

Article 100(b) EPC was actually exam ned to a certain
extent by the Opposition Division before deciding that
there was no prinma facie case. In these circunstances,
it is, at the |least, appropriate for the Board to

consi der whether or not the Qpposition Division had
correctly exercised its discretion not to admt the
ground under Article 100(b) EPC. Furthernore, it has to
be borne in mnd that, in accordance w th decision

G 10/91 (QJ EPO 1993, 420), point 19 of the Reasons,
new grounds can be consi dered by the Board, because of
anmendnents of independent clains 1 and 6 in the course
of opposition proceedings. It has thus to be exam ned
whet her the patent in suit discloses the subject-nmatter
of clains 1 and 6 in a manner sufficiently clear and
conplete for it to be carried out by a person skilled
in the art in accordance with Article 83 EPC.

Docunents D30 and D32 have been adduced by the

appel lant in order to show that the teaching of the
patent in suit does not give rise to the desired
results. Fromthese docunents it follows that there
exi st polyners "selected fromthe group consisting of
fluoropol yners, acrylate polyners, vinyl polyners, and
bl ends thereof"” which would not be regarded as being
"weat her abl e and whi ch woul d exhi bit a poor optica
performance in terns of gloss or DO when subjected to
el evated tenperatures and thernoform ng. Thus, within
the ranges of polyneric materials clainmed in

I ndependent clains 1 and 6 of the patent in suit, there
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are formul ati ons which are unable to achieve the

obj ectives of the clained invention. Wiilst this nay be
the case, the person skilled in the art would not have
any difficulty selecting such polyners which would be
weat her abl e, and hence suitable for surfacing

aut onobi | e body panels, and which woul d al so exhi bit
the required optical performnce when subjected to

el evat ed tenperatures and thernof orm ng.

Docunents D30 and D32 refer to tests in which sheet
materials were prepared which did not possess the
desired gl oss and DO . However, as pointed out in
docunent D31, these failures may well arise fromthe
met hod used to conbi ne the base coat and cl ear coat, or
fromthe use of an insufficiently snoboth casting sheet
onto which the base coat and clear coat are cast.

In the opinion of the Board, the person skilled in the
art attenpting to carry out the teaching of the patent
in suit could produce a sheet material having the
desired qualities wthout undue burden. In the case of
the i nadequate results as disclosed in docunents D30
and D32, routine attenpts could be made to inprove the
results, for exanple by the use of a snoother casting
sheet and the use of different application techniques
for the coatings.

The invention is thus disclosed in a manner which is
sufficiently clear and conplete for it to be carried
out by a person skilled in the art, so that the
requi renents of Article 83 EPC are net.

4. The respondent argued that the objections of |ack of

novel ty over docunent D7, |ack of inventive step over
the conbination of DI and D3, and |ack of inventive

0629.D Y A
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step over the conbination of D7 and D20 represented
fresh grounds and objected to their introduction into

t he appeal proceedi ngs. However, the opposition has

al ready been substantiated on the grounds of |ack of
novelty and inventive step. The fact that, during
appeal proceedi ngs, new argunents concerning the

obj ections of lack of novelty and | ack of inventive
step were presented by the appell ant does not give rise
to fresh grounds within the neaning of decision G 10/91
(cf. point 3 above), the introduction of which could be
objected to by the respondent.

Novel ty

It was all eged on behalf of the appellant that the

subj ect-matter of independent clains 1, 6 and 10 is not
novel having regard to the disclosure of docunents D3,
D7, D22 and D23. Docunent D3 discloses a hot stanp tape
having a highly reflective netallic finish. Docunents
D7, D22 and D23 discl ose ornanental sheets for
application to vehicle trim It is in the nature of
such products that they do not attenpt to achieve the
appearance of a base coat/clear coat paint finish which
I's associated with use on car body panels.

The argunent that there are no structural differences
between the material of docunent D3 and that clained in
i ndependent clains 1, 6 and 10 is not accepted. The
fact that these clains are limted to materials having
appearance of a base coat/clear coat paint finish
inmplies a structure in which this is achieved. Such a
structure is not present in the material of docunent

D3, which is a tape having a reflective netallic

appear ance.
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The subject-matter of clainms 1 to 13 is novel with
respect to the disclosure of the cited prior art.

I nventive step

Cl osest prior art

The cl osest prior art is regarded as being the
application of base coat/clear coat paint finishes by
sprayi ng on a shaped article such as an autonobil e body
panel. In order to apply such coatings by spraying it
IS necessary to use a solvent which can give rise to
pol [ ution problens arising fromevaporation (see patent
in suit, colum 1, lines 41 to 44).

oj ect of the invention

The object of the invention is thus to enable the
production of a decorative finish having the appearance
of a base coat/clear coat paint finish whilst avoiding
such pollution problens.

Sol uti on

The above object is achieved by the provision of a
sheet material as defined in independent claim1l which
can be adhered to a shaped article.

Nei t her the decorative sheets and tapes disclosed in
the cited prior art docunents D3, D7, D22 and D23, nor
the solvent-cast filmdisclosed in docunent D20 possess
the desired appearance of a base coat/cl ear coat paint
finish. There is thus no suggestion that such articles
coul d be used in place of the conventional spraying
techni ques and result in a finish having the desired
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characteristic appearance.

The subject-matter of claim1l thus involves an
i nventive step

6.4 Clains 2 to 5 are appendant to claim1l and specify
preferred features of the sheet material. Cdaim6 is
directed to a shaped article conprising the sheet
material of claiml adhered to a supporting substrate.
Clains 7 to 9 are appendant to claim6 and specify
preferred features of the shaped article. daiml10 is
directed to a nethod of meking the sheet material of
claiml1l. Cainms 11 to 13 are directly or indirectly
appendant to claim 10 and specify preferred features of
the nmethod. These clains thus simlarly involve an
i nventive step

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Dai nese W Moser
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