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Summary of Facts and Submn ssions

0569. D

Wth decision of 9 April 1998 the exam ning division
ref used European patent application No. 92 309 414.8 in
the light of

(D1) GB-A-2 043 501 and

(D2) US-A-4 910 924,

The i ndependent clains 1 and 6 filed with the letter of
13 Novenber 1995 and underlyi ng the above decision of
the exam ning division read as foll ows:

"1l. An abrasive article conprising a noul ded abrading
body produced from an injection noul ded pol yneric
material with an abrasive material and a secondary
filler material interspersed honogeneously

t her et hrough, the abradi ng body conprising froml1l%to
20% by vol une of a di anond hardness abrasive grit; from
5% to 80% by volune of a secondary filler; and from 5%
to 90% by vol une of a thernoformabl e pol yner sel ected
fromthernoplastic polynmeric materials having a
softening point tenperature greater than 100°C and | ess
than 250°C, and thernoset polyners.”

"6. A process of manufacture of an abrasive article,
conprising the steps of:

(a) providing an injection nould cavity for formng a
predet erm ned shape of the abrasive article;

(b) formulating a fluid mxture, said m xture
conprising froml1l%to 20% by vol une di anond
har dness abrasive grit, from5%to 80% by vol une
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secondary filler(s) and from5%to 90% of a

t her nof or mabl e pol yner selected fromthernopl astic
pol yners having a softening point tenperature
greater than 100°C and | ess than 250°C and

t her noset polyners; and

(c) injection noulding the abrasive article by forcing
the fluid mxture into the injection nould
cavity."

Agai nst the above decision to refuse European patent
application No. 92 309 414.8 the applicant - appellant
in the followng - | odged an appeal on 9 June 1998
payi ng the fee on 10 June 1998 and filing the statenent
of grounds of appeal on 19 August 1998.

The appel |l ant requests to set aside the inpugned
decision and to grant a patent on the basis of clains 1
to 6 filed with the letter of 13 Novenber 1995.

The argunents of the appellant in support of his above
requests can be sunmari zed as foll ows:

- (D1) is contradictory in itself and the term
"injection noul d/ nmoul di ng" shoul d not have been
used since the correct technical termfor the
process disclosed in (D1) for any skilled person
i's "conpression noul di ng";

- (D1) does not disclose the material set out in
claim1l whereas (D2) discloses that material,
however, in conbination with a different process,
nanel y conpressi on noul di ng;
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- this process does not |lead to a noul ded
conposition which is honbgeneous since the
abrasive particles are allowed to settle when
filled into the nmould cavity in which the noul ded
conmposition has to be heated prior to the
form ng/ pressi ng step;

- there existed a prejudice against the use of
i njection nmoulding in conmbination with abrasive
particles to be noulded so that a skilled person
woul d not consider a conbination of (Dl) and (D2);

- what has to be understood by a skilled person is
set out in the declaration of John MLoughlin and
in the affidavit of John Bl ackburn both filed in
the course of the proceedi ngs before the EPQ

- under these circunstances (Dl1) and (D2) whether
consi dered singly or in conbination cannot be
accepted as an obstacl e agai nst grant of a patent.

Reasons for the Decision

1. The appeal is adm ssible.

2. Amendnent s

2.1 According to appellant's letter of 13 Novenber 1995
claim1 conbines the features of originally filed
claims 1, 4, 5, 9, 10 and 11; the board shares these
findings with the exception that "a di anond hardness
abrasive grit" of newclaiml can only be found in the
description of EP-A1-0 551 714 (corresponding to the
originally filed docunents), see columm 8, lines 19 to

0569. D Y A
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22.

The term "secondary filler" is not literally nentioned
in the original clainms but can be accepted since the
di anond hardness abrasive grit has to be seen as the
"primary filler".

Present clains 2 to 5 correspond to originally filed
claims 6, 7, 8 and 12.

Caim6 is a conbination of features to be derived from
originally filed clains 13, 5, 9 and 11 in conbination
with colum 8, lines 19 to 22. The addition of "fluid"
before "m xture" is acceptable and inplicitly contained
in an injection noul ding process; if not it would not
be possible to feed the naterial to be noulded into the
nmoul d cavity (being closed in contrast to a conpression
nmoul di ng step!)

Summarising, the requirenments of Article 123(2) EPC are
et .

Novel ty

Novelty was not disputed in the inpugned decision and
I s acknow edged by the Board so that no detail ed
argunments are necessary in this respect.

I nventive step

Claiml

As a general remark it is observed that in the
technical field of noulding the term "conpression

nmoul di ng” is used when a two-part nould is opened, a
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moul di ng conpound is filled into the nould cavity and
heat ed therein, whereby after softening of the noul ding
conpound the two-part nould is closed under pressure to
shape the mass into the desired shape.

In contrast to "conpression noul ding" "injection

nmoul ding” is characterised in that a (granular)
material is fed into a cylinder where it is heated and
softened and thereafter forced through a nozzle into a
(relatively cool) nould held cl osed under pressure to
formthe desired shape.

Conparing both processes it is inportant that the

i njection process needs a fluid m xture which is
prepared outside the nould cavity whereas in
conpression noulding the material to be forned can be
filled into part of a cavity in any form(solid, sem -
solid...) since it is heated/softened after being
filled in.

The reference on page 1, lines 58 to 65 of (D1),
clearly appears to relate to a conpressi on noul di ng
even if "injection nmoulding” is dealt with in this
par agr aph.

Page 2, lines 73 to 81, of (Dl) appear, however, to be
clearer and to relate indeed to injection noulding
since an (external) heating chanber is typical for this
process; what could again be msleading is the feature
that the nmould is preheated which feature woul d not be
typical for injection noulding in which process the
nmoul d is cool ed, see Declaration of John MLoughlin
(dated 2 February 1995) and the affidavit of John

Bl ackburn (dated 18 June 1999) filed by the appell ant
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in support of his interpretation of (D1).

The above di screpanci es are enough to cast consi derable
doubts on how the person skilled in the art woul d
interpret the disclosure of (D1l) which, whil st
referring specifically to injection noul ding, appears,
at least in sone references, to describe conpression
nmoul di ng.

This finding is further supported by the fact referred
to in both the present application and its priority
patent US-A-5 449 388 (and confirned in the above

decl aration and affidavit, respectively) that injection
nmoul di ng of materials containing abrasives was thought
to be inpractical because of the anticipated high wear

rate of the injection noul ding apparatus.

What is clearly not known from (Dl) is the conposition
of the abradi ng body according to claim1l, nanely

(a) 1 to 20% by volunme of a dianond hardness abrasive
grit;

(b) 5 to 80% by volunme of a secondary filler and

(c) 5 to 90% by volune of a thernoformable polyner...

What is, however, known from (D2) is a noul ding
mat eri al conposed of

(a) abrasive particles 20 to 70%

(b) filler material 0 to 50%

(c) polynmer material 2 to 60%
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so that the clainmed noulding material is partly known,
namely using the upper limt 20% by volune of claim1l
for the dianond hardness abrasive grit and using the
lower limt of the range disclosed for it in (D2).

The above di scussion of (Dl1) and (D2) results in the
findings that injection noulding is not unanbi guously
derivable from (Dl1) and that in a different technol ogy
(conpression noul ding) the conposition of claiml
according to the above remark 4.6 is partly known.

The Board can see no incentive for the person skilled
in the art to consider (Dl1) and (D2) in conbination so
that the available prior art is not directly helpful to
arrive at the subject-matter of claim1.

Under these circunstances the board is convinced that
the subject-matter of claiml is inventive within the
nmeani ng of Article 56 EPC

Claimb6

This claimis a process claimwhich conprises the
features of claim1 and is clearly directed to

i njection nmoul ding so that the sane argunents as with
claim1l in respect of (Dl) and (D2) are applicable.
Claim6 also defines therefore novel and inventive
subject-matter and is allowabl e.
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For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remitted to the first instance with the
order to grant the patent with the foll ow ng docunents:
claims 1 to 6 filed with letter of 13 Novenber 1995;
pages 1 to 3 and 5 to 16 filed with letter of
3 Novenber 2000;
drawi ng sheets 1/3 to 3/3 as originally fil ed.

The Regi strar: The Chai r man:

A. Counillon C. T. Wlson
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