BESCHVWERDEKAMVERN
DES EUROPAI SCHEN

PATENTAMI'S OFFI CE

I nternal distribution code:
(A) [ ] Publication in QJ

[ 1 To Chairmen and Menbers
( [ 1] To Chairnen

(D) [X] No distribution

DECI

BOARDS OF APPEAL OF
THE EUROPEAN PATENT

CHAMBRES DE RECOURS
DE L' OFFI CE EUROPEEN
DES BREVETS

S| ON

of 13 Novenber 2001

Case Nunber:

Appl i cation Nunber:
Publ i cati on Nunber:

| PC:

Language of the proceedi ngs:

Title of invention:

Post al

Pat ent ee:

Pl TNEY BOWES, | NC

Opponent :
01: Soci été Secap

T 0909/98 - 3.5.2
89102136. 2
0328059

Q7B 17/ 02

EN

charge accounting system

02: Francotyp-Postalia Aktiengesellschaft & Co.

Headwor d:

Rel evant | egal provisions:
EPC Art. 56

Keywor d:

"I nventive step (after anmendnment

Deci si ons cited:

Cat chword

EPA Form 3030 10.93

- yes)"



Europdisches European Office européen

o) Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

Case Nunber: T 0909/98 - 3.5.2

DECI SI ON
of the Technical Board of Appeal 3.5.2
of 13 Novenber 2001

Appel I ant : Pi t ney Bowes I nc.
(Proprietor of the patent) World Headquarters
One El ntroft
Stanford
Connecti cut 06926- 0700 (US)

Represent ati ve: Ritter und Edl er von Fischern, Bernhard,
Di pl.-1ng.
Hof fmann Eitle
Pat ent - und Rechtsanwdl te
Postfach 81 04 20
D- 81904 Minchen (DE)

Respondent : Francotyp- Post al i a Aktiengesel |l schaft & Co.
(Opponent 02) Triftweg 21-26
D- 16547 Bi r kenwer der (DE)

Representati ve: Schaunbur g, Thoenes, Thurn
Pat ent anwél t e
Postfach 86 07 48
D- 81634 Minchen (DE)

O her party: Soci ét é Secap
(Former Qpponent 01) 21, rue Al phonse le Gallo
F- 92100 Boul ogne Bil | ancourt (FR)

Represent ati ve: Ri nuy, Santarelli
14, avenue de | a G ande Arnge
F- 75017 Paris (FR)

Deci si on under appeal : Deci sion of the Opposition Division of the
Eur opean Patent O fice posted 16 July 1998
revoki ng European patent No. 0 328 059 pursuant
to Article 102(1) EPC.

Conposition of the Board:

Chai r man: W J. L
Menber s: M Ruggi
B






- 1- T 0909/ 98

Summary of Facts and Submn ssions

The proprietor appeal ed the decision of the opposition
di vi si on revoki ng European patent No. 0 328 059.

1. For mer opponent OL withdrew its opposition shortly
before oral proceedings which were held on 13 Novenber
2001.

L1l The appel | ant requested that the decision under appea
be set aside and that the patent be maintained in
amended formin the follow ng version:

- clains 1 to 26 and description, colums 1 and 2,
as filed during the oral proceedings;

- description, colums 3 to 16 and draw ngs,
Figures 1 to 7 and 8A to 8D, of the patent
speci fication.

The respondent (opponent O2) requested that the appea
be di sm ssed.

| V. Amended claim 1l reads as foll ows:

" 1. A postal accounting systemfor separate
accounting of transactions by nultiple accountable
entities, the system conprising:

an el ectronic postage neter (12), having an external

el ectrical connection, a postage printer and having
accounting registers therein for storing postage funds
and for accounting for postage printed by the printer
sai d accounting registers including a descending

regi ster, and said postage neter (12) being operable to
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debit said descending register by a debit anount for
each transacti on;

at | east one user integrated circuit card neans (18)
for accessing said postage neter (12) for use and being
provided to each of a plurality of accountable entities
for controlling and nonitoring use of said postage
nmeter (12) by said accountable entities, each user card
means (18) including a mcroprocessor and nenory, said
user card nenory further including a header section and
a transaction table; and

user term nal neans (14) connected to the externa

el ectrical connection of said postage neter (12) for
controlling said postage neter (12) and for receiving
fromthe postage neter, storing and processi ng postage
meter use information, said user term nal neans (14)
including an integrated circuit card read-wite unit
(16) for receiving and communi cating with any one of
said user card neans (18), said user term nal means
(14) being operable to activate said postage neter (12)
for use when an authorized one of said user card neans
(18) is placed into said card read-wite unit (16) and
to di sable the postage neter when no authorized
integrated circuit card neans (18) is present in said
card read-wite unit (16), and said user term nal neans
(14) being arranged to transmt said postage neter use
information to said user card neans (18) when present
in said card read-wite unit (16) for storage in said
transaction table, wherein said postage neter use
information relates to each transaction conpl eted by
sai d postage neter when said user card neans (18) is
present in said card read-wite unit (16) and includes
predeterm ned accounting information in addition to a
debit anount for each transaction."”
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Clains 2 to 26 are dependent upon claim 1.

The followi ng prior art docunents have been consi dered
inrelation to claim1:

C1/D3: EP-A-0 207 492; and

D2: EP- A-0 241 598.

The argunents of the appellant can be summari sed as
fol | ows:

The cl osest prior art was disclosed in docunent D2
descri bing a postal accounting system of the pre-
paynent type with a postage neter storing postage funds
in a descending register. A user termnal connected to
t he postage neter accounted for postage expended on a
departnental basis by storing separate account records
for a plurality of departnents, which records were
updat ed on the basis of use information received from
the postage neter. The invention differed from D2
essentially in that integrated circuit cards including
a mcroprocessor and nenory, i.e. smart cards, were
used to activate the postage neter. Each smart card
enabl ed the postage neter and stored postage neter use
information relating to a particul ar account abl e
entity, i.e. a particular departnent. This nade the
accounting systemnore secure. Since D2 did not contain
any reference to a smart card, the subject-matter of
claim1 could not be obvious in view of D2 al one.

Docunent Cl/D3 essentially described a post-paynent
postal accounting systemusing smart cards to transmt
postage neter use information to a control center for
billing purposes. Al though C1/D3 also referred to
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systens of the pre-paynent type and nentioned pre-
paynent cards, it did not give any clear indication as
to how t he post-paynent system described therein could
be adapted to operate as a pre-paynent system C1/D3

al so nmentioned key cards allow ng the splitting of
usage and franking costs between several users of the
sane franki ng machi ne. However Cl1/D3 did not provide
any further detail as to how this could be achieved. In
particular Cl/D3 did not disclose a common pool of
credit, i.e. a common descending register for all users
of the franking nmachine, which was split at a purely

| ocal |evel between different users.

A skilled person aimng to solve a problemof a pre-
paynent system as described in D2 woul d not consider
C1/D3 which in its substance described a systemfor
transmtting to a control center, such as a postal
authority, information required for billing in a post-
paynent system By contrast, the invention and the
system descri bed in D2 concerned the allocation of
expenses between different users of the sanme postage
nmeter and not paynent of printed postage to a postal
authority. Thus, the skilled person seeking to nodify
the system described in D2 had no reason to consi der
Cl/D3. Furthernore, the smart cards described in Cl1/D3
stored informati on needed for accounting for al
postage printed, while the cards of the present

i nvention only stored information relating to a single
accountable entity. Thus, docunents D2 and Cl/D3 could
only be conbined with the benefit of an inpermssible
ex post facto anal ysis.

Essentially, the follow ng argunents have been put
forward against the patentability of the subject-matter
of claim1:
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Docunent C1/D3 did not only concern a post-paynent
system but also a pre-paynent system It was clear
that, in the case of a pre-paynent system the postage
meter of the franking machi ne would include a
descendi ng regi ster which woul d be debited by the debit
anount of each transaction. Although the control center
did not need to receive information to calculate the
sum due for paynent in the case of a pre-paynent

system it was apparent from Cl/D3 that, in such a
case, postage neter use information would neverthel ess
be transmtted by neans of smart cards fromthe
franki ng machine to the control center to nonitor usage
of the postage neter. The smart cards of Cl1/D3 included
a header section and a transaction table storing
postage neter information relating to transactions
conpl eted by the postage neter. It was logical to

i nclude the debit anmpbunts of the transactions in the

i nformation stored on the smart cards. The franking
machi ne of Cl/D3 stored in its nenories a copy of each
regi ster of the smart cards, and thereby securely
stored a common credit pool, which could be known by
addi ng the values stored in the individual registers.
Furthernore, according to C1/D3, a smart card had to be
present in the card read-wite unit of the franking
machi ne to authorize operation of the postage neter,
which inplied that the postage neter was di sabl ed when
no smart card was present. Cl1/D3 al so envi saged

transm ssion of postage neter use information to a
smart card at preset tines or even, in a test node, at
every franking operation or every start of the franking
machi ne. Anended claim 1 of the patent in suit only
defined a system conprising a postage neter, a user
term nal connected to the postage neter and smart cards
in which the termnal stored postage neter use

i nformati on and did not specify how the information
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stored on the smart cards was used, so that possible
differences in this respect wwth the system of Cl1/D3
were irrel evant.

Docunent D2 di sclosed a system conprising a postage
neter wth a descending register and a user term na
storing information for separate accounting of
transactions perforned by different departnents and it
was obvious in view of C1/D3 to use smart cards for
splitting costs between different users of the sane

f ranki ng machi ne.

Reasons for the Decision

1

2847.D

The appeal is adm ssible.

Basis for the anendnents nmade to claiml1l with respect
to the granted version thereof can be found at the
foll ow ng passages of the application as originally
filed:

the first two paragraphs of page 1 disclose that the
postage nmeter includes a printer and a vault having a
descendi ng regi ster charged for any use of the printer
to print postage;

t he paragraph bridging pages 3 and 4 and the one

bri dgi ng pages 11 and 12 indicate that the invention
ains at an accounting system provi ding separate
accounting of nultiple accountable entities such as
depart nents;

t he paragraph bridgi ng pages 11 and 12 and the one
bri dgi ng pages 15 and 16 show that at |east one snmart
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card is provided to each of the accountable entities
for controlling use of the postage neter by the
entities;

t he second paragraphs of pages 6 and 18 indicate that
the postage neter is disabled when no smart card is
present in the read-wite unit and that the card

recei ves postage neter use information relating to the
val ue and quantity of all itens of postage processed
during a session when the card is present in the card
read-wite unit; and

the first sentence of the paragraph bridgi ng pages 10
and 11 discloses that the postage neter is

el ectronically connected to the user term nal and the
second paragraph of page 27 explicitly nentions an
external electrical connection.

Thus the anendnents to claim 1l do not introduce

subj ect-matter which extends beyond the content of the
application as filed. The anendnents to claim1 also do
not extend the scope of protection. The anmendnents to
the description and the dependent clains are consi stent
with those made to i ndependent claim1l. Therefore the
conditions set out in Article 123(2) and 123(3) EPC are
satisfied.

D2 di scl oses a postal accounting systemfor separate
accounting of transactions by nmultiple departnents
constituting accountable entities. The system of D2
conprises an el ectroni c postage neter having an
external connection, a postage printer and accounting
regi sters, including a descending register, for storing
post age funds. The descending register is decrenented
by a debit anpunt for each transaction.
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A user termnal is connected to the external electrica
connection of the postage neter and receives fromthe
postage neter, stores and processes postage neter use
information. In particular the user termnal stores
account records for the different accountable entities.
A user enters into the term nal an account nunber.
After a postage neter transaction, in particular when

t he processing of a batch of mail has been conpl eted,
the user termnal receives the contents of the batch
regi ster and piece count register fromthe electronic
post age neter and updates the records for the specified
account by adding these values to current totals for

t he specified account.

Thus the subject-matter of claim1l differs fromthe
prior art disclosed in D2 in that:

- a user integrated circuit card neans, including a
m cr oprocessor and a nenory, is provided to each
of the accountable entities;

- the user termnal neans is provided with a card
read-wite unit and is operable to activate the
post age nmeter when an aut horized user card neans
Is placed in the read-wite unit and disable it
ot herw se;

- each user circuit card nmeans includes a header
section and a transaction table in its nmenory; and

- the user termnal neans is arranged to transmt to
a user card neans for storage in the transaction
tabl e predeterm ned accounting information and a
debit anobunt for each transaction conpl eted when
the user card neans is present in the card read-
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wite unit.

Wth respect to the prior art disclosed in D2, these
novel features increase the security of the system

Docunent C1/ D3 describes a franking machine which is
activated when an integrated circuit card, including a
m croprocessor and a nenory, is placed in a card read-
wite unit of the franking machine. The card (3P) is
specifically intended for transmtting information

bet ween the franki ng machine and a control center. For
t hese purposes, the card includes a header section and
a transaction table storing information to be
transmtted to the control center to permt billing for
usage of the franking machine. It is therefore apparent
that the information stored in the transaction table
must include predeterm ned accounting information, in
particular information identifying the franking nmachine
bei ng accounted for, and information representing the
amount of transactions conpl eted by the franking

machi ne. Cl1/D3 al so nentions pre-paynent cards and

i ndi cates that, instead of being charged subsequently,
t he postage value printed could be pre-paid. Further,
according to C1/D3, other cards can be used with the
franki ng machine, in particular cards (3C) permtting
the splitting of costs between several users of the
sane franki ng nachi ne.

The integrated circuit cards disclosed in C1/D3 are
used to limt usage of the franking nachine to those
users physically possessing an authorized card. It is
apparent that this makes tanpering nore difficult.
Therefore, the board considers that the skilled person
aimng to increase security of the system described in
D2 m ght well consider the teaching provided by



2847.D

- 10 - T 0909/ 98

docunent C1/D3 and provide each accountable entity with
an integrated circuit card, include a read-wite unit
in the user termnal of D2, and arrange the termnal to
activate the postage neter for use when an authorized
card is placed in the read-wite unit and disable it
when no authorized card is present in the read-wite
unit. A header section would then have to be included
in the nenory of the card to allow the validity of the
card to be checked in the interests of security.

Docunent Cl/D3 does not indicate whether or not those
cards (3C) which permt splitting costs between

di fferent custoners also store information relating to
the transactions conpl eted by the postage neter while
the card (3C) is present in the read-wite unit. This
does not appear to be necessary since Cl/D3 discloses
that anot her, separate card (3P) is used for

transm ssion to the control center of the information
necessary for billing for usage of the franking nmachine
(see point 6 above).

Furthernore, the systemof D2 is a pre-paynent system
in which the debit anobunt for each transaction of the
postage neter is debited fromthe value stored in a
descendi ng regi ster of the postage neter. Therefore,
contrary to the enbodi nent described in detail in
docunment C1/D3, there is no need to transmt the debit
amount to a control center for billing. Thus, no
notivation is present which would induce the skilled
person nodi fying the systemof D2 to transmt the debit
anount of a transaction to a card present in the
termnal and store it in a transaction table of the
card. Therefore, the nmere conbination of D2 and Cl/D3
does not result in the subject-matter of claiml1l. Also
no i ndication can be found in the docunents which woul d
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render it obvious to take the further step necessary to
arrive at the systemof claiml.

10. Starting fromthe prior art disclosed in Cl/D3 and
conbining it wwth the teaching of D2 would not |lead to
a different result.

11. Thus, the board has cone to the conclusion that the
subject-matter of claim1 is not obvious to the skilled

person and has to be considered as involving an
i nventive step in the sense of Article 56 EPC

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.
2. The case is remtted to the departnent of first
instance with the order to maintain the patent in

amended formin the follow ng version:

- clains 1 to 26 and description, colums 1 and 2,
as filed during the oral proceedings;

- description, colums 3 to 16 and draw ngs,
Figures 1 to 7 and 8A to 8D, of the patent
speci fication.

The Regi strar: The Chai r man:

2847.D



- 12 - T 0909/ 98

M  HOr nel | W J. L. Weel er
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