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Summary of Facts and Subm ssi ons
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Eur opean patent No. 0 662 053 was granted on 9 Apri
1997 on the basis of European patent application
No. 93 922 109.9.

Claim 1l of the granted patent reads as foll ows:

"A bar construction, in the formof a vehicle nounted
safety bar for protection in the event of collisions,
particularly side-on collisions, said bar having a
general ly trapezoi dal and open cross-section which

i ncludes a centre-flange (6) which is enbraced by two
webs (7), and a side-flange (8) which extends outwardly
on each side of the bar and connects with a respective
web (7), wherein the bar optionally includes a first
section (1) of constant cross-section in the centre
part of the bar, and wherein the centre-flange (6)
optionally includes a channel (9), the bottom of which
is located in the sane plane as the side flange (8),
characterized in that the bar includes at |east one
second section (2) which has a centre-flange (6) whose
wi dth (b) decreases towards one end (5) of the bar, the
second bar section (2) has a generally constant hei ght
(h), atransition part (3,4) of generally trapezoi dal
shape is | ocated between the second section (2) and
said one bar end (5), and in that the transition part
has a height (h) which decreases towards one end of the
bar. "

The granted patent was opposed by the present

appel lants on the grounds that its subject-matter

| acked novelty and/or inventive step (Article 100(a)
EPC) .
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In the notice of opposition the appellants argued in
essence that a bar construction as defined in claim1l
was fully anticipated by JP-A-1 240 322 (D1) or insofar
as the bar disclosed there m ght not be considered to
nmeet the requirenent that it has an open cross-section
then it would be obvious to nodify it in this sense
havi ng regard to JP-A-56-50813 (D2).

The respondents (proprietors of the patent) filed a
reply to the notice of opposition on 30 June 1998 which
was posted to the appellants on 9 July 1998 with a
short comruni cation of the formalities officer of the
Qpposition Division with the invitation to "pl ease take
note".

The decision of the Opposition Division rejecting the
opposition was posted to the parties on 4 August 1998.
The cover sheet of the decision bears the information
"to EPO postal service 30/07/98" (cf. decision G 12/91
Q) EPO 1994, 285).

An appeal against this decision was filed on

12 Septenber 1998 and the fee for appeal paid at the
sanme time. The statenent of grounds of appeal was
recei ved on 27 Novenber 1998.

Oral proceedi ngs before the Board were held on
22 Septenber 2000.

The appel l ants requested that the decision under appeal
be set aside and the case remitted to the first

i nstance for further exam nation (main request) or in
the alternative that the patent be revoked (auxiliary
request). They al so requested rei nbursenment of the
appeal fee.
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The respondents requested that the appeal be di sm ssed
and the patent maintai ned unanended.

In support of their main request the appellants argued
substantially as foll ows:

After receiving the reply of the respondents to the
notice of opposition on 13 July 1998 the representative
of the appellants had recognised that it would be
necessary to address the issues raised therein and had
done everything within his power to nake a speedy
response. In particular he had faxed a copy of the
respondent's reply to the appellants on the sanme day he
received it and on 28 July 1998 had sent themhis
comments. The posting of the decision already on

4 August had robbed the appellants of any realistic
opportunity of comrenting on the argunents raised by

t he respondents, argunents on which the Opposition
Division had heavily relied in the reasoning of its
decision. This was a clear infringenment of the

appel lants' right to be heard enshrined in

Article 113(1) EPC. The only proper way of rectifying
this was to remt the case to the Qpposition D vision
for further exam nation.

The argunents of the respondents in reply can be
summari sed as foll ows:

The contested decision did not rely on any new facts or
evi dence introduced in the reply of the respondents to
the notice of opposition. It had been established in
decision T 494/95 (referred to on page 413 of the
conpendi um "Case Law of the Board of Appeal of the
EPO', 3rd edition 1998) that in situtations such as
this there was no requirenment inposed on the Opposition
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Di vision by any provision of the EPC to wait until the
appel lants had filed further subm ssions. The
underlying principle which shoul d gui de the conduct of
t he opposition proceedings was that of equality of
treatment of the parties. That had clearly been
guaranteed in the present case. The appellants had had
the opportunity to present their case in the notice of
opposition and the respondents had answered it in their
reply. Furthernore, even if the tinme involved for
filing a further reply by the appellants had been
l[imted it would certainly have been sufficient to
informthe Opposition Division that a reply was

i ntended. The contested decision was therefore not
tainted by a substantial procedural violation which
woul d justify remtting the matter to the Opposition
Division. In any case, even if the Board were to decide
otherwise, it should refrain fromnmaking a remttal as
this would place an unfair burden on the respondents in
the pursuit of their rights deriving fromthe patent,
whi ch was being infringed by the appellants.

Reasons for the Decision

2537.D

The appeal conplies with the formal requirenents of
Articles 106 to 108 and Rules 1(1) and 64 EPC. It is
t heref ore adm ssi bl e.

In section VII-C, 2.3 of the above-nentioned case | aw
conpendi um there are di scussed several decisions which
are concerned with the question of the tine that should
be allowed for a response to an EPO Conmuni cation to
"take note". In both of T 275/89 (QJ EPO 1992, 126) and
T 494/ 95 the respective Board considered that a
sufficient tine to be given to a party for filing an
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adequat e response was a m ni mum of one nonth. The Board
in T 263/93 went further and stated that the right to a
fair procedure required that the opposition division
shoul d have waited at |east two nonths before issuing a
deci sion, unless these are exceptional circunstances in
which a shorter period of tine is acceptable.

The underlying basis for the findings of the respective
Boards in the decisions nentioned above is the
fundamental requirenent of Article 113(1) EPC that the
deci sions of the EPO may only be based on grounds or
evi dence on which the parties concerned have had an
opportunity to present their comments. In this context
the ternms "grounds or evidence" is not to be
interpreted narrowy but should be understood as
referring to the essential |egal and factual reasoning
| eading to the decision T 951/92, OF EPO 1996, 53).
Furthernore, the opportunity to present comments nust
be a genuine and realistic one in the circunstances of
the case and not nerely theoretical.

In the present case the Board is satisfied that the
reasoning given in the contested decision contains
essential elenents derived specifically fromthe reply
of the respondents to the notice of opposition. In
particular, with respect to the question of novelty,
the Opposition Division states at the end of point 8.1
that it "follows the argunmentation brought forward by
t he patentees that the cross-section of the safety bar
as known from docunent D1 is not open”". Wth respect to
t he question of inventive step the Opposition Division
states in the first paragraph of point 8.3 that safety
bars with closed and open cross-sections serve "a
different purpose", "in that the first kind ains to be
as rigid and resistant as possible whereas the second
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kind tends to deformelastically and plastically in a
pre-defined manner”. It is not possible to derive
anyt hi ng conceptual |y equivalent to this statenent
either fromthe patent specification itself as has been
suggested by the respondents, or fromthe notice of
opposi tion.

Having regard to the case | aw nenti oned above the
sevent een day period which el apsed between the

appel lants receiving the reply of the respondents on

13 July 1998 and the handi ng over of the decision to
the EPO internal postal service on 30 July 1998 was
mani festly too short to give the appellants an adequate
opportunity for comment. The respondents have suggested
t hat the appellants should have informed the Opposition
Division within this period that a substantive reply
woul d be forthcom ng. The Board cannot agree as having
regard to the case |law the appellants could not
reasonably have expected a decision to be issued so

qui ckly.

In their witten and oral subm ssions the respondents
relied in the main on the extensive general

consi derations contained in decision T 494/95 (supra)
as providing a basis for the conclusion that where the
reply to the notice of opposition does not contain any
new facts or evidence on which a decision to reject the
opposition is to be based then the Qpposition Division
is free to issue this decision once it has comuni cated
the reply to the opponents "to take note" and is
therefore not obliged to wait even a relatively short
period of time to enable the opponents to comment. That
interpretation of the decision seens however distinctly
at odds with the facts of the case involved and the
specific finding in point 2.8 of the grounds that the
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actual length of tinme of nore than one nonth between
the sending of the reply of the patentees to the
opponents and the issue of the decision was sufficient
to give thema realistic opportunity to comment or at
the very least to informthe Qpposition Division that
it intended to comment. In any case, the subm ssions of
t he respondents are predicated on the assunption that
t he reasoning of the contested decision does not
contain essential elenents derived fromthe reply to
the notice of opposition, with which as expl ai ned
above, the Board cannot agree.

For the above reasons the Board is satisfied that the
contested decision is procedurally flawed in a
fundanmental manner in that the appellants were denied
their right to comment on the grounds on which the
deci si on was based (Article 113(1) EPC

According to Article 10 RPBA a Board shall remt a case
to the departnment of first instance if fundanental
deficiencies are apparent in the first instance
proceedi ngs, unless special reasons present thenselves
for doing otherwi se. The respondents see such a reason
in the present case in the fact that infringenment
proceedi ngs agai nst the appellants have been opened
before the German courts and argue that the unavoi dabl e
delay in reaching a final decision associated with a
remttal would seriously disadvantage themin the
exercise of their rights deriving fromthe patent.
Nevert hel ess, the Board renmains of the opinion that the
fundanmental right of the appellants to a fair hearing
before the Opposition Division nmust outweigh any

advant age that m ght accrue to the respondents by
havi ng the Board deal fully with the case rather than
remt it. In this context the Board notes that the
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infringenment action was taking its normal course before
the German courts and had not been stayed to await the
out come of the opposition.

4. Having regard to the remttal of the case to the first
i nstance by reason of a substantial procedural
vi ol ation, according to the appellants' main request,

rei mbursenent of the appeal fee is equitable (Rule 67
EPC) .

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

3. The appeal fee is reinbursed.
The Regi strar: The Chai r man:
S. Fabi ani F. Gunbel
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