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Summary of Facts and Submn ssions

1174.D

The Exam ning Division refused European patent
application No. 92 116 976.9 (publication

No. O 541 950) on the grounds of |ack of inventive step
of any of the four requests submtted at the ora
proceedings, vis a vis the state of the art represented
by docunents

D1: GB-A-2 233 903, and

D2: WO Al-83/00614.

The appel | ant | odged an appeal against this decision on
15 July 1998 and filed a statenment of grounds al ong
with new sets of clains according to two requests, the
mai N request being simlar to the main request as

ref used.

In a communi cati on dated 28 Novenber 2001 the Board

obj ected against clarity and adequate support of the
newly filed clains under Articles 84 and 123(2) EPC and
suggested a formally acceptable set of clains as a
basis for the discussion at the oral proceedings.

The appel lant replied on 11 March 2002 by the
subm ssion of an additional second auxiliary request.

Oral proceedings were held on 9 April 2002. Follow ng a
di scussion on the nerits of the invention with respect
to the prior art docunents D1 and D2, the appell ant
submtted a replacenent single request focused to the
stapling device considered as a whol e.
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The appellant finally requested that the decision under
appeal be set aside and that a patent be granted on the
basis of clainms 1 to 3 submtted at the ora

proceedi ngs.

The appel | ant argued that the now cl ai ned subj ect -
matter referred to the specific conbination of a

pol yneric surgical staple having sufficient stiffness
but capabl e of being plastically deforned into a
preci se shape that securely joined tissues together
with mniml damage to the tissues and to the staple
itself, wth an anvil made of the same material as the
stapl e and forned according to the enbodi nent of
Figures 10 to 17. In particular, the configuration of
the gui di ng grooves inside the pocket depressions of
the anvil allowed for preventing the staple points from
engagi ng the bottom of the grooves and thus from
breaki ng. Al so the use of polyneric materials all owed
for precisely nmaking conplicatedly shaped anvil
pockets, using precise yet inexpensive injection
noul di ng techni ques as conpared with conventiona
expensi ve machi ni ng techni ques. Al now cl ai ned
features were adequately supported by the application
as fil ed.

Claim1l reads as foll ows:

"Stapling device for applying a surgical staple
conprising in conbination

(a) an anvil for said staple, with its first and
second legs (14') extending in one direction from
opposi te ends of the back span (12') and
substantially perpendicularly thereto in an
undeforned state; said anvil conprising: a
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supporting body (44) having a | ongitudinal axis
(GO and including a bioabsorbable polyneric
surgical staple-receiving face (46); first and
second pocket depressions (48)each beginning with
an entry end (52) located at said staple-receiving
face (46), continuing to a depressed portion

W thin said body (44) bel ow said staple-receiving
face (46), and termnating in an exit end (54) at
said staple-receiving face (46), said first and
second pocket depressions (48) extending in non-
collinear relation with the entry end (52) of each
| ocated substantially on the |ongitudinal axis and
the exit end (54) of each |located on a side of the
| ongi tudi nal axis opposite the side on which the
exit end (54) of the other pocket depression is

| ocated, said entry ends (52) of said first and
second pocket depressions (48) being spaced by a
di stance substantially equal to the distance
between the first and second legs (14') of the
staple in the undeforned state; whereby the first
and second legs (14') of a staple driven toward
said anvil and received in the entry ends (52) of
the respective first and second pocket

depressions (48) are guided to said exit

ends (54)thereof to be deforned toward the back
span (12') and to extend toward opposite sides of
the back span (12') to suture tissue received

t herein; and

one- pi ece, bi oabsorbable, malleable, polyneric
surgical staples, loaded in an undeforned state in
that stapling device and conprising a back

span (12') and first and second |legs (14') at
opposite ends of the back span whereby for
receiving tissue therebetween the first and second
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| egs extend in an initial undeformed configuration
fromopposite ends of the back span (12') in one
di rection substantially perpendicular to the

| ongi tudi nal axis of the back span and wher eby
each leg termnates in an end point (16'), whereby
the first and second |l egs (14') are capabl e of
being plastically deforned initially inwardly
toward each other and then toward said back

span (12') in a direction generally opposite said
one direction to locate the two end points (16")

| aterally at opposite sides of said back

span (12'), wherein further the first and second

| egs (14')and the back span (12') each has a

nonci rcul ar cross-section shape, whereby the first
and second pocket depressions (48) each have a
cont oured stapl e-gui ding groove (50) having a
floor (56) and being bounded on its lateral sides
at its center near its | owest section and
extending toward the exit end by stepped sl oping
wal | s that narrow the pocket in that region
whereby the floor (56) of the groove (50) lies
bel ow the extreme of the surfaces of the walls
such that the apex of the chiseled staple point is
prevented from engagi ng and thereby digging into
the floor (56)."

Reasons for the Decision

1

1174.D

The appeal is adm ssible.
Amendnent s
Caiml relates to a stapling device for applying a

surgical staple conprising in conbination staples
| oaded in the stapling device and an anvil for
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deforming the staples into their suturing
configuration.

The staple is defined in its undeforned state and then
in a deformed configuration which is achieved by its
cooperation wth the associated anvil, in accordance
wth features referred to in part (a) (first five lines
and | ast eight lines) and in part (b) (first twenty
lines) of claiml. These features are fairly supported
by the application as filed (version as published), in
particul ar on page 4, lines 36 to 54 in connection wth
Figures 4 to 6, as well as on page 3, lines 11 to 16,
lines 23 to 26 and lines 38 to 40.

The anvil is defined by features also referred to in
part (a) (following the third line) and by features

pl aced at the end of part (b) ("whereby...into the
floor"). Al these features are also correctly
supported by the application as filed, in particular on
page 7, lines 26 to 45 in connection with Figures 10

to 17, as well as on page 3, lines 30 to 45.

Caim2 is supported on page 6, lines 55 to 56.
Claim3 is supported on page 7, lines 19 to 20.
Therefore, the anmendnents are clear and do not extend
beyond the application as filed, as required by
Articles 84 and 123(2) EPC.

Rem ttal

After a nunber of successive anendnents, the subject-

matter of claiml is now confined to a stapling device
according to the specific enbodi nent of Figures 10
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to 17 of the application. Since the new clains, to a

| arge extent, rely on features originating fromthe
description and the figures as filed, the subject-
matter of which has not yet been exam ned or at | ast
not been conment ed upon by the Exam ning Division, the
Board finds it appropriate to remt the case to the
Exam ning Division for further prosecution of the new
subject-matter on the basis of the cited prior art,
possi bly suppl enented by an additional research at the
di scretion of the first instance.

O der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Exam ning Division for
further prosecution.

The Regi strar: The Chai r man:

V. Conmmmar e W D. Wi ld
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