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Summary of Facts and Submn ssions

2008. D

The appeal |odged on 3 July 1998 lies fromthe decision
of the Exam ning Division posted on 6 May 1998 refusing
Eur opean patent application No. 91 100 696. 3 ( European
publ i cati on No. 439096).

The deci si on under appeal was based on clains 1 to 16
submtted on 8 April 1998 according to the then pendi ng
request. The Exam ning Division found that the cl ains,
in particular independent claim21 as anmended, contai ned
subj ect-matter which extended beyond the content of the
application as filed, thus contravening Article 123(2)
EPC

In a communi cation fromthe Board pursuant to

Article 11(2) of the rules of procedure of the Boards
of Appeal, the Appellant's attention was drawn to
addi ti onal aspects and objections in the assessnent of
the requirements of Article 123(2) EPC.

At the oral proceedings before the Board, held on

9 August 2001, the Appellant (Applicant) submtted
fresh clains 1 to 11 supersedi ng any previous request.
| ndependent claim 1l as anended read as foll ows:

"1l. A process for the production of a 6-al pha-

am noacyl -penicillin or 7-al pha-am noacyl -

desacet oxycephal osporin in the absence of a hal ogenated
sol vent conprising the steps of (i) producing a m xed
carboxylic acid anhydride by reacting a N-substituted
vi nyl -al pha-am no acid or its salt with an appropriate
acyl ating agent in a nethyl-(GC,.,)al kyl -ketone, di-

(GC,..,) al kyl -ketone, (C.;)al kanoic acid butyl ester, an
aromati ¢ hydrocarbon or a m xture thereof as a sol vent,
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and in the presence of a co-solvent selected fromthe
group consisting of an organi c am de,

N- et hyl pyrrolidine and tetranethylurea, and (ii)
reacting the mxture obtained in step (i) with a
solution or suspension in an organic solvent mscible
Wi th the solvent systemused in step (i) of a salt of
6- APA or 7-ADCA, (iii) isolating the 6-al pha-am noacyl -
penicillin or 7-al pha-am noacyl - desacet oxycephal osporin
obt ai ned. "

Clains 2 to 11 were dependent on claim 1.

V. The Appel |l ant argued that the fresh clains as anended
overcane the objections raised. He submtted that the
anmendnents made found support in the application as
filed and referred in particular to original clains 6,
7 and 13 and original pages 4 to 8.

VI . The Appel | ant requested that the decision under appeal
be set aside and a patent be granted on the basis of
claims 1 to 11 submtted in the oral proceedings.

VI, At the end of the oral proceedings the decision of the
Board was given orally.

Reasons for the Decision

1. The appeal is adm ssible.

2. The only issue arising fromthis appeal is whether or
not the clainms as anmended satisfy the requirenents of
Article 123(2) EPC, which is stated in the decision
under appeal as being the sole ground for refusal of
t he present application.

2008. D Y A
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Amendnents (Article 123(2) EPQ

The subject-matter of claim1 is based on origina
claim 2 and page 4, paragraph 3 of the application as
filed. The reaction in step (i) of the salt of the
N-substituted vinyl -al pha-am no acid is supported by
page 5, paragraph 2 of the application as filed. The
particul ar solvents specified in step (i) and the use
of a mxture thereof are found on page 6, |ast

par agraph and on page 7, paragraph 1 of the application
as filed, respectively. The presence of a particul ar
co-sol vent specified in step (i) is backed up by
original page 7, paragraphs 3 and 4. Reacting the

m xture obtained in step (i) inthe followng step (ii)
finds support on page 7, paragraph 7 of the application
as filed. Oiginal page 8, paragraph 3 provides a
proper basis for the feature of reacting in step (ii) a
sol ution or suspension in an organic solvent mscible
with the solvent systemused in step (i) of a salt of
6- APA or 7-ADCA and origi nal page 9, paragraph 2 backs
up the isolation of the final products according to
step (iii).

The presence of a non-hal ogenated solvent in step (ii)
requi red according to the application as filed is no

| onger explicitly indicated in claim1 for the reason
of redundancy since the further features specified in
this claimalready satisfy that requirenent. Thus, a
solvent is necessarily present in step (ii) as both
reactants of this step, nanely the m xture obtained in
step (i) and the solution or suspension of a salt of
6- APA or 7-ADCA, mandatorily conprise a solvent.
Claim1l stipulating the absence of a hal ogenat ed

sol vent throughout the whol e process clained, the
solvent present in step (ii) is necessarily
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non- hal ogenat ed. For that reason a non-hal ogenat ed
solvent is inevitably present in step (ii) of claiml
Wi th the consequence that the additional explicit

i ndication of that feature in this claimis redundant
and, hence, superfl uous.

The particul ar protecting groups of the N-substituted
vi nyl -al pha-am no acid defined in claim2 are discl osed
on page 5, paragraph 1 of the application as filed. The
further clains 3 and 5 find a basis in origihna

clains 6 and 7. Page 6, paragraphs 1 and 4, page 7,

par agraphs 4 and 5 and page 8, paragraphs 3 and 6 of
the application as filed support the preferred

enbodi nents of clains 4 and 6 to 10, respectively.
Original claim 13 provides a proper basis for claimll
wherei n the substituent R, has been reworded in
accordance wi th standard chem cal nonencl ature.

For these reasons, the Board concludes that the
clains 1 to 11 as anended neet the requirenments of
Article 123(2) EPC

Rem ttal

Havi ng so deci ded, the Board has not taken a deci sion
on the whole matter since the decision under appeal was
solely based on Article 123(2) EPC. As the Exam ning
Di vi sion has not yet ruled on the other requirenents
for granting a European patent, the Board considers it
appropriate to exercise its power conferred to it by
Article 111(1) EPCto remt the case to the Exam ning
Division for further prosecution on the basis of the
clains according to the pending request, in order to
enable the first instance to decide on the outstandi ng
I Ssues.
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Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of clains 1 to 11 submitted in
the oral proceedings.

The Regi strar: The Chai r man:

N. Maslin J. Jonk

2008. D



