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Summary of Facts and Subm ssi ons

The applicant has appeal ed agai nst the decision of the
exam ni ng division refusing European patent application
nunber 89 301 985.1. The patent application relates to

an optical communi cation appar at us.

The decision of the exam ning division nmade reference
to the follow ng docunent:

D1 US-A-4 126 882, and

during the appeal proceedings reference has al so been
made to documents which the board nunbers as foll ows

D2 JP- A-56117211 (together with English translation)
and

D3 Conference on Lasers and El ectro-QOptics,
San Francisco, California, 9th to 13th June 1986,
pages 332 to 333; K Katoh et al.: "THS5
Three- channel wavel engt h-di vi si on-rul ti pl exi ng
transcei ver nodul e assenbl ed w t hout an adj ust nent

process".

. The exam ni ng division decided that the subject matter
of claim1l did not involve an inventive step
(Articles 52(1) and 56 EPC), the decision relying on
reference to a device nentioned in the application with
reference to Figures 7(a) and 7(b) thereof and the
teachi ng of docunment Dl. The division was of the view
that the packages disclosed in docunent D1 do, at |east,
not include an optical fibre elenent. The skilled
person woul d have considered a particularly preferred

2250.D



2250.D

- 2 - T 1001/98

bal | - bondi ng techni que as used therein for establishing
connection to sem conductor device packages because of
the disclosure that stress problenms can be avoi ded by
using wire bonding techniques for all the connections.
Moreover, it is undisputed that w re bondi ng techni ques
are normal ly used for making internal connections to,
for exanple sem conductor chips in the housing of LED s
or photodi odes. The skilled person would have had no
reason to believe that the wire bondi ng techni que
cannot be used to attach wires to a conponent's | eads

for external connecti ons.

Fol l ow ng the notice and statenent setting out the
grounds for appeal, the board of appeal issued
conmuni cations to the appellant. The appellant filed
anmended application papers in reply to these

conmuni cations and al so decl ared the arrangenent of
Figures 7(a) and 7(b) of the patent application to be
i n-house know edge whi ch was not published before the
priority date of the patent.

The case of the appellant can be sumrari sed as foll ows:
Request

Grant of a patent on the basis of docunments according
to the main request of 11 June 2003 as anended by the
letter of 15 July 2003.

Submi ssi ons

Docunment D1 does not teach a solution to the probl em of

m sal i gnnment between an optical fibre elenent and an
opt oel ectroni c device caused by thermal stresses. If
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pi ns di sclosed in docunent Dl are considered | eads of
an optoel ectronic device, then the whole thing is
cont ai ned by package 10.

Claim1 of the main request is worded as foll ows:

"1. An optical communication apparatus conprising: a
first body (7,22) secured to a second body (12, 19);
and, secured to said first body (7,22), an optical
fibre element (3) and at | east one optoel ectronic
device (1,2) arranged for comrunication therewith, the
at | east one optoel ectronic device being secured by
solder to the first body and having a conductive | ead
(8a, 8b, 9a, 9b) connected to a conductive nenber
(11a, 11b, 11c, 11d; 15a, 15b, 15c, 15d; 18a, 18b, 18c, 18d)
provi ded on said second body (12,19), wherein:

t he connection between the conductive | ead and the
conductive nmenber is provided by an electrical
conductor (10) having a curved portion and connected to
sai d conductive | ead (8a, 8b,9a,9b) and to said
conductive nenber, said electrical conductor (10)
having a rigidity less than that of said conductive
| ead (8a, 8b,9a,9b) so that the curved portion absorbs
thermal stresses applied to the apparatus.”

Reasons for the Decision

1. Adm ssibility of the appeal

The appeal conplies with the provisions nmentioned in
Rul e 65(1) EPC and is therefore adm ssible.

2250.D
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Amendnents (Article 123(2) EPC)

The board is satisfied that the application according
to the request of the appellant does not contain

subj ect matter which extends beyond the content of the
application as filed. Therefore the present formof the
application does not contravene Article 123(2) EPC.

State of the Art

Consi stent with a nunber of previous decisions of the
Boards of Appeal (for instance T 654/92, point 4 of the
reasons), the board does not consider it appropriate
either for itself or for the exam ning division to base
assessnent of substantive patentability (novelty and

i nventive step) upon subject matter not identified as
within the state of the art within the neani ng of
Article 54(2) EPC. Consequent to the declaration of the
appel l ant that the arrangenent of Figures 7(a) and 7(b)
of the patent application is in-house know edge not
publ i shed before the priority date of the patent and

gi ven that the European Search Report did not reveal
any correspondi ng docunent, the board reached the

concl usion that the arrangenent concerned cannot be
treated as state of the art within the neaning of
Article 54(2) EPC. The board does not therefore
consider this arrangenent relevant to substantive
patentability. By the same token, the reasoning in the
deci sion of the exam ning division, so far as relying
on this arrangenent, cannot be foll owed.
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Prior Art

Docunent D1

A light-emtting diode array chip 114 is bonded to a
substrate 116, the substrate/chip being nmounted to a
substrate 64 with adhesive and chip elenents 118 being
coupled to termi nal pads 106 on the substrate 64 by
wire beam | eads 120. A chain of patterns and wire or
beam | eads reach term nal pads 84 on the substrate and
on to connector pins 72 via |l eads 98 (see Figure 3).
Wre leads are particularly preferred for |eads 98 as
they provide flexibility between the connector pins 72
and term nal pads 84 to accommpdate any vibrational
nmovenent of pins 72 produced by such forces as, for
exanpl e, coupling or withdrawal of the external
connector pl ugs.

Docunent D2

A coupling structure converts light signals into

el ectrical signals (page 4, lines 24 to 29) and
conprises a first connector case 1 to which an optica
fibre element 2 is fixed by a bonding agent. A second
connector case 10 screwed to hol der 3 (see page 3,
bottomand 4, lines 6 to 10) is secured to the first
connector case. A light receiving element 5 is
supported in holder (Figure 1 and page 3, lines 11

to 28). The light receiving el enent conprises in
addition a lead termnal 9 (see page 3, line 32) and
t he second connector case contains connection pins 11
t he conductive | ead and the connection pins being
connected by neans of lead wires 13 which are wound in
the formof coils in the connector case 10 so as to
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permt a certain anount of extension and contraction
(Figure 1 and page 4, lines 1 to 6). The second
connector case is detachably coupled to the first
connector case (see page 4, lines 35 to 38) by neans of

a connection ring 14.

Docunent D3

A wavel engt h-di vision-nul ti pl exing (WDM transceiver
consists of a common port fibre termnating with a bal
lens for collimting and focussing optical beans, two
LED packages with a collimating | ens, a photodi ode PD
package with a focussing lens and a glass block to the
sides of which four interference filters are attached.
The assenbly nethod uses a noul d having precisely
formed V-grooves and L-angles to position the
conponents accurately. Mdul e conponents such as the
packages and the comon port fibre are set in the V-
grooves and the glass block is pushed agai nst the L-
angl es. The components are then rapidly solder fixed
while their position is maintained on a ceramc
substrate. In Figure 1, it can be seen that the PD and
LEDs are directly connected to conductors on the
ceram c substrate. A pin package is present for
onwardl y connecting the substrate.

Novelty (Article 54 EPC)

There is no optical conmunication disclosed in docunent
D1 and thus, as pointed out by the exam ning division,
the optical fibre elenent arranged for conmunication
with an optoel ectronic device is not present. Moreover,
the disclosure pertaining to the connector pins 72 does
not correspond to the claimed configuration of
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conductive | ead, electrical conductor and el ectrical
conductor as, for exanple, the wire | eads 98 are not
connected to a conductive | ead of the array chip.

No sol dered connection as clained can be present in the
di scl osure of docunent D2 in view of the detachable
coupling of the first and second connector cases with

t he connection ring.

I n considering docunent D3, the relationship with the
presently clained subject matter depends on whether the
nmold in the assenbly stage is taken to be part of the
apparatus or not. If it is, then it can be considered a
first body and the ceram c substrate the second. In
such a case, the fibre element and LED s are not
secured to the nold, but only positioned by its
positioning grooves for subsequent soldering to the
ceram c substrate and noreover the two bodi es are not
secured to each other. In addition, no lowrigidity

el ectrical connector is present. However, in the view
of the board, a nore correct assessment of docunent D3
is to consider the finished WDM transcei ver, in which
case the ceram c substrate would be the first body as
it can be seen fromFigure 1 that the mold is not part
of the finished device. In this case, there is not even
a "second body" disclosed in Figure 1 and connection to
any such (undiscl osed) nenber would have to be via the
pi n package so a lowrigidity connector would not be

i nvol ved.

Therefore the board is satisfied as to the novelty in
the sense of Article 54 EPC of the subject matter of

claim 1.
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I nventive Step (Article 56 EPC)

Si nce docunent D3, |ike the present application, is
concerned with alignment of optical conponents, the
board cane to the conclusion that this docunent
constitutes the closest prior art. The probl em sol ved
by the novel features of the claimpertaining to the
connection is that of conpensating optical msalignnent
bet ween optical conponents caused by tenperature

vari ations and/or mechani cal vibrations affecting the
sol der.

Wil e coils are disclosed in docunent D2, this teaching
cannot give any suggestion to the skilled person
towards the solution clainmed because even assunming the
light receiving element is considered "secured" to the
first connector case after assenblage of the first and
second connector cases, the board has no doubt that the
det achabl e coupling between the first and second
connector cases required by docunent D2 is conpletely

i nconpatible with a "securing"” by soldering of the
optoel ectronic elenent to the first body as clained in

claiml1.

Accommodat i ng vi brati onal novenent of pins produced by
such forces as, for exanple, coupling or wthdrawal of
t he external connector plugs is taught by docunent D1.
However, in the absence of any optical conmunication
with an optical fibre and the arrangenent of the pins
away fromthe LED chip, the view of the board is that
only hindsight in the know edge of the invention could
suggest picking any particular one of the wires or
conponents from docunent D1 and choosing its properties
for use with the teaching of docunent D3 in an attenpt
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to reach the clained solution to solder-rel ated

al i gnment probl ens of optical conmunication conponents.
A negative argunment that there is nothing against

appl ying the teaching anounts, if anything, to a
"“coul d" not "woul d* approach, which according to

est abl i shed case | aw does not give rise to a negative

vi ew of inventive step.

No ot her docunents in the file cone closer to the
subject matter of claim1 than those specifically
mentioned in this decision.

The board therefore reached the conclusion that the
subject matter of claim1 can be considered to involve
an inventive step within the neaning of Article 56 EPC

Furt her procedure

Havi ng convinced itself that the application docunents
nmeet the requirenents of the EPC, the board considers
it appropriate to exercise its power within the

conpet ence of the exam ning division to order grant of
a patent on the basis of the docunments specified in the
Order bel ow.
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For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first
instance with the order to grant a patent based on the
foll owi ng application docunents:

Descri ption: Pages 1 to 13 submtted with the letter
of 11 June 2003
Cl ai ns: 1 to 10 submtted with the letter of
11 June 2003
Dr awi ngs: Figures 1 to 6, 8 and 9 submtted with
the letter of 11 June 2003
Figure 7 submtted with the letter of
15 July 2003.
The Regi strar: The Chai r man:
P. Martorana E. Turrini
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