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Summary of Facts and Submn ssions

2224.D

Eur opean patent application No. 95 913 801.7, based on
I nternational patent application PCT/US95/03549, filed
on 21 March 1995 claimng the priority of the earlier
US patent application No. 238 226 of 4 May 1994, and
publ i shed under No. WO 95/30523 (EP-A-0 751 973) on

16 Novenber 1995, was refused by a decision of the
Exam ni ng Di vi si on announced orally on 1 April 1998 and
issued in witing on 13 May 1998.

The deci sion was based on a set of 13 clains of a main
request and on a set of 13 clains of an auxiliary
request, both submtted at the oral proceedings held on
1 April 1998. Cdaim1 of the main request read as
fol | ows:

"Suspensi on polynerized, filmform ng, non-tacky,

sol vent and water insoluble or infusible, plastic,

pol ynmeric m crospheres having a dianeter of at | east

1 ym a T, T,or softening point of greater than 20°C
and fornmed fromfree radically polynerizable nononers."

I ndependent Claim 2 read as foll ows:

"A water dispersible filmconprising:

(a) 5 to 95 parts by weight of a water soluble film
form ng pol yner, and

(b) 5 to 100 parts by weight of a non-tacky, water and
sol vent insoluble or infusible, filmformng,
pol yneric m crosphere having a dianeter of at
least 1 umfornmed fromfree radically
pol ynmeri zabl e nononers. "
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Dependent Clains 3 to 7 referred to preferred
enbodi nents of the m crospheres according to Caiml
and/or used in the filmof Caim?2.

Dependent Clains 8 to 12 dealt with preferred features
of the filmaccording to Caim?2. Independent Claim13
read as follows:

"A nmethod for nmaking a water dispersible film
conprising the steps of:

(a) formng an oil, or water-in-oil, -in water
enmul si on, wherein the conti nuous aqueous phase
conprises a solution of a water soluble film
formng polyner and the oil phase, or water-in-oi
phase, conprises a free radical initiator, free
radi cally pol ynerizabl e nonomers, crosslinking
nmononer and optionally polar nononer, or
hydr ophi l'i zi ng agents, wherein the oil, or water-
in-oil, droplets have an average di aneter of
greater than 1 pm

(b) polynerizing the free radically reactive
nmononer (s), to forma dispersion of mcrospheres
i n the agueous phase,

(c) casting or coating the dispersion into a film
form

(d) drying to forma solid water dispersible film
havi ng a thickness of |ess than 300 pum and
conprising O to 45 parts of the water sol uble
filmformng polyner and 5 to 100 parts of non-
tacky, water and sol vent insoluble or infusible,
filmformng polyneric m crospheres having a
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di ameter of at least 1 pni.

Claiml of the auxiliary request read as foll ows:

"Suspensi on pol ynerized, filmform ng, non-tacky,
sol vent and water insoluble or infusible, plastic,
pol yneric m crospheres having a dianeter of at |east
1 um wherein the m crospheres conprise the

pol ynmeri zation reaction product by weight of:

(a) 70 to 100 parts of free radically polynerized
mononers pol ynerizable to a polynmer having a T, T,
or softening point of at |east 10°C,

(b) O to 5 parts of a polar nononer copol ynerizabl e
with the nononer of elenent (a),

(c) O to 25 parts of a hydrophilizing agent, and

(d) 0.01 to 10 equival ent weight percent of a
crosslinking agent based on the total
pol yneri zabl e conposition.™

I ndependent Claim2 and dependent Clains 8 to 12 were
respectively the sane as Clains 2, 8 to 12 of the main
request. Dependent Clains 3 to 4 referred to preferred
features of the m crospheres used in the film of
Caim?2. Dependent Clains 5 to 7 dealt with specific
enbodi nents of the m crospheres according to daim1l or
used in the filmaccording to Caim2. |Independent
Claim 13 exactly corresponded to Claim13 of the nmain
request .

The Exam ning Division refused the application on the
grounds that it did not neet the requirenents of
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Article 84 EPC. The Exami ning D vision cane to the
conclusion that the clainms were unclear due to the
expression "solvent insoluble”" in Cains 1, 2 and 13
and due to the term"non-tacky" in Clainms 1 to 5 and 13
of both the main and the auxiliary requests.

More precisely, the decision held that it was not clear
whet her the feature "solvent-insoluble"” required that

t he pol yner should be insoluble in one solvent or in
each and every sol vent.

The Exam ning Division considered the term "non-tacky"
as a relative one, since there was no cl ear cut
boundary between tacky and non-tacky. The question of
clarity concerning the term"non-tacky" arose due to
the fact that the Applicant had tried to use this term
in order to establish novelty over D5 (WO A-94/13751).
This termwas thus an essential feature of the clains
and rendered them uncl ear because it had no well

defi ned neani ng. The Exam ning D vision did not accept
the argunent of the Applicant that non-tacky meant no
measur abl e tack and further stated that sone sort of
nmeasur abl e tack nust exi st between the non-tacky

m crospheres, since they formed a sel f-supporting film

| V. A Notice of Appeal against the decision was | odged on
23 July 1998 by the Applicant wth sinultaneous paynent
of the prescribed fee and the Statenment of G ounds of
Appeal was filed on 23 Septenber 1998.

V. In an annex to the sunmons to oral proceedi ngs dated
25 January 2001, the Appellant was inforned, inter
alia, about a nunber of essential questions to be
di scussed:

2224.D Y A
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(1) Concerning the feature "solvent insoluble": It
was not clear whether this feature required that
the polyneric m crospheres nmust be insoluble in
one solvent or in each and every solvent. The
argunent of the Appellant that the m crospheres
shoul d be stable under the conditions in which
they were used did not seemto be pertinent,
since these conditions were not defined in the
cl ai ns.

(1) Concerning the term"non-tacky": The Appell ant
had argued that the property non-tacky was a
measur abl e one but the application did not
contain any information about the nethod and
conditions to be used for determning this

property.

(1ii) Furt her objections under Article 84 EPC were
raised in view of the wording "water insoluble"
in Cains 1, 2 and 13 than on file and in view
of the ternms "hydrophilizing agent” and
"crosslinking agent" in Clains 3, 5 6 and 7
then on file.

\Y/ Wth its response dated 1 June 2001, the Appell ant
filed a set of 13 clains as new nmai nh request and seven
sets of 12 clainms form ng respectively seven auxiliary
requests.

VII. At the oral proceedings held on 27 June 2001, the
Appel  ant submtted a set of 6 clains as new main

request .

Caiml of this request reads as follows:

2224.D Y A
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"A repul pabl e, water dispersible filmconprising:

(a) O to 95 parts by weight of a water soluble film
form ng polyner, and

(b) 5 to 100 parts by weight of suspension
pol yneri zed, filmform ng, non-tacky, solvent and
wat er insoluble, plastic, polyneric mcrospheres
having a dianeter of at least 1 pym forned from
free radically polynerizable nononers, whereby the
m cr ospheres are solvent and water insol ubl e under
the conditions of repul ping techniques in water
near roomtenperature and at neutral pH and are
non-tacky near roomtenperature.”

Dependent Clains 2 and 3 refer to specific features of
the m crospheres used in the filmaccording to Caiml1,
whil e dependent Clains 4 to 5 deal with preferred
enbodi nents of the water sol uble polyner used in the
filmaccording to Clains 1 to 3.

| ndependent Claim6 reads as foll ows:

"A nmethod for nmaking a repul pable, water dispersible
filmconprising the steps of:

(1) formng an oil, or water-in-oil, -in water
enmul si on, wherein the continuous aqueous phase
optionally conprises a solution of a water
soluble, filmformng polyner and the oil phase,
or water-in-oil phase, conprises a free radica
initiator, free radically polynerizable
nononers, crosslinking nononmer and optionally
pol ar mononer, or hydrophilizing agents, wherein
the oil, or water-in-oil, droplets have an
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average di anmeter of greater than 1 pum

(1) polynerizing the free radically reactive
nmononers, to forma dispersion of mcrospheres
in the aqueous phase,

(1ii) casting or coating the dispersioninto a film
form

(1v) drying to forma solid, water dispersible film
havi ng a thickness of |ess than 300 um and
conprising O to 95 parts of the water sol uble,
filmformng polyner and 5 to 100 parts of
m crospheres as defined in any of clains 1 to
3 "

VIIl. The argunents presented by the Appellant in the
Statenent of Grounds of Appeal and during the ora
proceedi ngs nay be sunmari zed as foll ows:

(1) Concerning the terns "sol vent insol uble" and
"water insoluble": it was clear in view of the
paragraph on page 14, lines 8 to 15 of the
application, that these terns defined
m crospheres which were stabl e under the
conditions in which the m crospheres were used.

(i) Concerning the term "non-tacky":

(ii.1) Non-tacky only neant that there was no bond of
measur abl e strength i medi ately upon cont act
wi th anot her surface. The absence of tack was an
objective feature and not a relative one and did
not depend on the judgenent of the observer.

2224.D Y A
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(ii.2) Since this termin fact referred to the absence
of a property (tackiness), there was no need to
i ndi cate a nmet hod of neasurenent.

(ii.3) Contrary to the statenents in the decision under
appeal, and as evidenced by the Ul mnn's
Encycl opedi a of Industrial Chem stry (page 170),
t acki ness had nothing to do with filmform ng
properties.

The Appel | ant requested that the decision under appea
be set aside and that the case be remtted to the first
i nstance for further prosecution on the basis of the
set of Clains 1 to 6 filed during the oral proceedi ngs
(i.e. the new main request).

Reasons for the Deci sion

1

2224.D

The appeal is adm ssible.

Mai n request

Amendnent s

Caim1l differs fromindependent Claim2 as originally
filed by the indications (a) that the filmis

repul pable, (b) that the m crospheres have been
suspensi on polynerized and are plastic, (c) that the
amounts of water soluble polyner and of m crospheres
are given in parts by weight, and (d) that the

m cr ospheres are solvent and water insoluble under the
condi ti ons of repul ping techniques in water near room
tenperature and at neutral pH and non-tacky near room
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t enper at ure.

Support for anendnent (a) is to be found in particul ar
on page 1, title and Iines 7 to 19 and on page 2,

lines 26 to 33 of the application as originally filed,
whi |l e anmendnent (b) is supported by original Caim1lin
conbination wwth lines 1 to 5 on page 12 of the
application as originally filed.

The passage fromline 32 on page 3 to line 1 on page 4
of the application as originally filed provides support
for amendnent (c).

Amendnent (d) is supported by lines 8 to 15 on page 14
of the application as originally filed.

Dependent Clains 2, 3, 4, and 5 are respectively
supported by original ains 11, 12, 8 and 9.

I ndependent Claim6 is supported by original Caim13,
by lines 22 to 25 on page 13, by the passage from
line 32 on page 3 to line 1 on page 4 and by lines 25
to 33 on page 11 of the application as originally
filed.

Thus, Cains 1 to 6 of the main request neet the
requi renments of Article 123(2) EPC

Carity

The ternms "sol vent insoluble” and "non-tacky"”, the
presence of which in the set of clainms of both the main
and the auxiliary requests, on which the decision under
appeal was based, led to the refusal of the application
are still present in Caiml.
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3.3

3.4

3.5
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The argunent that it was not clear whether the feature
"sol vent -insol ubl e" required that the pol ynmer used for
the manuf acture of the m crospheres should be insol uble
in one solvent or in each and every solvent, is no

| onger valid, since Caiml now requires that the

m cr ospheres should be insoluble in the agqueous nedi um
(i.e. conprising solvent(s)) used in the repul pi ng
techni que near roomtenperature. Thus, no | ack of
clarity arises now fromthe term "sol vent insol uble".
One arrives at the sanme concl usion concerning the term
"wat er insoluble", since this property is now defined
in Caiml at the conditions of the repul pi ng techni que
near roomtenperature and at neutral pH

As indicated in the description of the application, the
m crospheres nmay gain sone tacki ness when heated (cf.
page 14, lines 12 to 13). Thus, whether or not the

m crospheres will be considered as "non-tacky" clearly
depends on the tenperature at which the tackiness is
checked. This is nowreflected in Claim1, which
specifies that the m crospheres are non-tacky near room
t enperat ure.

The ot her question to be considered is whether the
i ndi cation of a nethod of neasurenent is necessary for
the conplete definition of the feature "non-tacky".

According to the docunent "Encycl opedi a of Pol yner

Sci ence and Engi neering, Volune 13, page 357" subnitted
by the Appellant with the Statenent of G ounds of
Appeal , "tack" is defined as the "property of a
material which enables it to forma bond of neasurable
strength i nmredi ately upon contact w th anot her

surface". Hence, the term"non-tacky" is to be
understood by the person skilled in the art as the
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3.7

3.8

3.9
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absence of a bond of neasurable strength. Thus, in the
present case, it is the absence of tack and not its
guantification, which is relevant for the definition of
the clainmed subject-matter

Wiere a quality is expressed in a claimas being within
a nunerical range, the nethod for neasuring that

qual ity nust be either general know edge, so that no
explicit description is needed or a nethod for
nmeasuring it needs to be identified, but where, as in
the application in suit, the claimspecifies that a
qual ity nust be absent, this inplies that this quality
cannot be detected by the nmethods which are common in
the art for neasuring it, so that the indication of a
specific nmethod is not necessary.

The argunent of the Exam ning Division, that sone sort
of nmeasurabl e tack nust be present between the

m cr ospheres, otherwi se they could not forma film is
not pertinent, since "tackiness" and "filmform ng
property” are two i ndependent properties as evi denced
by the docunent "U | mann's Encycl opedia of Industria
Chem stry, page 170" submtted by the Appellant with
the Statenment of G ounds of Appeal.

Consequently, no unclarity arises fromthe term "non-
tacky" in daiml of the application in suit.

Al t hough sone conpounds |isted as hydrophilizing agents
(e.g. poly(ethylene oxide)) diacrylate or

di met hacrylate in the description nay al so work as
crosslinking agents, the considerations nmade, in the
comuni cation of 25 January 2001, in view of Cains 3,
5, 6 and 7 then on file do not apply to Caim6, since
Caim6, on the one hand, nerely refers to the use of a



- 12 - T 1012/ 98

hydr ophi li zi ng agent as starting conponent as an
optional feature, and, on the other hand, does not
defi ne respective anounts of crosslinking agent and
hydr ophi |i zi ng agent.

3.10 Thus, the Board is satisfied that Cains 1 to 6 neet
the requirenents of Article 84 EPC

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of Clains 1 to 6 filed during
t he oral proceedings.

The Regi strar: The Chai r man:

E. Gorgmaier R Young
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