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Summary of Facts and Subm ssi ons

2491.D

Eur opean patent application No. 93 105 944.8, filed on
13 April 1993, claimng priority of 28 April 1992 from
an earlier application in the USA (US 875171) and
publ i shed on 3 Novenber 1993 under No. 0 567 835, was
refused in a decision of the Exam ning Division of the
Eur opean Patent O fice dated 22 Septenber 1998. That
deci si on was based on a set of twelve clains filed by
letter of 12 March 1997, claim 1 reading:

"A nmet hod conpri sing:

form ng an adm xture of a solvent, an abrasion and
scratch resistant material and an electrically
conductive pol ynmer

di sposing said adm xture onto a surface; and
elimnating said solvent to forman electrically
conductive abrasion/scratch resistant coating on said

surface. "

Clainms 2 and 6 refer to preferred enbodi nents of the
met hod according to Claim 1.

Claim 3 reads:

"A nethod according to claim1l or 2 conprising:

di sposing on a light transmtting surface a first |ayer
of alight transmtting electrically conductive pol yner
according to clainms 3, 4 or 6 to 8, disposing on said

| ayer of light transmtting conductive polynmer a second
light transmtting |ayer of a material according to
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claims 2 or 9, wherein said second |layer is
sufficiently thin to permt an electrical contact
thereto to provide electrical contact to said first

| ayer, said second |ayer preferably being fromabout 5%
to about 30% of the thickness of said first |ayer."

Claims 4 and 5 are directed to preferred enbodi nents of
t he nethod of claim 3.

Clains 7 and 8 are both directed to nethods, referring
to "the nethod of any of the preceding clains".

Claim9 also is a preferred enbodi nent of the nethod of
claim 3, specifying the electrically conductive
polyneric material as being a doped pol yaniline,.

C aim 10 reads:

"The conposition of matter of claim9, wherein said
polyaniline is an emeral di ne base form of polyaniline."

Clainms 11 and 12 are both directed to conpositions and
refer to "the conposition of matter of claim7"

The Exam ning Division held that the clained subject-
matter did not satisfy the requirenents of Articles 84,
54, 56 and 82 EPC. In particular, objections pursuant
to Article 84 EPC were raised against clains 1, 3

and 10 to 12, regarding the way reference was nmade to
other clains as well as the unclarity of sone terns
used.
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On 19 Novenber 1998, a Notice of Appeal was | odged

agai nst that decision, together with paynment of the
prescribed fee. In the Statenent of G ounds of Appea
filed on 11 Decenber 1998, the Appellant (Applicant),
agreed that the present set of clainms did not conply
with the requirenents of Article 84 EPC and correction
was offered in case allowable clains could be agreed.

Al so, the Appellant referred to a possible introduction
of additional clains.

After a communication fromthe Board in preparation of
oral proceedings, in which several objections, anobngst
ot hers under Article 84 EPC, were raised, the Appellant
infornmed the Board that they would not attend and that
a decision according to the state of the file was
requested. Oral proceedings were held on 11 Septenber
2003 in the absence of the Appellant, who had been duly
summoned (Rule 71(2) EPC).

The Appel lant had requested in witing that the
decision of the first instance be cancelled and a
patent "on the above application"” be granted.
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Reasons for the Decision

Adm ssibility of the appeal
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The deci si on under appeal nentioned objections pursuant
to Articles 54, 56 and 82 as well as the foll ow ng four
obj ections pursuant to Article 84 EPC as reasons for
the refusal of the patent application:

- the reference in claim3 to clains 3, 4 or 6 to 8
and to clains 2 or 9,

- claim3, which is directed to a process for
formng a two-layer system contains a reference
to clains 1 and 2, which are directed to processes
for form ng adm xtures,

- the reference in clains 10 to 12 to "the
conposition of matter” of clainms 7 and 9,
respectively, whereas those clains are directed to
processes,

- the unclarity of sone expressions used in clains 1
and 3.

In the Statenment of G ounds of Appeal, only the
objection that clains 1 and 3 contai ned uncl ear terns,
as well as the objections made under Articles 54, 56
and 82 were contested by the appellant. The first three
obj ections pursuant to Article 84 EPC were expressly
accepted. Nevertheless, no newclains were filed in
order to renmedy the objections made. Therefore, the
Appel I ant agrees that the present set of clains does
not conply with the requirenents of Article 84 EPC, so
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that the question arises whether the statenent of
grounds of appeal specifies the reasons on which the
case for setting aside the contested decision is based
(Article 108, 3d sentence, EPC, Case Law of the Boards
of Appeal of the EPO, 4th edition, 2001, VII.D.7.5).

1.2 In the grounds of the appeal, page 5, second paragraph,
"correction is offered in case an agreenent concerning
al | owabl e cl aims can be reached". Although this
statenent denonstrates a fal se perception of the course
of a procedure before the Boards of Appeal, expecting
the Board to assess clains that contain uncontested
unclarities or that have not even been filed, a false
perception is not sufficient reason to refuse the
adm ssibility of the appeal. The statenent shows that
the Appellant is prepared to amend the clains in such a
way as to overconme any objections pursuant to
Article 84 EPC, even if that has not (yet) been
specifically done. Therefore, the Board decides to
admt the appeal.

Basis for this decision

2. The Appellant had requested in witing that the
decision of the first instance be cancelled and a
patent "on the above application” be granted. Although
t he Appel |l ant agreed that the clains upon which the
first instance based its decision do not conply with
the requirenents of the EPC, no new clains were fil ed.
Therefore, only the clains upon which the first
i nstance based its decision, which are the only clains
actually on file, can be the basis for the Board's

deci si on.
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Clarity

3. As apparent fromthe comuni cati on acconmpanying the
sumrmons for oral proceedings, the Board agrees with the
view of the Exami ning Division, accepted by the
Appel l ant, that the present clains do not conply with
Article 84 EPC as regards the first three features
mentioned in point 1 above, so that the application
al ready has to be refused for this reason.
Therefore, it is not necessary to decide on the grounds

for refusal that had been contested by the Appellant.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

C. Eickhoff R. Teschemacher
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