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Summary of Facts and Submn ssions

1971.D

Wth the decision of 4 May 1998 the exam ning division
refused European patent application No. 94 305 549.1
according to Article 97(1) EPC since the subject-matter
of claim1l dated 27 March 1997 in the |ight of

(D1) US-A-4 996 084 and
(D3) US-A-3 011 986

is "neither novel nor inventive (Articles 52(1), 54 and
56 EPC)".

Claim1 underlying the above decision reads as fol |l ows:

"1. Use of a latex polyner in a water-based binder
conprising colloidal sol for binding a refractory
powder to forma slurry for making a shell nold
suitable for use in investnment casting, said |atex

pol ynmer being present in an amount of from2%to 20% by
wei ght based on the binder weight, said use being for

t he purpose of reducing the processing tine between
di ps during the shell nold-nmaking process."

Agai nst the above decision of the exam ning division
the applicant - appellant in the follow ng - appeal ed
on 1 July 1998 paying the appeal fee on the sane day
and filing the statenment of grounds of appeal on

10 Septenber 1998.

In his statenment of grounds of appeal the appellant
essentially argued as foll ows:

- I n investnent casting organic solvent-based
bi nders shoul d be repl aced by water-based binders
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conprising colloidal silica; the serious drawback
of water-based binders is seen in the |onger
drying tines;

- appellant's solution to this problemis based on
the inclusion of a latex polyner since then the
processing tine between dips during the shell-nold
maki ng process coul d substantially be reduced;

- contrary to the findings of the exam ning division
there is no direct correl ation between increasing
green strength and decreasing the processing tine
and there is no evidence that the skilled person
woul d inply such a correlation; nmaterial added to
I ncrease strength or green strength nay cause
stronger bonds, but wll not necessarily cause
these bonds to be formed quickly; addition of
strengt h-enhanci ng materi al can cause faster or
sl ower processing tines or can have no effect at
all on the processing tinme so that the alleged
interrel ati onship according to the inpugned
decision is not supported by the facts.

V. The appel |l ant requested to set aside the inpugned
deci sion and to grant the patent on the basis of
clains 1 to 9 submtted on 9 August 2001 (being
identical with clains 1 to 9 dated 27 March 1997,
received on 1 April 1997) and an anended descri ption
with pages 2 to 4, 4A, 4B and 5 to 15 submitted on
9 August 2001 (main request), oral proceedings in case
the main request could not be all owed and by way of an
auxiliary request the grant of the patent on the basis
of clains 1 to 12 filed with the statenent of grounds
of appeal .

1971.D Y A
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Reasons for the Deci sion

1

The appeal is adm ssible.

Mai n request

2.2

2.3

3.2

1971.D

Amendnent s

Caim1lis based on originally filed clains 1, 4 and 8.

Clains 2 to 6 and 8/ 9 correspond to originally filed
claims 2 to 7 and 9/10 whereas claim7 is based on
features of originally filed claimS8.

Under these circunstances the requirenents of
Article 123(2) EPC are net.

Novel ty

Caiml is wrrded as a use-claimof a water-based

bi nder conprising a colloidal sol and a | atex pol yner
for binding a refractory powder to forma slurry for
maki ng a shell nold suitable for use in investnent
casting (= | ost wax-process). The content of |atex

pol ymer of 2 to 20% by wei ght based on the binder

wei ght should lead to a quicker setting/curing of the
bi nder "for the purpose of reducing the processing tine
bet ween di ps during the shell nold-nmaking process."”

(D1) and (D3) disclose all features of claim1l except

(a) the provision of 2 to 20% by wei ght of |atex
pol ymer, and

(b) its purpose of "reducing the processing tine
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bet ween dips...".

The exam ning division in its decision to refuse the
application in suit accepted that feature (b) is not
"expressis verbis" derivable from(Dl) or (D3) but cane
to the conclusion that it is an inplicit property of

| atex polyners that they accel erate the bondi ng between
particles or setting of the coating. As explained bel ow
this conclusion was not justified.

Mor eover, the exam ning division appears to have

over|l ooked that claim 1l prescribes a range from2 to 20
wei ght percents of the | atex polynmer whereas (Dl), see
Table 2 and its "Colloidal Silica Binder (Dupont)" and
"Pol yco 117H (Latex Gue)", is based on vol une
paraneters (= volune percents). In the absence of
further indications in (Dl1) wth respect to the binder
and | atex glue it is not possible to calculate the

wei ght ratio between these conponents.

The subject-matter of claim1l is accordingly novel.

I nventive step

The prior art to be considered with respect to the
I ssue of inventive step is (D1), (D3) and possibly

(D4) US-A-3 727 666.

As set out in the opening of the application in suit,
see EP-A2-0 638 379, page 2, line 56 to page 3,

line 14, in the technical field of investnent casting

- also known as | ost wax process - two main types of

bi nders are used in shell meking, nanely ethyl silicate
bei ng sol vent based and colloidal silica being water



4.5

1971.D

- 5 - T 0003/99

based.

(D1) as the nearest prior art docunent is based on a
wat er based binder, on a latex glue and on refractory
powders. The objects to be solved in (Dl) have to be
seen in providing a slurry that can be used as a backup
coat in investnent casting replacing ethyl silicate
while maintaining the drying tinme of the process based
on ethyl silicate, see (Dl1), colum 1, lines 42 to 54.

In (D1) the | atex glue such as "Polyco 117H' is not
dealt with in detail with respect to its effect; from
the denom nation "latex glue"” it nust be derived that
it adds strength or green strength to the coat.

The exam ning division derived fromthe | atex content
of (Dl) that adding strength or green strength is in
direct correlation to decreasing the processing tine
i.e. the possibility to carry out dips in shorter tine
intervals, wthout, however, presenting any cl ear

evi dence for this supposition.

The problemto be solved by the clainmed i nventi on when
starting from (Dl) has to be seen in avoidi ng excess
drying tinmes of subsequent coatings in conbination with
i nvest ment casti ng.

This objectively renmaining problemto be solved by the
invention is achieved with the features laid down in

claiml recited in above remark Il. The effect of this
conbi nation of features is set out in EP-A2-0 638 379,
see page 4, lines 23 to 30, nanely to significantly

shorten the tinme necessary to produce a ceram c shel
whereby the | atex pol yner hel ps prevent washi ng out of
bonds during subsequent dipping so that the processing
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time over all is decreased.

Since the reduction of the processing tine is not dealt
with in (Dl) and (D3) inventive endeavour was necessary
to achi eve the teaching according to claim 1.

The appellant in his statenent of grounds of appea
filed further evidence that addition of strength-
enhancing material as such can cause faster or slower
processing tines or can have no effect at all on the
processing tine so that the allegation to the contrary
by the exam ning division is not supported by the facts
but is an unfounded allegation.

Appel  ant's argunent that there is nothing whatsoever
in the published literature to connect green strength
with processing tinme and nothing to suggest to the
skill ed person such a connection is convincing to the
board for the foll owi ng reasons. Reference is made to a
recently published book "Investnment Casting” (P.R
Bealy and R F. Smart, 1995, the Institute of Materials)
pages 81 and 94, setting out the use of sone | atex
additives as a neans to produce green strength w thout,
however, dealing with the reduction of processing tine.
In the absence of contrary evidence the board accepts
the content of the above handbook as technica

know edge in the field of investnent casting, so that
the teaching of claim1l is not rendered obvious by (D1)
and (D3).

In a conpletely different context, see (D4), it is per

se known that a "latex conponent .. functions primarily
as an interimbinder ... until the inorganic binder
conponent is activated", see colum 3, lines 36 to 46.

It could be that thereby green strength/curing/setting
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of the slurry or coating can be enhanced.

The board, however, cannot see how the use as an

i nterim binder speeds up things there and why a person
skilled in the art - not know ng the clained invention
- should think it would speed things up in investnent
casting i.e. in atechnical field quite different from
the technical field dealt with in (D4), nanely coating
a casting nold made of steel and the aspects to avoid
contam nation and to i nprove rel ease between the cast
product and the nol d.

4.12 Sunmari zi ng, the subject-matter of claiml in the |ight
of the above considerations is not rendered obvious by
the prior art to be considered so that claim1 of the
mai n request is allowable.

4.13 Present clains 2 to 9 are dependent clains and are al so
al | onabl e.

Auxi | i ary Request
5. The main request being allowable there is no

requi renent for discussing the nerits of the auxiliary
request and no requirenent for oral proceedings.

1971.D Y A
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant the patent on the basis of clains 1 to 9
submtted on 9 August 2001 and an anmended descri ption

with pages 2 to 4, 4A, 4B and 5 to 15 submtted
9 August 2001.

The Regi strar: The Chai r man:

A. Counillon C T. WIson

1971.D



