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Summary of Facts and Subm ssi ons

2922.D

This appeal is fromthe decision of the Opposition
Division to reject the opposition and to nmaintain

Eur opean patent No. 0 511 695 on the basis of 10 clains
as granted, the only independent claimreading:

"1. A process for delignification and bl eaching of a
chem cally digested |ignocellul ose-containing pulp,
characterised in that the pulp is bleached at a pHin
the range fromabout 1 to about 6 with a bl eaching
chem cal selected fromthe group consisting of chlorine
di oxi de, ozone, peracetic acid and acid peroxides,
thereafter the pulp is washed, whereupon a water-

sol ubl e chem cal contai ning magnesiumis added at a pH
in the range fromabout 1 up to about 7 and in an
anount of from about 0.01 up to about 10 kg/ton of dry
pul p, cal cul ated as nagnesium and that subsequently
the pulp is bleached with hydrogen peroxide at a pH of
fromabout 8 up to about 12."

The notice of opposition, based on insufficiency of

di scl osure (Article 100(b) and 83 EPC), and | ack of
novelty and inventive step (Article 100(a), 54 and 56
EPC) cited the follow ng docunents:

(1): EP-A-0 415 149,

(2): US-A-4 731 161 and

(3): US-A-4 222 819.

In its decision, the Opposition Division found the

invention sufficiently disclosed in accordance with
Article 83 EPC and the subject-matter of the clains as
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granted to be novel and to involve an inventive step as
agai nst docunents (1) to (3). Two docunents filed |late
during the opposition proceedings were not admtted on
t he grounds that they were not nore rel evant than those
duly filed wwthin the nine-nonth period for opposition.

During the appeal proceedings, the Appellant (Opponent)
filed a further docunent with its statenent of grounds
of appeal and finally, with a letter dated 15 July
2002, the follow ng docunent

(7) G CGellerstedt et al., Journal of Wod Chem stry
and Technol ogy, 2(3), 1982, pages 231 to 250.

The Appellant, inits witten subm ssions nai ntained
that the subject-matter then cl ai med was not based on
an inventive step in view of docunments (1), (3) and (7)
as the nost relevant prior art and subnmitted in essence
the follow ng argunments:

- Starting fromthe bl eaching sequence disclosed in
docunent (1) as the closest prior art, it was
obvi ous to add a magnesi um conmpound to the acidic
pulp as in docunent (3) and in particular as in
docunent (7) after a washing step in order to
reduce cellul ose degradation and i nprove pulp
bri ghtness since it was known that nagnesi um acted
as a cellulose protector and its addition to
al kal i ne solutions would form an insol uble
precipitate.

- The sane concl usi on was obtained in view of the
bl eachi ng process of docunent (7) as the cl osest
prior art when conbined wth the teaching in
docunent (1) that a pre-treatnment with
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per oxononosul furic acid (an acid peroxide)
enhances a subsequent al kal i ne hydrogen per oxi de
bl eachi ng st age.

\Y/ The Respondent (Proprietor), in witing, requested not
to admt the late-filed docunent (7) into the
proceedi ngs because prima facie it was not highly
rel evant. Concerning inventive step it was in essence
submi tted that

- t he object achieved with the clai ned process
consisted in creating an optimumtrace netal
profile in the pulp prior to al kaline hydrogen
per oxi de bl eachi ng;

but that the prior art gave no incentive to operate in
t he cl ai ned bl eachi ng sequence since

- docunent (1) taught away from applying hydrogen
peroxi de in a second bl eaching stage because the
best results were obtained if the second stage was
an oxygen stage and any addition of a nmagnesi um
conmpound was done either during the acid pre-
bl eachi ng stage or during the al kaline oxygen
stage; and

- docunent (3), relating to a peroxide bl eaching
process under acidic and al kaline conditions, did
not suggest to perform any washing or to add any
magnesi um conpound between the acid and al kal i ne
bl eaching as an internedi ate step.

VII. Wth a letter dated 28 October 2002, the Respondent

filed two sets of anmended clains in a first and second
auxiliary request. Caiml of the first auxiliary

2922.D Y A
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request differs fromthat of the main request only in
that the feature "for a period of tinme fromabout 1 up
to about 180 mn," has been inserted after the feature
"wher eupon a water-sol ubl e chem cal containing
magnesiumis added at a pH on the range from about 1 up
to about 7". In Caim1l of the second auxiliary request
the introduced feature is further restricted to "for a
period of time fromabout 20 up to about 180 min,". In
both auxiliary requests, the wording of dependent
Claim 10 remai ned unchanged as in the granted version
and contained the feature "... the water-sol uble

chem cal magnesiumis added at a tenperature of from
about 10 up to 95°C for about 1 up to about 180 mn

VIII. Oal proceedings before the Board of Appeal were held
on 30 Cctober 2002. During these proceedings, the
Board, after a discussion of the case as it stood and
in particular with respect to the relevance of the
|ate-filed docunment (7), announced its intention to
admt that docunent into the proceedings, to remt the
case to the first instance for further prosecution and
to apportion costs in the Respondent's favour.

Ther eupon, the Appellant requested to nmaintain the
patent on the basis of the clains of the second

auxi liary request on condition that the wordi ng of
dependent C aim 10 was brought into conformty with
that of amended Claim 1. The Respondent in its turn
withdrew all its previous requests and filed in a

si ngl e new request anended cl ai nms corresponding to

t hose of the second auxiliary request with the
exception that Caim 10 was adapted to the wordi ng of
Claima1l.

| X. The Appel | ant requests

2922.D Y A
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(1) that the decision under appeal be set aside,

(2) that the docunent (7) be admtted into the
pr oceedi ngs and

(3) that the patent be nmaintained in an anended form
according to the lains 1 to 10 of the request
filed by the Respondent during oral proceedings.

The Respondent requests

(1) that the decision under appeal be set aside and

(2) that the patent be maintained in an anended form
according to the Clainms 1 to 10 of the request
filed during oral proceedings.

Reasons for the Decision

1. Amrendnent s

By the amendnents made to the clains of the present
singl e request, for which the basis can be found in the
application as originally filed, the scope of
protection has been limted. The requirenments of
Articles 123(2) and (3) EPC are therefore nmet. This was
not contested by the Appellant. On the contrary, by
requesting mai ntenance of the patent on the basis of
the clains as anended, the Appellant explicitly
abst ai ned fromsubmtting any such objections.

2. Late filed docunent (7)

2.1 About three and a half years after conmencing the

2922.D Y A
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appeal proceedings, and nore than five years after
expiry of the opposition period, and about three and a
hal f nonths before the date for oral proceedings before
the Board, the Appellant relied for the first tinme on
docunent (7) which was published in 1982, nore than

10 years before the application of the patent in suit
was filed. This docunent is, as the Appellant put it,
"an article of the prom nent Professor Cellerstedt”.
The Board in agreement with the Respondent concl udes,
therefore, that docunent (7) nust be supposed to have
been known to those skilled in the art |ong before the
present opposition was fil ed.

The only reason for the late filing of docunent (7)
given by the Appellant in its letter dated 15 July 2002
and during the oral proceedings is that "the rel evance
of this docunent has only recently conme to the
attention of the Appellant”. Concerning this rel evance,
it is stated that docunment (7) showed that feature of

t he cl ai med process which was consi dered essential by

t he Respondent, nanely that after an acidic pre-
treatment and a washing step the magnesi um salt was
added at an acidic pH

The Boards of Appeal at the EPO often exercise their

di scretion under Article 114(2) EPC to admt late-filed
evi dence into the proceedings provided, inter alia,

that it is prima facie nore relevant wwth regard to the
clainmed invention than the citations already on file,
and that it m ght change the outcone of the decision to
be taken by the Board.

Al t hough the disclosure of docunent (7) is no bar to
patentability with respect to the subject-matter of the
anmended cl ains according to the present single request
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(see below), the necessity to admt it into the
proceedi ngs due to its particular relevance is, in the
present case, evident if only fromthe fact that, upon
di scussion of that matter, the Respondent during the
oral proceedings filed these clains and wi thdrew all
its previous requests.

In particular, docunent (7) - like the patent in suit
(see page 2, lines 25 to 33) - is concerned with the
general probl em of how deconposition of hydrogen

per oxi de under al kal i ne bl eaching conditions can be
prevented by an efficient renoval of transition netal
ions fromthe pulp prior to the bleaching (page 231

| ast paragraph to page 232, first paragraph and

page 234, lines 11 to 14). It is mentioned that renoval
of transition netal ions with chelating agents and
hydr ogen peroxide stabilisation with nmagnesiumsalts
was known in the art (page 232, lines 1 to 12). It was
found that bleaching with hydrogen peroxi de was
particularly effective if the pulp was pre-treated with
a conbi nati on of sodi um bi sul phite and DTPA (a

chel ating agent) at a pH of about 4.5 to 5 (page 234,
second full paragraph to page 236, third ful

par agraph, in conbination with Table 1 and Figures 1
to 4) prior to the peroxide bleaching at a tenperature
of 90°C (page 236, lines 17 to 20 and page 238,

lines 10 to 13 in conbination with Figures 3 and 6).

The exanple given in the experinental section on
pages 247 to 248 discloses such a pretreatnent of the
pul p wi th sodi um bi sul phite and DTPA prior to the

al kal i ne hydrogen peroxi de bl eachi ng wherein, between
t he pretreatnment and peroxide bl eaching, the pulp is
washed, then placed in a bottle and preheated to the
desired tenperature together with water and magnesi um
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salt (page 248, lines 3 to 6 of the text in conbination
wi th page 247, |ast paragraph). Due to the acid
pretreatnment, the pH nust still be acidic (up to pH 7)
after the washing and during the subsequent addition of
t he magnesium salt. Further, given the above preferred
tenperature of 90°C during the peroxide bl eaching, some
time is required for heating the pulp in the presence
of the magnesium salt before hydrogen peroxi de and

sodi um hydroxi de are added for the bl eaching stage.

Thus, docunent (7) discloses the bleaching of pulp with
hydr ogen peroxi de wherein the pulp is subjected to the
foll ow ng sequence of steps: an acid pre-treatnent, a
washi ng, the addition of magnesi um conpound at acidic
conditions and - after sone tinme required for heating
the pulp - an al kali ne peroxi de bl eachi ng.

The particul ar inportance of that sequence concerns the
poi nt and pH condition at which the nmagnesi um conpound
is to be added. Since none of the docunments on file

di scl oses those features, the Board concludes that in
this respect docunent (7) is prinma facie technically
nore relevant than the docunents already on file and,
therefore, to be taken into consideration here

(Article 114(2) EPC).

Patentability

By the amendnent made to Clainms 1 and 10 of the present
singl e request, the process has been restricted to a
period of time of 20 to 180 m nutes for the addition of
t he magnesi um conmpound. The anmendnment does not change
the situation as far as sufficiency of disclosure and
novelty are concerned. Nor did the Appellant ever

mai ntai n these objections during the appeal
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proceedi ngs. No further comment on this matter is
t heref ore necessary.

The only objection, the Appellant raised against the
pat ent on appeal was |ack of inventive step (Article 56
EPC). However, during oral proceedings, the Appellant
explicitly abstained frommaintaining this objection in
view of the amended clains of the now pending single
request, and indicated that none of the cited prior art
suggested the now cl ai med addition of nagnesi um
conpound in an extra step for at |east 20 m nutes. Nor
does the Board see any indications in the prior art
docunent s encouraging those skilled in the art to

i nclude in a peroxide bleaching sequence such an extra
step for adding a magnesi um conpound.

Since the opposition has been rejected by the
Qpposition Division in a reasoned deci sion, thereby
mai ntai ning the patent as granted and the appealing
Opponent has not provided any argunent agai nst the
mai nt enance of the patent in the present restricted
form and since further the Board has no reason to
assunme that the subject-matter as now cl ai mred was
obvious in the light of the prior art on file, the
Board comes to the conclusion that the process of
Claim1l is based on an inventive step as required by
Article 56 EPC.

The sane applies to the dependent Clains 2 to 10 which
refer to preferred enbodi nents of Caiml.

For these reasons it is decided:

2922.D
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1. The deci sion under appeal is set aside.

2. The docunent (7) is admtted into the proceedings.

3. The case is remtted to the first instance with the
order to maintain the patent on the basis of Cains 1
to 10 of the request filed during oral proceedings and
a description to be adapted thereto.

The Regi strar: The Chai r man:

G Rauh P. Krasa

2922.D



